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THE SIXTH YEAR OF ADMINISTRATION OF THE LANHAM 
TRADE-MARK ACT OF 1946* 


By Walter J. Derenberg** 


Introduction 


It was to be expected that during an Election year and during 
the early months of a new Administration, there would be little, 
if any, legislative activity in the trade-mark field in the United 
States. Plans were laid, however, at the San Francisco meeting 
of this Association for the introduction of a revised Wiley Bill. 
It was suggested at that meeting that, before reintroducing the 
bill, certain further amendments should be included which 
resulted from recommendations made by the various Govern- 
ment agencies, particularly the United States Patent Office, after 
it had had an opportunity to study 8S. 1957. As a result, the Coor- 


dinating Committee, in the Spring of 1953, recommended certain 
additional clarifying amendments to and changes in the Wiley 
Bill, which was introduced again by Senator Wiley on July 31st 
as S. 2540. Some of the more recent suggested amendments will 
be referred to in the course of this report. 


Nor has the sixth year brought the expected flood of affidavits 
claiming incontestability for trade-marks which were either 
originally registered on the Principal Register over five years 
ago or were republished at that time under Section 12(c) of the 
act. As of July 1, 1953, the number of incontestability affidavits 
filed in accordance with Section 15 of the act was around two 
thousand.” Most of these affidavits were combined with the 
required affidavits of continued use under Section 8 of the act. 
The impression may thus be gained that administrative and 

*Reprinted by special permission from the September 14, 1953 issue of the Patents, 
Trade-Marks and Copyrights Weekly Reports published by The Bureau of National 
Affairs, Inc., Washington 7, D. C. 


**Member of New York Bar; member of Editorial Board, USTMA. 


1. The original Wiley Bill was 8S. 1957, 82d Cong., 1st Session, but no hearings 
were held with regard thereto. This bill expired at the close of the session. 

2. Information supplied by Mr. John Merchant, Head of Trade-Mark Operations, 
U.S. Patent Office. 
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judicial interpretations of the Act of 1946 have thus far failed to 
arouse the degree of enthusiasm among trade-mark owners which 
had been originally expected. This is not surprising when it is 
considered that many of the more important provisions of the 
act are still more or less shrouded in uncertainty because of lack 
of judicial determinations or, where they exist, their seeming 
conflicts and ambiguities. Significantly, Mr. Justice Clark, in the 
only Supreme Court decision thus far rendered with regard to 
the Lanham Act, refers to the statute as “this complex and con- 
troversial act.” ® 


It was perhaps with this in mind that Commissioner Watson, 
on April 8th of this year, announced the formation at the Patent 
Office of a Committee on “Trade-Mark Law and Practice.” The 
functions of this Committee were stated to be: 


(1) to consider and evaluate proposals for changing the trade 
mark practice and procedure within the Office, with the 
object of improving the practice, 


(2) to formulate and recommend changes in practice or state- 
ments of policy, and 


(3) to study proposals relating to changes in the trade mark 
statute which may come to the Patent Office for atten- 
tion, and report its conclusions and recommendations to 
the Commissioner.* 


The committee will consist of members of the staff of the Patent 
Office and would seem to be prepared to consider any sugges- 
tions or proposals which individual members of this Section or 
the Section as a whole may desire to submit to the Commissioner 
for consideration. 


This report will now proceed to review in detail the more 
significant rulings and decisions with regard to the Lanham Act 
of 1946 during its sixth year of administration.°® 


3. Steele, et al. v. Bulova Watch Co., Inc., 344 U.S. 280 (1952), of. Part III, 3, 
and note 150, infra, 43 TMR 57. 

4. 97 USPQ No. 7, p. II. 

5. As far as could be ascertained, the Federal Trade Commission has neither sought 
nor secured cancellation of registered trade-marks during the year 1953. According to 
the Commission’s Report of April 1, 1953, Press Release of May 11, 1953, only six cases 
involving the cancellation of registered trade-marks were pending at that time. 
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PART I. PROBLEMS OF REGISTRABILITY 
I. THE PRINCIPAL REGISTER 
1. Trade-Marks and Trade Names 


Both the Patent Office and the courts have continued care- 
fully to distinguish between technical trade-marks on the one hand 
and trade names and corporate names on the other. Not only 
was this practice approved by the Court of Customs and Patent 
Appeals in the Lyndale Farm case,® but a District Court, in a 
R.S. 4915 proceeding, has likewise held that the notation puNncAN 
ELECTRIC COMPANY, which appeared on a shipping carton and on 
a name plate to be attached to the goods, was not registrable 
under the Act of 1946 even under Section 2 (f) thereof.?7 The 
same result was reached by the Examiner in Chief in Ex parte 
Automatic Scale Company,® where it was sought to register the 
notation AUTOMATIC SCALE COMPANY without including the word 
“Ine.” in the drawing. It was held, however, that the word 
“Ine.” as such serves merely to inform the public of the nature 
of the company’s organization and that the words auToMATIC 
SCALE COMPANY were used as a trade name and as such outside 
the scope of the Act of 1946. 


Equally unsuccessful was an applicant who sought to register 
the words GILBERT HALE OF SCIENCE, as applied to certain elec- 
trical household goods.® The rejection was based on the ground 
that this notation was not used as a trade-mark for specific goods. 
The words HALL OF SCIENCE were held not to have been used in 
such a way as to lend individual trade-mark significance to this 
language. The application was finally rejected on the authority 
of Ex parte National Geographic Society,'’® where it had been held 
that the public could not be required or expected “to browse 
through a group of words in order to decide that a particular 
word or words separated from the rest may be intended to iden- 
tify the product of the manufacturer or dealer.” 


6. In re Lyndale Farm, 88 USPQ 377 (1951), 41 TMR 244. Cf. ‘‘The Fourth 
Year of Administration of the Lanham Trade-Mark Act of 1946’’ (hereinafter referred 
to as ‘‘The Fourth Year’’.) 41 TMR 894. 

7. Dunean Electric Mfg. Co. v. Marzall, 95 USPQ 242 (D.D.C. 1952), 42 TMR 919. 

8. 95 USPQ 222 (1952). 

9. Ex parte the A. C. Gilbert Company, 96 USPQ 192 (PO ChEx. 1953), 43 TMR 


"10. 83 USPQ 260 (C.P. 1949), 39 TMR 967. 
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Another instance of lack of trade-mark use was Ex parte 
The Yankee Network, Inc.'! in which the words YANKEE NET- 
WORK were sought to be registered for phonograph records. The 
specimens filed with the case showed, however, that the words 
were only used on top of the label in the following fashion: 


The Yankee Network, Inc. 
21 Brookline Avenue 
Boston 


Elsewhere on the same label there was a similar reference to 
“Yankee Network News Service.” It was held that these refer- 
ences to YANKEE NETWORK did not establish any trade-mark 
use of these words for phonograph records but identified only the 
name and address of the network itself. Registration was accord- 
ingly refused on that ground. 


2. Advertising Slogans 


After a district court had held in 1952 in the American Enka 
case,!? that a composite trade-mark including the slogan THE 
FATE OF A FABRIC HANGS BY A THREAD could be registered with- 
out a disclaimer of the slogan, concern was expressed that, as a 
result of this decision, the Principal Register may have been 
opened to registrations of advertising slogans generally. It soon 
became apparent, however, that the Patent Office did not construe 
Judge McGuire’s decision in the American Enka case, in which 
the judge had not given any reason for the conclusion reached, as 
a broad mandate to modify its former more conservative ap- 
proach towards registrability of slogans on the Principal Regis- 
ter. As pointed out in last year’s report, the Commissioner 
refused registration to the notation BEST IN THE LONG RUN for 
pneumatic tires shortly after the American Enka case had been 
decided.** This slogan was held to be nothing more than a lauda- 
tory phrase incapable of trade-mark significance. Since that time, 
several significant Patent Office decisions have more clearly 

11. 96 USPQ 218 (PO ChEx. 1953), 43 TMR 320. 

12. Ex parte American Enka Corporation, 92 USPQ 111 (D.D.C. 1952, 42 TMR 
106, reversing 81 USPQ 476 (C.P. 1949), 39 TMR 64. Cf. ‘‘The Fifth Year of Admin- 
istration of the Lanham Trade-Mark Act of 1946’’ (hereinafter referred to as ‘‘The 
Fifth Year’’), 94 USPQ No. 8, Part II, p. 9. (Sept. 1952), 42 TMR 712. 


13. Ex parte The B. F. Goodrich Company, 91 USPQ 293 (C.P. 1951), 42 TMR 79. 
Cf. ‘*The Fifth Year’’, supra Note 12, at p. 9. 
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defined the narrow limits within which advertising slogans may 
be registered. In Ex parte Procter & Gamble Co.,'* the final 
refusal by Examiner of Trade Marks to register the notations 
99 44/100% pure as a trade-mark for a cleaner under Section 
2(f) of the Act of 1946, was affirmed. It was held that this 
language served only as a statement of fact and not as a trade- 
mark. The Examiner in Chief observed, however, that the slogan 
was well-known in connection with applicant’s trade-mark tvory 
but that the slogan as used in the specimens submitted did no more 
to function as a trade-mark than did the words HALL OF SCIENCE 
in the A. C. Gilbert Company case, to which reference has been 
made above. The Examiner’s final ruling apparently left the way 
open for the applicant to file a new application in which the slogan 
sought to be registered would appear in a less “obscure” manner. 
For the identical reason, the applicant’s companion application 
for registration of the words ir FLoats was likewise refused.’® 


A much more typical slogan case squarely involving the gen- 
eral question of registrability was Ex parte Robert Hall Clothes, 
Ine.’® In that case, applicant sought to register the slogan wuy 
PAY FOR OVERHEAD WHEN YOU CAN’T WEAR IT as used in connection 
with coats, vests, trousers, and other wearing apparel. Registra- 
tion of this slogan was sought on the Principal Register. The 
Examiner-in-Chief in a comprehensive opinion pointed out that 
advertising slogans are usually in the nature of informative ad- 
vertising and as such customarily distinguishable from trade- 
marks. Such a typical advertising slogan as this, said the Ex- 
aminer-in-Chief, ‘‘used in conjunction with the firm name or the 
trade-mark of the goods to advertise the firm or the trade-marked 
goods, is not considered registrable on the Principal Register’’ but 
may, at most, be registrable on the Supplemental Register. He 


continued: 


‘‘The omission of any reference to slogans in connection 
with the trade marks for goods registrable on the Principal 
Register, and the specific inclusion of slogans in connection 
with marks registrable on the Supplemental Register, would 


14. 96 USPQ 271 (PO ChEx. 1953), 43 TMR 410. 
15. 96 USPQ 272 (PO ChEx. 1953), 43 TMR 408. 
16. 97 USPQ 462 (1953). 
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seem to indicate an intention to confine the registration of 
slogans used on goods to the Supplemental Register.’’!” 


Moreover, this particular slogan was held to be in effect merely 
descriptive as being an ordinary statement of fact. The American 
Enka case was distinguished on the ground that the slogan there 
involved appeared only in small letters as part of an otherwise 
registrable composite trade-mark which had been previously regis- 
tered under the Act of 1905, while in the present case no previous 
registration existed and the slogan alone was sought to be regis- 
tered without being a relatively insignificant part of a composite 
mark prominently displaying some other registrable matter. 


It thus appears that the recent trend in the Patent Office still 
is in the direction of not recognizing advertising slogans as regis- 
trable trade-marks on the Principal Register. As a matter of 
fact, the Office appears to follow a policy—and quite properly so, 
I submit—of not accepting such slogans even for the purposes of 
the Supplemental Register unless they reflect a minimum degree 
of potential distinctiveness. Thus, the slogan THE BEST AND BIGGEST 
‘cigar was refused registration on the Supplemental Register on 
the ground that this was a more or less common expression used 
to influence purchasers to buy a particular product.’* Examiner- 
in-Chief McCann pointed out that, while Section 23 permitted 
registration of mere laudatory expressions, such notations should 
have ‘‘some element of originality or uniqueness’’ before regis- 
tration even on the Supplemental Register could be granted. For 
the identical reason, the Examiner-in-Chief ruled that the same 
applicant’s application to register the words THE CIGAR SUPREME 
on the Supplemental Register should be denied.’® Similarly, the 
notation AMERICA’S MOST LUXURIOUS MATTRESS, registration of which 
was sought on the Principal Register, was rejected as being 

17. Ibid. at p. 464. 

18. Ex parte I. Lewis Cigar Manufacturing Company, 95 USPQ 224 (PO ChEx. 
1952). Most recently, the slogan ‘‘. . . they lie flat’’ was refused registration even on 
the Supplemental Register on the ground that it was ‘‘generically descriptive’’ and not 
capable of trade-mark significance. (Ex parte Mid-States Gummed Paper Co., 98 USPQ 
283 (PO ChEx. 1953) ). 

19. Ex parte I. Lewis Cigar Manufacturing Company, 95 USPQ 225 (PO ChEx. 
1952), 42 TMR 27. Similarly, it was held that the slogan ‘‘Consistently Superior’’ as 
applied to bakery products, was nothing but a laudatory statement inherently incapable 
of trade-mark significance so that it could not be accepted for registration on the Prin- 


cipal Register even under Section 2(f). Ex parte Duvernoy & Sons, Inc., 96 USPQ 174 
(PO ChEx. 1953), 43 TMR 296. 
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merely an informative and laudatory phrase.*° Applicant’s argu- 
ment that this was a mark consisting of four words ‘‘ingeniously 
knit into a unitary mark’’ was not accepted and, in holding the 
expression to be mere commonplace language, the Examiner-in- 
Chief remarked that he doubted that any literary or other critic 
‘‘would agree with applicant’s encomiums of its slogan.’’ More- 
over, the Examiner in Chief indicated that in his opinion the 
slogan here involved would not even be registrable on the Sup- 
plemental Register. 


On the other hand, the slogan DEFINITE FEEDS FOR DEFINITE 
NEEDS, which had first been rejected by the Trade-Mark Division 
as being incapable of trade-mark significance even with regard 
to the Supplemental Register, was held registrable on the latter 
register for feed products on the ground that this was not a mere 
laudatory statement but was ‘‘catchy and rhythmic due to the 
alliteration and rhyme used therein.’’*? In other words, the phrase 
was found to satisfy the minimum requirements of potential dis- 
tinctiveness for purposes of the Supplemental Register.?? 


Thus far, no other court has passed on this problem since 
the enactment of the Lanham Act. The Court of Customs and 
Patent Appeals, in considering the registrability of the slogan 
THE MUSIC YOU WANT-WHEN YOU WANT IT,”* as a service mark, 
rejected this application on other grounds without commenting 
upon the registrability of the slogan as such. It thus remains to 
be seen to what extent the fact that the definition of a service 
mark in Section 45 makes express reference to slogans may result 
in more liberal standards for registrability of slogans used in 
connection with services than have been found to be applicable 
in cases involving trade-marks used on merchandise. 


20. Ex parte The Englander Company, Inc., 97 USPQ 468 (PO ChEx. 1953). 

21. Ex parte Central Soya Company, Inc., 95 USPQ 343 (PO ChEx. 1952), 43 TMR 
122. 

22. The registrability of slogans is specifically discussed in an article by Julius R. 
Lunsford, ‘‘The Protection of Trade Slogans,’’ 42 T.M.R. 409 (1952). 

23. Ex parte Radio Corporation of America, 98 USPQ 157 (C.C.P.A. 1953). Cf., 
‘‘The Fifth Year’’, note 12, supra, at p. 10. 

24. At least one of the judges of the Court of Customs and Patent Appeals recently 
indicated in a dissenting opinion that slogans should receive effective legal protection 
quite apart from their registrability. Judge O’Connell said in Lightnin Chemical Com- 
pany v. Royal Home Products, Inc., 94 USPQ 178 (1952), 42 TMR 743: ‘‘Under the 
law. as this court has heretofore uniformly expressed it, advertising slogans, such as we 
have here, and such as ‘Good to the Last Drop,’ have been quarantined from appropri- 
ation and use by a subsequent user.’’ 
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3. What Constitutes ‘‘Primarily Merely A Surname’’? 


Since the decision of the Court of Appeals for the District of 
Columbia in the KIMBERLY CLARK case last year®® and the Com- 
missioner’s ruling in the ANDRE DALLIOUXx case,?* it seemed 
established that a person’s entire individual name, such as Andre 
Dallioux, was not ‘‘primarily merely a surname’”’ and therefore 
registrable without reference to Section 2(f) of the Act, while a 
combination of two surnames, such as KIMBERLY CLARK, Was 
considered registrable only upon proof of distinctiveness under 
Section 2(f). In the meantime, the borderline case of registra- 
bility of a family name with initials, which, according to the Com- 
missioner’s decision in the Dallioux case, might not come within 
the scope of that ruling, was squarely presented to the Court of 
Appeals of the District of Columbia in connection with the regis- 
trability of the trade-mark sg. c. HiccIns.27. The Commissioner 
had held, following the dictum of the Dallioux case, that ‘‘adding 
the initials to the surname does not change the mark as a whole 
from being primarily merely a surname.’’® Rather than con- 
vert the application to one under Section 2(f), the applicant chose 
to bring suit against the Commissioner under R.S. 4915. The 
Court of Appeals ruled that 3. c. H1ccIns while not merely a sur- 
name, was ‘‘primarily merely’’ a surname. The District Court’s 
decision,”® which had been to the same effect, was affirmed with- 
out prejudice to applicant’s filing of a new application under 
Section 2(f) of the Act of 1946. The Court of Appeals thus agreed 
with the viewpoint which had prevailed in the Patent Office ever 
since the Andre Dallioux decision, without commenting upon the 
rather anomalous results which follow from this interpretation. 
While it may be true that a strict interpretation of the statutory 
language must result in the conclusions reached in the Kimberly 
Clark, Dallioux and Higgins cases, it still remains incongruous 
and unjustifiable to permit registration without reliance on Sec- 


25. Kimberly-Clark i ee v. Marzall, 93 USPQ 191 (C.A.D.C. 1952), 42 
TMR 543; Cf. ‘‘The Fifth Year’’, p. 10. 
26. Ex parte Andre Julien Dallioux, 83 USPQ 262 (C.P. 1949), 39 TMR 965, Cf. 


‘‘The Fifth Year’’, p. 10. 
27. Sears Roebuck and Co. v. Watson, 96 USPQ 360 (C.A.D.C. 1953), 43 TMR 


506. 

28. Ex parte Sears, Roebuck and Co., 87 USPQ 400 (PO ChEx. 1950), 41 TMR 
185. 
29. Unreported. 
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tion 2(f) of such common names as ‘‘Paul Jones’’ or ‘‘Robert 
Smith’’ while, at the same time, permitting registration under 
Section 2(f) only of such much more arbitrary and distinctive 
combinations of surnames as, for instance, KIMBERLY CLARK and 
innumerable others. It has already become apparent that the 
statutory language ‘‘ primarily merely a surname”’ has been rather 
unfortunate since it seems to be too restricted as applied to many 
famous surname combinations and far too liberal in seemingly 
permitting everyone to register his own name as a trade-mark as 
long as he spells out his full Christian name rather than merely 
uses his initials as in the J. C. Higgins case. 


The apparent anomaly here pointed out has just been noted 
by the Court of Customs and Patent Appeals in its decision of 
July 31, 1953, affirming the Patent Office’s rejection of the applica- 
tion to register the notation s. SEIDENBERG & CO’s, as a trade-mark 
without reliance on Section 2(f).°° The Court, after hearing re- 
argument on the legislative intent of Section 2(e), came to the 
conclusion that the notation was ‘‘primarily merely a surname’’ 
but not without indicating that in its judgment, the notation 
ANDRE DALLIOUX*! should have likewise been rejected on the ground 
that paLLioux, the surname, was the dominant part of that mark. 


The word ‘‘primarily’’ also causes difficulty where the name 
involved, although a common surname, has other meanings at the 
same time. Thus, in Ex parte Keuffel & Esser Company,* regis- 
tration was sought of the word samson for measuring tapes with- 
out reliance on Section 2(f). The Examiner had refused registra- 
tion on the ground that Samson was the surname of a great num- 
ber of persons. The Examiner-in-Chief held, however, that the 
primary meaning of the word referred to the Biblical character 
and that the word was also used figuratively in connection with 
persons of great physical strength. As a result, it was held that 
such other meanings of the word Samson far outweighed its sur- 
name significance so that the word was held to be registrable even 
in the absence of a showing of distinctiveness. It is somewhat 
difficult to accept this line of reasoning in cases in which the word 

30. In re I. Lewis Cigar Mfg. Co., 98 USPQ 265 (CCPA 1953). 


31. See note 26 supra. 
32. 96 USPQ 216 (PO ChEx. 1953), 43 TMR 309. 
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involved is as widely used as a surname as the one involved here. 
If it be true that the underlying purpose of the prohibition against 
registration of surnames is the realization that other persons 
bearing the same common name should not be handicapped in their 
free use thereof, then the mere fact that there may be hundreds 
or thousands of people by the name of Samson should be sufficient 
to prevent its registration in the absence of a showing of secondary 
meaning, and regardless of the fact that the word may or may not 
have other established meanings. 


4. What Is ‘‘Primarily Merely Descriptive’’? 


Contrary to the above-mentioned Kimberly Clark case, in 
which a combination of two surnames was held to be registrable 
only under Section 2(f) of the Act, the Court of Customs and 
Patent Appeals in a decision rendered only about a month ago in 
effect overruled its own established practice of holding unregistra- 
ble a mere combination of two or more descriptive words. In In re 
Ada Milling Company,*”* the rejection of the application was based 
in part on the allegation that the word startcRoLay was nothing 
but a combination of three descriptive words and, therefore, un- 
registrable under the authority of the Court’s decision in In re 
Midy Laboratories.**° The Court held, however (with Judge 
O’Connell dissenting), that it would now follow the precedent set 
by the Commissioner a year ago in permitting registration without 
reliance upon Section 2(f) of the mark cHERRY-BERRY-BING.**° The 
Court observed that in the srarTGROLAY case the applicant had ‘‘so 
combined three words into a unitary notation’’ as to result in a 
mark which as a whole was not necessarily descriptive. 


5. Composite Marks and Disclaimers. 


The Court of Customs and Patent Appeals was asked in 
In re Hercules Fasteners, Inc.,®*¢ to clarify the significance of the 
disclaimer provision of the Act of 1946. Although Section 6 pro- 
vides rather clearly that unregistrable matter which forms part 
of an otherwise registrable mark “shall” be disclaimed, the appli- 
cant in the Hercules case took the position that not only was the 


32a. 98 USPQ 267 (CCPA 1953). 
32b. 42 USPQ 17, 104 F.2d 617 (CCPA 1939), 29 TMR 392. 
32c. Ex parte Barker, 92 USPQ 218 (C.P. 1952), 42 TMR 338. 
32d. 97 USPQ 355 (CCPA 1953). 
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word FASTIE, as applied to tube sealing machines, not descriptive 
but that it was a part only of an otherwise registrable composite 
mark which, as a whole, was not “merely descriptive.” The court 
unanimously ruled that the word being descriptive, the Commis- 
sioner was within his rights and, as a matter of fact, under a 
statutory duty to refuse registration of the composition mark 
unless this particular word was specifically disclaimed.** 


There appears to have been no ruling by the Commissioner 
or by the courts to date with regard to the acceptability of dis- 
claimers in connection with applications on the Supplemental 
Register. It seems ambiguous from the language of the statute 
(Section 26) whether the disclaimer section is applicable in case 
of Supplemental Register applications, since Section 6 is not 
specifically referred to as one of the sections which shall not 
apply. In view of the hybrid status of registrations on the Sup- 
plemental Register, it may well be argued that there should be no 
room on this register for disclaimers but it is understood that the 
Patent Office has recognized the need therefor and has suggested 
that in any future revision of the Lanham Act, a provision be 
included which would make the disclaimer provision specifically 
applicable to Supplemental Register applications. The proposed 
new legislation recommended by the Trade-Mark Coordinating 
Committee and approved by this Association had taken the oppo- 
site view and had suggested an amendment which would make 
Section 6 inapplicable in its entirety to Supplemental Register 
applications. 


6. Secondary Meaning and Distinctiveness: Section 2(f).°** 
(a) What Constitutes “Substantially Exclusive Use”? 
There have been several recent interpretations of the word 


33. The ‘‘Fastie’’ case was recently followed in Ex parte Minnesota Mining & 
Manufacturing Company, 98 USPQ 279 (PO ChEx. 1953), in which a disclaimer of the 
word ‘‘top’’ in the composite mark ‘‘Scotch—Top Brand’’ was required. To the same 
effect, Ex parte Red pales Shoe roe ag 98 USPQ 288 (PO ChEx. 1953). 

In the recent case of Ex parte B. F. Shriver Company, 98 USPQ 32 (PO ChEx. 
1953), the Examiner-in-Chief held, on the other hand, that in an application under Sec- 
tion 2(f) for a composite trade-mark which included the words ‘A No. ONE”? in dis- 
tinctive script and layout, these latter words need not be disclaimed because they were 
considered sufficiently unique and fanciful to warrant registration as part of the com- 
posite mark under Section 2(f). 

33a. A comprehensive study of Section 2(f), as interpreted by the Patent Office, 
was made by Miss Katherine Hancock, an examiner in the Patent Office, and published 
in 34 Journal of the Patent Office Society 792; reprinted in 42 TMR 876 (December 
1952). 
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“substantially” in Section 2(f) which have applied a rather strict 
standard with regard thereto. In Hess v. Helene Curtis Indus- 
tries, Inc.,*4 applicant sought to register under Section 2(f) the 
notation miLky for shampoo but was opposed by the owner of a 
registration, also under Section 2(f), of the word Ham miLk for 
a related product. The applicant argued, inter alia, that the word 
“substantially’’ in Section 2(f) was inserted for the purpose of 
permitting registration of trade-marks under Section 2(f) even 
if there had been a sporadic use by others. The Examiner-in-Chief 
did not accept this interpretation and, furthermore, ruled that 
the opposer’s registration under Section 2(f), in and by itself, was 
prima facie evidence of opposer’s prior use and negatived appli- 
cant’s allegation of substantially exclusive use of its own mark 
during the statutory five-year period. A similar issue was pre- 
sented in the recent case of Lakewood Storage, Ine. v. Calder.*® 
In this rather unusual case, an interference had been declared 
between two applicants claiming a similar slogan as a service 
mark for transportation services. The senior party had been 
using the phrase ACROSS THE STREET OR ACROSS THE COUNTRY, while 
the junior party used the slogan across THE HALL—ACROSS THE 
CONTINENT. Both applications were presented under Section 2(f) 
because of the descriptive nature of the slogans. The Examiner of 
Interferences held that these two conflicting users during the 
same period of time cancelled each other out and that neither 
party was entitled to the registration since neither could satisfy 
the requirement of “substantially exclusive use during the five- 
year period.” The Examiner-in-Chief reached the same conclu- 


34. 94 USPQ 11 (PO ChEx. 1952), 42 TMR 780. 

35. 98 USPQ 78 (1953). In The Master, Wardens, Searchers, Assistants and Com- 
monalty of the Company of Cutlers in Hallamshire in the County of York v. Sheffield 
Steel Corporation, an application was filed to register the word ‘‘Sheffield’’ as a trade- 
mark for certain bale tires, wire fence, barb wire, and similar products. Use was alleged 
since 1915 in connection with some of the goods and the application was presented under 
Section 2(f) in view of the geographical significance of the word ‘‘Sheffield’’. The 
application was angeens by the owner of a registration for the identical word for a 
long list of items of machinery, cutlery and tools. The owner of said registration, which 
was in the nature of a ‘‘community trade-mark’’, was a British association located in 
England. The Examiner held that opposer’s registration negatived the necessary sub- 
stantially exclusive use by the applicant. This was alleged to be error in the absence of 
evidence of use of the registered mark during the five-year period. The Examiner-in- 
Chief held that while the registration may not be prima facie evidence of use in com- 
merce at any particular time after its date, it had the status under Section 7(b) of the 
act of a prima facie valid right and as such was sufficient to negative the claim of 
alleged exclusive use on the part of the applicant. ‘‘It is not necessary,’’ said Mr. 
Federico, ‘‘to indulge in any presumption of use, the prima facie validity of the regis- 
tration is sufficient.’’ 98 USPQ 19 (PO ChEx. 1953), 43 TMR 634. 
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sion and held specifically that it was not the function of the Patent 
Office to determine whether the conflicting use by one of the two 
parties may have been an “infringing” use which should not be 
held to defeat the allegation of exclusive use by the other party. 
It was pointed out that the issue whether the conflicting use dur- 
ing the five-year period may have been an infringement was for 
the courts, rather than for the Patent Office, to determine, but that 
in the absence of such determination, neither party was entitled 
to a registration under Section 2(f) of the statute. 


(b) Unregistrable Matter under Section 2(f). 
1. Packages and Configurations of Goods. 


An important decision restricting the scope of registrability 
under Section 2(f) was handed down by the Court of Appeals 
for the District of Columbia with regard to the much litigated 
stripe design of the Burgess Battery Company.*® This stripe 
design, which had been previously held unregistrable under the 
Act of 1905,°7 was reapplied for under Section 2(f) of the Act. 
The Patent Office tribunals again refused registration even under 
this section on the ground that the design constituted the entire 
ornamental background of the article and did not function as a 
trade-mark. The losing applicant brought a civil action under 
R.S. 4915 against the Commissioner, but without success. Both 
the District Court *® and now the Court of Appeals in a per 
curiam decision held that the stripe design covering the entire 
package did not function as a trade-mark so that it became imma- 
terial to pass upon the question whether the package as such 
had acquired distinctiveness in trade. It is still the law, therefore, 
that configurations, packages, and the like are registrable only 
on the Supplemental Register, if capable of distinguishing, but 
may not be registered under Section 2(f) since that section 
applies only to trade-marks in the technical sense of the word. 

36. Burgess Battery Company v. Watson, 96 USPQ 293, 204 F.2d 35 (C.A.D.C. 
1953). The applicant has filed a petition for certiorari on June 29, 1953, after the Court 
of Appeals denied a petition for rehearing. The Burgess decision was recently followed 


in Ex parte Valley Paper Company, 98 USPQ 286 (PO ChEx. 1953), in which an 
entire background design, as used on writing and printing paper, was denied registra- 


tion. 
In re Burgess Battery Co., 46 USPQ 39, 112 F.2d 820 (CCPA 1940), 30 
TMR 392. 
38. Burgess Battery Company v. Marzall, 101 F. Supp. 812, 92 USPQ 90 (D.D.C. 
1952), 42 TMR 237. Cf. ‘‘The Fifth Year’’, supra note 12, at p. 11. 
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It was specifically so held by Examiner-in-Chief Federico some 
time ago in the scoTtcH TAPE case *® and there has been no deci- 
sion either in the Patent Office or by a court since that time which 
has come to a different conclusion.*® 


2. Functional Features. 


Equally unregistrable under Section 2(f) are, of course, all 
features of an article which are found to be a functional part 
thereof. Thus it was held only a month ago that a mark consisting 
of a design representing a functional feature of applicant’s foot- 
wear, i.e., the cover of an arch support, was not registrable on 
the Principal Register whether it be presented under Section 
2(f) or not.*! Similarly, an oval line used on baseball bats and 
constituting a geometrical configuration surrounding the name of 
the bat, such as LOUISVILLE SLUGGER, was held to have no independ- 
ent trade-mark significance so as to be registrable under Section 
2(f).4° The Court of Customs and Patent Appeals, in affirming 
the Commissioner’s decision, emphasized that the oval was not 
inherently distinctive and that there was no proof that it was ever 
used alone and might thereby have acquired distinctiveness apart 
from the name of the bat on which it appeared. Despite the fact 
that the applicant had taken the deposition of some 28 witnesses, 
who were persons having substantial knowledge of or connection 
with baseball, the conclusion was reached that the vast majority 
of the public, in asking for applicant’s goods, ignored the oval 
design and asked for them solely under their established name. 
Thus an unanimous court held that the affidavits failed to estab- 
lish “that the bat-buying public attaches the claimed trade-mark 
meaning to the oval as used on applicant’s product... .” 


3. Unregistrability of Generic or Quasi-Generic Terms 
under Section 2(f) 


There have been numerous cases in which applications for 
registration under Section 2(f) have been denied—as in the past 


39. Ex parte Minnesota Mining §& Manufacturing Co., 92 an 74 (PO ChEx. 
1952), 42 TMR 164. Cf. ‘‘The Fifth Year’’, supra note 12, at p. 

40. As previously mentioned, trade names, as such, are also ceedaaein under 
Section 2(f). It was expressly so ‘held by the Examiner-in-Chief in Ex parte American 
Scale Company, see p. 8 supra. 

41. Ez parte The B.F. Goodrich Company, 98 USPQ 197 (PO ChEx. 1953). 

42. In re Hillerich § Bradsby Co., 97 USPQ 451, 204 F.2d 287 (C.C.P.A. 1953). 
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—on the ground that the word sought to be registered either was 
or had become a generic term, viz., part of the everyday language 
and, therefore, incapable of trade-mark distinctiveness. The Court 
of Customs and Patent Appeals, in the first case reaching it in- 
volving this question,** held the notation cARILLONIC BELLS to be 
incapable of trade-mark distinctiveness under Section 2(f). The 
applicant sought registration of these words for ‘‘ Electrically 
Operated Carillons or Chimes.’’ The issue did not come up ex 
parte but as a result of an opposition proceeding in which the 
opposer alleged that the term CARILLONIC BELLS was both deceptively 
misdescriptive and quasi-generic. The Court, although not finding 
the term misdescriptive, held that cartLLonic BELLS ‘‘describe the 
applicant’s goods in a generic sense’’. In quoting the Supreme 
Court’s decision in the Shredded Wheat case,“ the court said: 


‘|. . it has always been the rule that any such generically 
descriptive term may not be exclusively appropriated as a 
trade mark, regardless of how long a claimant fortuitously 
may have enjoyed the exclusive use thereof in trade.’’ 


On this ground the Commissioner’s decision, sustaining the oppo- 
sition, was affirmed. 


Similarly, the Examiner-in-Chief held the notation PERFECT 
CLINCHING to be incapable of trade-mark distinctiveness on the 
ground that the words, while not actually generic, were ‘‘highly 
descriptive’’, requiring much stronger proof than applicant’s own 
affidavit for the purpose of showing distinctiveness.*® In other 
words, it was held that, contrary to the CaRILLONIC BELLS type of 
ease, the words PERFECT CLINCHING, as used in connection with 
hose couplings and hose menders of a certain type, were not 
absolutely disqualified from registration as generic but were so 
highly descriptive that exceptionally strong proof by persons 
other than the applicant would be needed before such term could 
be registered under Section 2(f). 


Similarly, the word BuTTER-NUT was denied registration under 


43. Schulmerich Electronics, Inc. v. J. C. Deagan, Inc., 97 USPQ 141, 202 F.2d 772, 
(CPPA 1953), 43 TMR 735. 

44. Kellogg Company v. National Biscuit Co., 305 U.S. 111, 39 USPQ 296 (1939), 
29 TMR 557. 

45. Ez parte L. R. Nelson Mfg. Co., Inc., 94 USPQ 119 (PO ChEx. 1952), 42 
TMR 801. 
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Section 2(f) on the ground that as applied to candy, the word 
was incapable of distinguishing applicant’s goods.‘ It was 
pointed out that butternut was a particular type of nut so that 
the mark was either descriptive thereof, if it actually contained 
this nut as an ingredient, or otherwise was deceptively misde- 
scriptive. Here again it was held by the Examiner-in-Chief that, 
despite the fact that the applicant had submitted 42 affidavits 
from various persons in 23 different states tending to show sec- 
ondary meaning, it could not be concluded from these affidavits 
that the word suTTeR-NUT, as applied to candy, had acquired 
trade-mark distinctiveness. The words ‘‘butter’’ and ‘‘nut’’ were 
held to be ‘‘substantially incapable’’ of identifying the origin of 
the goods even though the mark had been in extensive use for 
36 years. The BUTTER-NUT case would thus fall within the category 
of the PERFECT CLINCHING case rather than into the category of 
truly generic terms so that as a result, the mark would not appear 
to be absolutely disqualified from registration but might become 
eligible upon exceptionally strong proof of secondary meaning 
among the general public, which the applicants in both cases 
failed to prove to the satisfaction of the Patent Office. 


Again, the Examiner-in-Chief ruled out the word ruBBERCOTE 
for floor enamel and certain paints*’? on the ground that these 
words were more or less generically descriptive and that the 
burden on the applicant of proving secondary meaning in such 
cases was a ‘‘very heavy’’ one and very difficult to discharge. 
On the same day and for the same reason, the words stop FIRE 
were refused registration under Section 2(f) for waterproof 
eanvas.*® While, of course, not actually generic, these words were 
held to be so highly descriptive as to require especially convincing 
proof of secondary meaning which certainly was not met by a 
mere allegation of five years exclusive use in the absence of strong 
additional evidence. 


On the other hand, the word preras was held to be not only 
highly descriptive but actually generic as applied to certain shelv- 


46. Ez parte Hollywood Brands, Inc., 94 USPQ 418 (PO ChEx. 1952), 42 TMR 
871. 


47. Ez parte Wilbur and Williams Co., 98 USPQ 36 (PO ChEx. 1953). 
48. Ex parte C. R. Daniels, Inc., 98 USPQ 37 (PO ChEx. 1953). 
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ing material.*® It was held to be merely an abbreviation of the 
word ‘‘prefabricated’’, which today is in general use not only 
with regard to houses but other manufactured articles as well and 
as such incapable of acquiring trade-mark significance. The fact 
that the word might have had some trade-mark significance five or 
ten years ago was held to be insignificant for the purpose of 
determining its present registrability.®° 


The last-mentioned observation of the Examiner-in-Chief that 
past trade-mark significance is irrelevant in determining registra- 
bility under Section 2(f) invites a brief discussion of the only Ap- 
pellate Court decision thus far which has specifically passed upon 
this exact question, i.e., the recent cuBE sTEAK decision®! by the 
Court of Appeals for the District of Columbia. In that interesting 
ease, the plaintiff had obtained a registration under the Act of 
1920 of the word cube steak for a machine for tenderizing meat. 
In addition, the plaintiff had secured registrations of the word 
CUBE STEAK for machines tenderizing meat and for meat itself in 
a number of states. After the effective date of the Act of 1946, 
plaintiff applied for registration of the cuBE sTEAK mark under 
Section 2(f) on the ground that the word had acquired distine- 
tiveness both with regard to the machines and the meat processed 
thereby. The application was refused on the ground that cupE 
STEAK was a generic: term for a kind of meat and that it had 
been so referred to in two patent applications which the Examiner 
cited. After having lost the case before the Patent Office tribunals, 


49. Ex parte Bankers Box Company, 96 USPQ 266 (PO ChEx. 1953), 43 TMR 403. 

50. On the other hand, the words ‘‘Casual Classics’’, as applied to shoes, were 
held to be capable of trade-mark distinctiveness under Section 2(f) on the ground 
that the average purchaser would consider the words ‘‘casual’’ and ‘‘classics’’ as 
somewhat contradictory and as not referring to casual shoes generally but only to 
casual shoes made by this particular applicant. Ez parte Marshall, Meadows § Stewart, 
Ine., 97 USPQ 467 (PO ChEx. 1953). In the recent case of Minnesota Mining § Manu- 
facturing Company v. Minnesota Linseed Oil Paint Company, 98 USPQ 72 (PO 
ChEx. 1953), the word ‘‘Minnesota’’ as applied to paints was held not to be 
generically descriptive. Indeed, the Examiner-in-Chief there held that it had not 
been error for the Patent Office to accept the statement of substantially exclusive 
and continuous use during the five-year period preceding the filing of the appli- 
cation without requiring additional proof of distinctiveness. This extremely liberal 
approach in case of a widely used geographical term, such as ‘‘Minnesota’’ is 
in striking contrast to the practice prevailing in Great Britain, where it has just been 
held that so important a term as the word ‘‘ Yorkshire’’ was inherently incapable of 
trade-mark distinctiveness even though the word in fact may have become distinctive. 
Therefore, registration of the word ‘‘ Yorkshire’’ was denied on that ground. Yorkshire 
Copper Works Ld.’s Application (1953) 70 R.P.C. 1. Cf. ‘‘Registrability of ‘ Distine- 
tive’ Geographical Designations; The British ‘Yorkshire’ Copper Case,’’ 43 T.M.R. 
242 (March 1953). 

51. Spang et al. v. Watson, 97 USPQ 290 (C.A.D.C, 1953). 
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the plaintiff brought an equity action against the Commissioner 
in which he submitted voluminous new evidence tending to show 
that the word cuBE sTEAK meant, at least as far as the trade was 
concerned, only a product processed by plaintiff’s machines which 
were licensed by issuance of franchises to numerous meat dealers 
throughout the United States. The plaintiff sought to establish 
through documentary and oral evidence that it had most carefully 
policed the use of the cuse steak trade-mark, that its competitors 
use other generic terms for the same product and that as far as the 
industry was concerned, the term was overwhelmingly recognized 
as plaintiff’s trade-mark and not as a generic term. The District 
Court, although recognizing plaintiff’s ‘‘great efforts’’ toward 
policing the words, held that their original meaning had been lost 
and that the words were now identified as the name of the product 
and not the producer. The court further said in its brief opinion: 


‘‘Tt may well be that those who are in the trade, i.e., those 
who use the machine, regard a CUBE STEAK as a Steak made 
by a ‘Cube Steak Machine’ but if the term cusBE sTEAk is 
generic of a type of meat, it is also the generic name of the 
machine which makes such meat.’’ 


The Court of Appeals has now affirmed the District Court’s de- 
cision in an equally brief unanimous opinion on the ground that 
the term had become generic as applied to meat even though it 
may have originally designated appellant’s machines and the prod- 
uct of these machines. The court indicated, however, that, if it 
were true that customers for the machines regarded the mark as 
pointing distinctly to appellants as the producers, ‘‘perhaps a 
limited registration (under Section 2(f)) might be possible.’’5* 


The cUBE STEAK case appears to raise an interesting and 
important issue which seems to have received rather inadequate 
consideration by the Patent Office and by the courts. Apparently 
it was the plaintiff’s position that, similar to the Bayer asprin 
case,** the mark cuBkE sTEAK might have lost its original significance 
as far as the general public was concerned but that at least through- 


52. Spang et al. vy. Marzall, 93 USPQ 61 (D.D.C. 1952), 42 TMR 643. 

53. The plaintiff has filed a petition for rehearing which is pending before the 
Court of Appeals at the time of this writing. 

54. Bayer Co. v. United Drug Co., 272 F. 505 (S.D. N.Y. 1921), 11 TMR 178. 
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out the entire trade the words had retained their meaning and that 
plaintiff, in the absence of any act of omission or commission, 
should not be held to have lost the trade-mark solely because of the 
attitude of the general public. In most countries of the world a 
trade-mark will not be held lost solely because of the public’s 
attitude with regard thereto unless it can also be shown that the 
trade-mark significance of the word has completely disappeared 
even among members of the industry involved. The cuBE sTEAK 
case squarely raises the question which has never been decided 
again in this country since Judge Learned Hand’s decision as a 
district judge in the Bayer asprrin case, whether recognition 
of a trade-mark by trade and industry will suffice to preserve its 
validity even though the general public may no longer associate 
the mark with the products of one particular manufacturer. Per- 
haps the Court of Appeals or the United States Supreme Court 
may have an opportunity to rule upon this basic trade-mark 
problem either in the cUBE STEAK case or in some future liti- 
gation.®*® 


(c) Registrations under Section 2(f) in Litigation. 


In what appears to be the first case in which a trade-mark in- 
fringement suit, based on a Section 2(f) registration, has reached 
a federal tribunal, plaintiff, registrant of the mark pro-Tex-tiv for 
shoes, sought to enjoin defendant from using PRO-TEK-TOE on a 
rubber shield for protecting the toe of*roller skate shoes.°® The 
plaintiff’s mark had originally been registered under the Act of 
1920 but was subsequently registered under Section 2(f) of the 
Act of 1946. Defendant attacked the validity of this registration 
by introducing, over plaintiff’s objection, a great number of 
other registrations for shoes, all including the descriptive syllabi 
‘‘Protec’’ and denying that the mark had acquired distinctiveness 


55. It is interesting to note that the plaintiff in the ‘‘Cube Steak’’ case has also 
filed an application to register the word ‘‘Cube Steak’’ as a certification mark for 
meat products tenderized by machines manufactured and sold by it. The certification 
mark is alleged to indicate that the meat products were tenderized by the plaintiff’s 
machines. This application was finally refused by the Examiner-in-Chief on the same 
ground, i.e. that the mark was incapable of serving as a certification mark because 
‘“Cube Steak’’ had become a generic term and denoted to the public a particular 
type of steak. (Ex parte Cube Steak Machine Co., 95 USPQ 110 (1952)), 42 TMR 926. 

56. Curtis-Stephens-Embry Company, Inc. v. Pro-Tek-Toe Skate Stop Company, 
Inc. et al., 96 USPQ 130 (8th Cir. 1952). 
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under Section 2(f). The Court of Appeals for the 8th Circuit, 
although admitting the collateral registrations in evidence, came 
to the conclusion that the informed judgment of the Patent Office 
should be followed unless there was substantial evidence offered 
to the contrary. Therefore, the Section 2(f) registration was held 
to have validly issued. The court reversed the district court’s 
decision insofar as it had held the trade-mark registration to be 
invalid. But the appellate court further decided that a mark such 
as this could not be given much scope beyond the exact goods on 
which it had been used and that there were substantial differences 
between plaintiff’s shoes and defendant’s toe protectors. As a 
result, no protection was granted the plaintiff either against 
trade-mark infringement or unfair competition despite the fact 
that the 2(f) registration of the descriptive term pro-TEK-TIV 
was upheld as valid. 


7. Service Marks 


In previous reports,*” it has been pointed out that the Patent 
Office has placed a rather strict interpretation upon the require- 
ment that the service symbolized by the service mark must be 
rendered ‘‘in commerce’’ and that the service must not be merely 
incidental to the advertising or sale of merchandise. These re- 
quirements have become still more firmly established during the 
last year, particularly since the Court of Customs and Patent 
Appeals rendered its first decision involving the latter require- 
ment a few weeks ago in Ex parte Radio Corporation of America.*® 
In that case, Radio Corporation of America sought registration as 
a service mark of the slogan THE MUSIC YOU WANT WHEN YOU WANT 
ir. The application was rejected primarily on the ground that the 
slogan was used in the advertising or sale of goods rather than 
in the advertising or sale of services. The slogan is used in con- 
nection with radio programs devoted to classical music which are 
paid for by RCA with an understanding that only vicror records 
are to be used on the program. It is employed as the title of each 
program in connection with an announcement that HIS MASTER’S 

57. Cf. ‘*The Fifth Year,’’ note 12 supra, p. 14 et seq; also 38 T.M.R. 831, at 


p. 841 et seq (1948), and 39 TMR 651, at p. 654 et seq (1949). 
58. 98 USPQ 159 (CCPA 1953). 
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VOICE IS ON THE AIR. In denying the application, and affirming 
the late Assistant Commissioner Klinge’s*®® rulings, the court 
said: 


‘We believe it equally true that Congress intended a 
service mark to function in such a fashion as to identify and 
distinguish those things of an intangible nature, such as 
services, in contradistinction to the protection already pro- 
vided for the marks affixed to those things of a tangible nature 
such as goods and products. Clearly had Congress intended 
service marks to apply to goods or products, we believe it 
would have so stated.”’ 


It was held that the program was primarily designed to sell 
appellant’s records and therefore ‘‘incidental’’ to the sale of its 
products rather than primarily an indication of a service. This 
is, of course, the theory which the Trade-Mark Division has been 
following ever since the new act became effective.*! Shortly before 
the RCA case, Examiner-in-Chief Federico had occasion to con- 
sider the same problem in a comprehensive opinion considering the 
registrability of the words MA PERKINS as a service mark for enter- 
tainment services.®* In that case, the applicant applied for regis- 
tration of MA PERKINS as used in connection with ‘‘entertainment 
services rendered through the medium of a series of dramatic 
radio programs’’. In his decision reviewing the entire history 
of the Service Mark section (Section 3), the Examiner-in-Chief 
reached the conclusion that a commercial manufacturer who uses a 
radio program for the purpose of advertising his products is 
not engaged in rendering an entertainment service but is using 
the program only as a means of promoting the sale of his prod- 
ucts. The applicant’s position that all titles of radio programs 
are registrable per se as service marks was rejected. While 
recognizing that entertainment is, of course, to be regarded as 
a service business and that many persons are specifically engaged 
in the business of supplying entertainment service and ad- 
vertising such service, the mark MA PERKINS was held not to be 


Ex parte Radio Corporation of America, 92 USPQ 247 (C.P. 1952), 42 TMR 


On rehearing, 93 USPQ 106 (C.P. 1952). 
. §*The First Year’’ 38 TMR 843 (1948). 
62. Ex parte The Procter ¢ Gamble Company, 97 USPQ 78 (PO ChEx. 1953), 
43 TMR 747. 
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used by a person engaged in the entertainment business but by 
a trade-mark owner in connection with the promotion of his own 
merchandise. As such, the notation was held to be outside the 
scope of the definition of a service mark. The Court of Customs 
and Patent Appeals, in its much shorter opinion in the RCA ease, 
broadly adopted the same approach and line of reasoning without 
making any reference to the decision in the Procter & Gamble 
case.®? 


The Trade-Mark Division still adheres to the position that under 
the definition of ‘‘use in commerce’’ in Section 45, the services 
themselves must be rendered in commerce. In other words, it is 
the position of the Office that the nature and scope of the applicant’s 
business will not render a service mark registrable unless the 
services themselves are offered ‘‘in commerce’’. Thus, the name 
RITZ PLAZA Was denied registration as a service mark for hotel 
services on the ground that the applicant operated only one partic- 
ular hotel in Miami Beach, Florida under that name.** Applicant 
pointed in vain to the fact that the name was widely advertised in 
the ‘‘New York Times’’ and other out-of-state newspapers and 
was used by various travel agencies which arranged for reserva- 
tions at the hotel. According to the Examiner-in-Chief’s decision, 
no single hotel located in a single city could ever qualify as being 
in interstate commerce, no matter how big or famous such hotel 
may be. Under this reasoning, not even the Hotel Waldorf- 
Astoria, although it may have booking offices all over the world, 
could register its name, while a chain of small hotels operated 
over two, three or more states, could register its name and even 
the smallest boarding house in Washington, D.C. would be able to 
comply with the statute. The rule of the Ritz-Plaza case was 
reaffirmed in Ex parte Sleep, Inc.,® in which registration as a 
service mark was refused to the notation 40 wInKs MOTEL AND 

63. Another instance of rejection of a service mark on the ground that it was 
only incidental to the sale of merchandise is Ex parte The Arco Company, 96 USPQ 
171 (PO ChEx. 1953), 43 TMR 293. In that case, registration was sought for the no- 
tation ‘‘Colorbar’’ for certain services rendered in connection with a preparation 
used in the matching and mixing of different colors of paints for refinishing purposes. 
The applicant was primarily engaged in the paint business and the mixing process 


was held to be merely a step in the sale of the product sold and not in and of itself a 
service. 

64. Ex parte Atlantic Management Co., 94 USPQ 417 (PO ChEx. 1952), 42 
TMR 867. 

65. 96 USPQ 193 (PO ChEx. 1953), 43 TMR 305. 
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RESTAURANT for ‘‘motel and restaurant services’’. Applicant’s 
argument that it provided shelter and food for persons on the main 
East-West highway and that it made arrangements for lodging 
in other motels outside the State of Ohio where it was located, 
was not held sufficient to satisfy the ‘‘commerce’’ requirement of 
Section 45. Again it was held that the question of whether the 
applicant was generally engaged in Interstate commerce was not 
in issue but that the only question to be decided was whether the 
particular services were rendered in commerce. This question 
was answered in the negative in accordance with the precedent of 
Ex parte Standard Oil Company,®* which has been discussed in 
a previous report. Thus far none of the defeated applicants in 
this type of case appears to have taken a further appeal, thus 
giving an opportunity to the Court of Customs and Patent Appeals 
or an equity court to pass upon the meaning of the phrase ‘‘serv- 
ices rendered in commerce’’. 


2. THE SUPPLEMENTAL REGISTER 


Although the Patent Office has continued to give meaning 
and effect to the requirement of Section 23 of the Lanham Act 
that no marks shall be registered even on the Supplemental Reg- 
ister unless they are “capable of distinguishing applicant’s goods 
or services’’, the number of registrations on this register has 
shown an increase since 1949 and 1950. According to the figures 
furnished by the Head of Trade-Mark Operations, Mr. John 
Merchant, there were 1434 such registrations in 1949, 1727 in 
1950, but over 2,000 in 1951 and just about 2,000 in 1952 and 1953. 
No court decisions have dealt with the problem of registrability 
on this register since the decision of the Court of Customs and 
Patent Appeals last year in In re Blue Lake Producers Cooper- 
ative.°? There were, however, several recent Patent Office rulings 
which make it clear beyond doubt that under the new act registra- 
tions on the Supplemental Register will have at least sufficient 
status to be used as references against new applications of the 
same or a similar mark on either the Principal or the Supple- 


66. 92 se. 259 (PO ChEx. 1952), 42 TMR 340. Cf ‘‘The Fifth Year,’’ note 
12 — “y BR: 
67. BPQ "334, 194 F.2d 126 (C.C.P.A. 1952), 42 TMR 426; 87 USPQ 168 
(PO ChEx. 1950), 40 TMR 1113. Cf. ‘‘The Fifth Year’’, note 12, supra, at p. 16. 
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mental Register. Since Section 2(d) bars registration of marks 
previously used or previously ‘‘registered’’, without distinguish- 
ing between Principal or Supplemental Register in this latter 
respect, the word “registered” has been interpreted to refer to 
both registers particularly since the definition of the term ‘‘reg- 
istered mark” in Section 45 refers to both. 


In the previously mentioned Hess case ® it was held that 
even a prior registration under the 1920 Act was evidence of use 
by the opposer of such mark and was deemed sufficient to consti- 
tute a bar to an application under Section 2(f) based on five years 
use which coincided with a period of continued existence of the 
1920 Act registration. The same result was reached in Ex parte 
Jacobson & Sons, Inc.*® The Examiner-in-Chief in this latter 
case, however, granted a motion to postpone final ex parte action 
until the petition for cancellation of the registration on the Sup- 
plemental Register, which had meanwhile been instituted by the 
applicant, was decided. 


It is the practice of the Patent Office not to permit conversion 
of applications from the Principal Register to the Supplemental 


Register after the case is no longer pending before the Examiner. 
In other words, since the ruling in Ex parte Sightmaster Corp.,’° 
an applicant who has decided to prosecute a case to final rejection, 
including an appeal from such final determination, is not entitled 
thereafter to convert the same application to the Supplemental 
Register but must file a new application. 


PART II. PROBLEMS IN INTER PARTES PROCEEDINGS 


1. LIKELIHOOD OF CONFUSION IN OPPOSITION AND 
CANCELLATION PROCEEDINGS. 


A. Opposition Proceedings. 


One of the most notable trends in the last two or three 
years, but particularly during the period here under considera- 
tion, has been the gradual but apparently still increasing hesi- 
tancy on the part of the Court of Customs and Patent Appeals to 

68. Cf. note 34 supra. 


69. 97 USPQ 465 (PO ChEx. 1953). 
70. 96 USPQ 43 (C.P. 1951), 41 TMR 81. 
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find likelihood of confusion both in opposition and particularly in 
cancellation proceedings. Apparently, the ‘‘new court’’, with 
Judge O’Connell a persistent dissenter, is more inclined to stress 
differences of the marks and goods in favor of the applicant, than 
almost automatically to resolve all doubt against the newcomer. 
It appears clear from careful study of this whole line of decisions 
that the new trend has not been brought about by a change of the 
statutory language concerning likelihood of confusion but solely 
as the result of a more benevolent attitude on the part of the 
majority of the court toward the plight of new applicants who try 
to adopt trade-marks which may not be in conflict with previously 
used or registered marks. This trend became first noticeable when 
the Court of Customs and Patent Appeals in Kanmak Textiles, 
Ine. v. Carnac Inc.” found no confusion between carnac and 
KANMAK. The Commissioner’s ruling in that case, finding con- 
fusing similarity between these two marks, was reversed in a 
four-to-one decision on the ground that the marks differed in 
appearance and sound, unless mispronounced. About a year later, 
in 1952, the Court had before it an opposition involving an appli- 
cation for the trade-mark skasoNn-aIRE as applied to ladies’ coats 
and suits, and opposed by opposer’s SEASON SKIPPER as used on 
men’s, boys’ and girls’ overcoats.” In its earlier decision,”® the 
Court had held the notation pEsMoND’s SEASONAIRE to be confus- 
ingly similar to the SEASON skipper trade-mark. On the basis of 
this latter decision, a motion for summary judgment was made 
by the applicant in the more recent case. However, the motion 
was denied on the ground that, contrary to its former opinion, 
the court (Judge O’Connell dissenting) was now of the opinion 
that the marks here involved were not confusingly similar and it 
expressly declared its former decision overruled, not because of 
any change in the law but solely on the ground that a majority 
of the Court was no longer persuaded that, the two marks were 
sufficiently similar to cause a likelihood of confusion. This more 
lenient trend seems to have prevailed ever since that time, both 
with regard to similarity of marks and goods. Thus, electric light- 
ing fixtures and storage batteries were held to be not so closely 


71. 90 USPQ 105, 189 F.2d 1006 (CCPA 1951), 41 TMR 822. 

72. Merritt-Taylor, Inc. v. C. B. Shane Corporation, 93 USPQ 221, 195 F.2d 
535 (CCPA 1952), 42 TMR 572. 

73. C. B. Shane Corp. v. Desmond’s, 60 USPQ 196, 139 F.2d 502, (CCPA 1944). 
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associated in use as to create a likelihood of confusion even 
though these goods may have been considered goods of the same 
descriptive properties under the test of the Act of 1905.% In 
discussing the effect of the change in statutory language, the 
majority said: 


‘*In our opinion, the significance of this change in the 
statutory language is to eliminate as an absolute prerequisite 
that the goods be of the same descriptive properties in order 
that registration of a mark may be properly refused. The 
ultimate test under the new Act is the likelihood of confusion 
or mistake or the deception of purchasers. However, this does 
not mean that the similarity or dissimilarity of the descriptive 
properties of the goods is no longer a factor to be considered. 
It should be considered in every case of this type since it is 
logically a factor of considerable importance to be given much 
weight in reaching the ultimate conclusion as to whether or not 
there is likelihood of confusion, mistake or deception of pur- 
chasers when the mark sought to be registered is applied to 
the goods of the applicant. Thus, refusal of registration may 
be required in cases where there is likelihood of confusion, 
mistake, or deception even though the goods may technically, 
or in an abstract sense, fall in different categories. On the 
other hand, there may be situations where registration is per- 
missible, in the case of goods which technically fall within the 
same broad general class, but as to which it is apparent that 
confusion is unlikely.”’ 


Judge O’Connell, in his dissenting opinion, characterized the 
action of the majority as resulting in ‘‘the blackout of an essential 
issue before this court’’ and in a judgment contrary to ‘‘the para- 
mount public interest’’. On the same day, the court held in a three 
to two decision that there was not sufficient similarity between the 
term suRGE for a detergent washing powder and opposer’s regis- 
tered trade-mark surr for a similar detergent power.” In this 
case, Judge Worley and Judge O’Connell dissented. On the same 
day, too, it was held in a four to one decision that there was no 
confusing similarity between applicant’s DIXIE LEADER, as ap- 
plied to work clothes and similar articles, and opposer’s DIXIE 


74. The Pep Boys — Manny, Moe and Jack v. The Edwin F. Guth Company, 94 
USPQ 158, 197 F. 2d 527, (CCPA 1952), 42 TMR 758. 

75. Lever Bros. v. Babson Bros Co., 94 USPQ 161, 197 F. 2d 531, (CCPA 1952), 
42 TMR 847. 
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WEAVE, as applied to men’s suits and the like.”* The opposer had 
disclaimed the word weave except in connection with prxm. The 
majority held that since the only common feature of the marks 
was the word prxie, the two marks in their entirety did not sound 
alike and had no similarity in meaning.” 


Subsequent decisions by the court all follow the same pattern. 
Thus, the court held in March 1953 in another four-to-one decision 
that an application to register the word ravora for a certain 
type of soup mix should be allowed over the opposition by the 
owner of a registration for rLavorite for practically the identi- 
eal product.7* ravoraA and FLAvoRITE were held to be distinc- 
tive words having entirely different meanings. Judge O’Connell, 
in his dissent, characterizes the majority opinion as being against 
the public interest and as adding to the confusion already existing 
in the market. Similarly, the court held in a three to two decision” 
that a petitioner for cancellation who used the registered mark 
SHEERAZAIR for all types of hosiery should not prevail in his 
attempt to cancel the trade-mark sCHEHERAZADE as used on 
women’s hosiery. The majority came to the conclusion that the 
two marks did not look alike and had an entirely different signifi- 
eance. By this time, Judge O’Connell, in his dissenting opinion, 
already refers to ‘‘a fundamental change in the prevailing philos- 
ophy of the majority of the court’’. He said: 


‘‘Members of the bar and of various legal and trade 
associations are not unaware of the fact that due to a funda- 
mental change in the prevailing philosophy of the majority, 
this court, in general, has now reversed its former position 
with respect to similar or identical trade-marks the use of 
which by the newcomer has been challenged as deceptive and 
misleading for the purpose of trading on the good will built 
up at great expense by the owner of the original. mark in 
issue.”’ 


76. Hart Schaffner & Marz v. Empire Manufacturing Company, 94 USPQ 171, 
197 F. 2d 558 (CCPA 1952), 42 TMR 755. 

77. In another four to one decision, the court had held, a few days before 
releasing these two decisions, that there was no confusing similarity between the words 
‘“Tabu’’ and ‘‘Tobruk’’ as applied to a cosmetic preparation. Consolidated Cosmetics 
v. Holiday, Inc., 94 USPQ 87 197 F 2d 367 (CCPA1952), 42 TMR 623. 

78. Continental Coffee Co., Inc., v. Continental Foods, Inc., 97 USPQ 162, 202 
F. 2d 759 (CCPA 1953), 43 TMR 628, aff’g. 91 USPQ 271, 42 TMR 68. 

79. Irma Hosiery Co. v. Schulman, 96 USPQ 368, 201 F. 2d 891 (CCPA 1953), 
43 TMR 510. rev’g. 90 USPQ 40, 41 TMR 851. 
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The majority opinion is criticized as being both against the spirit 
of the Lanham Act and as against the public interest. 

An apparent climax was reached, however, in the two most 
recent decisions by the Court in the o-martic cases. In the first of 
these,®° decided in February of this year, it was held that appli- 
cant’s pow-r-matTic for oil burners was not confusingly similar 
to opposer’s oOIL-O-MATIC as used by opposer on liquid fuel- 
burning devices. In an earlier case,*! the Court had held the terms 
COAL-O-MATIC and o1L-o-maTic to be confusingly similar as 
used on fuel burning devices, and in a more recent case,*? the Court 
ruled in a three to two decision, with Judge O’Connell writing the 
majority opinion, that the marks tTHERMATIC and _ oOIL-o- 
MATIC were confusingly similar. Despite the three to two decision 
in the Willoughby case in favor of the opposer, the Court, in the 
Kres-Kno case, again reached the opposite conclusion, (Judge 
O’Connell dissenting) and ruled that the marks pow-R-MATIC 
and oIL-0-MATic were not likely to cause confusion. Judge 
O’Connell, in his dissent, deplores this apparent shift of position 
of the Court from ‘‘a logical to a psychological basis’’. In the 
most recent decision,** involving still another o-matic dispute, the 
court reaffirmed in a four to one decision the stand previously 
taken in the Kres-Kno case and ruled that the opposition of the 
owner of o1-o-matTic as applied to liquid fuel burning devices 
against an application to register the word noromartic for auto- 
matic gas water heaters, should not be sustained. On hearing and 
rehearing of this case, it was held that the parties’ goods, were, 
perhaps, related but not alike in use and characteristics, and 
this even though the parties had stipulated that the goods involved 
possessed the same descriptive properties. In his dissenting 
opinion in this case, Judge O’Connell quotes the following inter- 
esting statement from the appellant’s brief as being illustra- 
tive of the fundamental change in approach of the Court to 
the problem of likelihood of confusion: 

80. Eureka Williams Corp. v. Kres-Kno Oil Burner Mfg. Co., Inc., 97 USPQ 138, 
202 F. 2d 763, (CCPA February 1953), 43 TMR 622, aff’g. 89 USPQ 334, 41 TMR 633. 


81. Cross v. Williams Oil-O-Matic Heating Corporation, 9 USPQ 146, 48 F. 2d 
659, (CCPA 1931). 

82. Eureka Williams Corp. v. Willoughby Machine Tool Co., 93 USPQ 12, 42 
TMR 423, 194 F. 2d 543, (CCPA 1952), rev’g. 86 USPQ 170, 40 TMR 718. 

83. Eureka Williams Corporation v. McCorquodale, 98 USPQ 138 (CCPA July 
1953), rev’g. 89 USPQ 335, 41 TMR 631. 
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‘“While the Lanham Act was heralded as offering trade 
mark owners unprecedented protection, an analysis of cases 
decided by this Court shows that in the approximately five 
and one-half years before the Lanham Act became effective, 
this Court sustained 48 out of 66 oppositions—over 70%— 
involving issues of similarity of the marks or similarity 
of the class of goods, whereas in the approximately five and 
one-half years since the Act became effective, this Court has 
dismissed 38 out of 57 oppositions involving such issues— 
about 66% of such cases.’’ 


An unbiased analysis of all these recent decisions would seem 
to reveal that the Court is divided not so much as a result of a 
change in fundamental legal philosophy but primarily by reason of 
a different visual and factual approach toward the problem of like- 
lihood of confusion. While we were accustomed to consider it as 
hornbook law that likelihood of confusion may be found to exist 
wherever there is similarity either in sound or appearance or 
meaning, most of the recent majority opinions of the Court of 
Customs of Patent Appeals seem to suggest a modification of 
this accepted rule to the effect that similarities with regard to any 
one of these tests may be outweighed and thrown into the back- 
ground by dissimilarities with regard to one or both of the others. 
In other words, the majority rule appears to be—if any generaliza- 
tion is permitted at all—that a similarity in appearance or sound 
may be overcome by a showing of considerable dissimilarity in 
meaning and vice versa. It would appear that as a matter of 
analysis this has been the main reason why the percentage of 
oppositions sustained in the last two or three years has been 
smaller than during any other period since the Court of Customs 
and Patent Appeals assumed jurisdiction, and this regardless of 
the change in statutory language. 


B. Cancellation Proceedings. 


Perhaps even more significant than this trend is the Court of 
Customs and Patent Appeals’ recent observation and ruling that 
a different confusion test should be applied in cancellation pro- 
ceedings as distinguished from oppositions. While it is true that it 
has been suggested in many past Commissioner’s decisions that 
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a registered trade-mark should not be lightly cancelled,** the Court 
of Customs and Patent Appeals has never held before its recent 
decision in the Myers case,** that the rule against the ‘‘neweomer’’ 
should not apply with the same force and effect in cancellation 
proceedings but that, on the contrary, careful consideration should 
be given to the fact that in such proceedings the respondent’s mark 
may reflect a long established business. In spelling out for the first 
time this important difference between oppositions and cancella- 
tions, the Court said: 


‘‘We think it is obvious that, in determining the question 
of ‘likelihood’ of confusion, there often is a distinction between 
ex parte and opposition proceedings on the one hand, and can- 
cellation proceedings on the other. 


‘*Tn an ex parte proceeding, likelihood of confusion almost 
always is determined upon the basis of individual opinion— 
that is, the personal opinion of the officials who pass upon the 
application. The same is often true of opposition proceedings, 
but, as to the latter, it also is the case that testimony is fre- 
quently taken which is of aid to the tribunals of the Patent 
Office and the courts in determining the likelihood or proba- 
bility of confusion. 


‘In ex parte cases, the applicant usually is proceeding to 
initiate something. No rights have become fixed. This, too, is 
generally true as to the applicant where opposition to the 
grant of a registration is presented. In neither instance is 
there involved an established business which is largely de- 
pendent upon a trade-mark for success. 


‘‘In a cancellation proceeding, the situation is quite dif- 
ferent. The defendant in such proceeding is one who had 
obtained substantial rights from the Government upon or 
about which he may have built a large and, of course, legiti- 
mate business. The cancellation of one’s trade-mark may 
prove destructive to the business built about it. Surely, no 
registration should be cancelled hastily and without a most 
careful study of all the facts.’’ 


This approach would seem to be quite in accord with the spirit of 


84 Nozon, Inc. v. Nox-Rust Corporation, 70 USPQ 509 (C. P. 1946); The Viscol 
Company v. Vacwwm Oil Company 72 USPQ 143 (C. P. 1947), 37 TMR 78, aff’d. 90 F. 
Supp. 499 (S. D. N. Y. 1950), 40 TMR 426. 

85. Application of Myers et al., 96 USPQ 233, 201 F. 2d 379 (CCPA 1953), 
43 TMR 284, rev’g. 87 USPQ 224. 
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the Lanham Act insofar as it aims at quieting title of a registrant’s 
right to a registration after a period of unmolested use thereof, 
and seeks to accomplish this, wherever equitable, even before the 
date of actual incontestability under Section 15 of the act. 


C. The ‘‘Confusion’’ Test in R. S. 4915 Proceedings. 


The question may well be asked whether an unsuccessful op- 
poser would fare better before an equity court than before the 
Court of Customs and Patent Appeals in the type of cases pre- 
viously discussed. This would seem to depend not only upon which 
circuit court of appeals may ultimately have to decide the issue, 
but would apparently depend even upon the accident of which panel 
of the appellate tribunal may happen to hear the appeal. Thus, 
Judge Clark in his recent dissenting opinion in the HYDE PARK 
case,** an infringement suit, not an R. S. proceeding, candidly said: 


‘*Plaintiff- appellant has had the misfortune—so it seems 
to me—to come before a panel of this court allergic to the 
doctrine historically associated with us because of its nature 
by our most illustrious judges of protecting trade names 
against competition which will create confusion as to the 
source of goods sold under such names. The ehance of the 
assignment calendar which has so operated against plaintiff 
might as easily have brought it success, to judge by the three 
most recent cases on this issue before us, the unanimous de- 
cision in each instance—two in fact reversing decisions below 
—of another panel.”’ i 


What will happen when the parties in the R. S. 4915 action should 
appear before a panel which, broadly speaking, follows the ap- 
proach of Judge O’Connell and the ‘‘old’’ Court of Customs and 
Patent Appeals, rather than the test developed by the present ma- 
jority, is strikingly illustrated by the recent case of Miles Shoes, 
Inc. v. R. H. Macy & Co.*". In that ease, plaintiff had unsuccess- 
fully sought registration of the word cGropats for shoes and 


86. Hyde Park Clothes, Inc, v. Hyde Park Fashions, Inc., 97 USPQ 246, 204 F. 
2d 223, (2d Cir. 1953), aff’g. 93 USPQ 250 (D. D. N. Y. 1952), 42 TMR 650, pet. for 
cert. 22 L. W. 3032 (August 4, 1953). 

87. 95 USPQ 170, 199 F. 2d 602 (2d Cir. 1952), 42 TMR 911; cert. den. 345 
U. 8. 909. Another instance of a more favorable approach toward the opposer than that 
presently applied by the majority of the Court of Customs and Patent Appeals may 
be found in the decision of the Court of Appeals for the Fifth Circuit in Frito Co. v. 
General Mills, Inc., 97 USPQ 28, 202 F. 2d 936 (5th Cir. 1953), 43 TMR 613. In that 
case, the Patent Office tribunals had refused to register the word ‘‘Chee. Tos’’ as used 
on a cheese-coated puffed-corn product, on the ground of confusing similarity to 
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hosiery. Registration was refused on the ground of conflict with 
R. H. Macy & Co.’s registered trade-mark Gro sHoE with the 
representation of a tree for shoes. Plaintiff then sued under R. S. 
4915 for an adjudication that he was entitled to register GROPALS 
and that his mark did not infringe R. H. Macy’s mark, while the 
latter counterclaimed for an injunction claiming trade mark in- 
fringement. The district court held Macy’s cro sHor mark to 
be valid but not infringed by cropats and held the plaintiff 
entitled to the registration. Upon appeal, a panel of the Court 
consisting of Judges Augustus N. Hand, Chase and Clark reversed 
the district court, and held that there was sufficient similarity 
between the marks to have justified the rejection of plaintiff’s 
application by the Patent Office, and that in any event the Com- 
missioner’s decision was entitled to substantial weight in view of 
*“*his familiarity in dealing with such problems.’’ As a result, the 
plaintiff did not only lose his right to register the word GROPALS 
but was, in addition, enjoined from using it. This decision seems 
on all fours with the previous decision by the same court in another 
R. S. 4915 case**, in which the owner of the trade-mark spPEED 
cLip was held entitled to prevent registration by another party 
of the word sPEED in conjunction with a broad arrow with wings 
simulating flight. The fact that the goods involved had similar 
descriptive qualities and that both marks were dominated by the 
word sPEED was deemed sufficient to rule in favor of the prior 
user. It would indeed seem difficult to harmonize these decisions 
with the majority ruling in the HypE park case in which no likeli- 
hood of confusion was found to exist with regard to the use of 
the identical trade-mark by a manufacturer of women’s wear as 
against an earlier, nationwide user of the mark on men’s wear, 
unless the reason for this conflict must be found, as Judge Clark 
suggests, in the different panel of judges who heard the appeal.*®® 
opposer’s ‘‘Cheerios’’ as used on a breakfast cereal (90 USPQ 265), (41 TMR 1019). 
Both the District Court (93 USPQ 301) (42 TMR 642) and a majority of the Court 
of Appeals for the Fifth Circuit affirmed the Patent Office’s decision, without actually 
reviewing the question de novo but admittedly merely rubber-stamping the findings of 
the Office. Judge Russell, in a dissenting opinion, suggests that the question should have 
been considered de novo and that in his opinion ‘‘Chee. Tos’’ and ‘‘Cheerios’’ were 
not confusingly similar. 

88. Speed Products Co., Inc. v. Tinnerman Products, Inc., 83 USPQ 490, 179 F. 
2d 778 (2d Cir. 1949), 39 TMR 336. 


89. The same is apparently true in the 9th Circuit. One panel of the appellate 
court which heard the appeal in an R.S. 4915 case involving registrability of the word 
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D. The ‘‘Dilution’’ Concept.** 


No case has been found in which either the Court of Customs 
and Patent Appeals or a court in an R. S. 4915 case has resorted 
to the ‘‘dilution’’ theory in connection with determining likelihood 
of confusion in an inter partes case. Nor do there seem to be any 
rulings by the Patent Office tribunals in which oppositions or can- 
cellations were sustained primarily on the ground that such action 
was necessary for the purpose of protecting the registrant’s mark 
against dilution resulting from use of the same mark on an entirely 
unrelated product. It is particularly interesting, therefore, and 
may be mentioned here in passing, that the dilution concept did 
come into play (although not expressly referred to under that 
name) in a recent ex parte decision by the Examiner-in-Chief in 
which the registrability of the word kopaxk for pyrophoriec cigar 
and cigarette lighters was involved.°° The Examiner of Trade- 
Marks had rejected this application because of the fact that kopaK 
was so unique a trade-mark and such a classic example of an arbi- 
trarily coined word that a likelihood of confusion would be created 
if the word were permitted to be registered for practically any 
other product. In upholding the decision of the Examiner of Trade- 
Marks, the Examiner-in-Chief observed: 

‘‘It is seldom that a newcomer attempts to bodily adopt an 

arbitrary and coined trade mark as well-known and as well- 

advertised as the one in issue. * * * It is difficult to find any 


reason in this case for applicant wanting to copy the name 
‘Kodak’ except the desire to profit from another’s good will.’’ 


The trade-mark kopak was thus in effect protected against dilu- 


‘‘Safe Way’’ for toilet seat covers over the opposition of the chain store operator 
(Safeway Stores, Inc. v. Dunnell, 80 USPQ 115, 172 F. 2d 649 (9th Cir. 1949), 39 TMR 
116 held that confusion was likely to arise with regard to these two marks and gus- 
tained the Commissioner of Patents, who had refused registration to the former, 
while a differently constituted tribunal came to the conclusion in an infringement 
suit that the owner of the well-known trade-mark ‘‘Sunbeam’’ for electrical appliances 
could not enjoin use of the identical name by a later comer on portable lamps, and this 
despite the fact that the defendant in the furniture case sold decorative electric lamps. 
(Sunbeam Furniture Corp. et al. v. Sunbeam Corp., 86 USPQ 240, 183 F.2d 969 (9th 
Cir. 1950), 40 TMR 308; cert. den. 340 U.S. 920, 88 USPQ 569 (1951). Cf. ‘‘The Fifth 
Year,’’ note 12 supra, at pp. 19, 20. See also with regard to these cases, Pattishall, 
‘*Trade-Marks and the Monopoly Phobia,’’ 50 Mich.L.Rev. 967 at 973, 42 TMR 588, 
and Note, 66 Harv.L.Rev. 1094 (1953); ef. also, diseussion by Lunsford in ‘‘Trade- 
Mark Infringement and Confusion of Source: Need for Supreme Court Action,’’ 35 
Va.L.Rev. 214. 

89a. See George E. Middleton, ‘‘Some Reflections on Dilution’’, 42 TMR 175 
(1952). 

90. Ez parte Galter, 96 USPQ 216 (PO ChEx. 1953), 43 TMR 317. 
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tion by an ex parte refusal of registration of the term for a prod- 
uct as widely different from the Eastman Kodak Company’s prod- 
ucts as cigarette lighters.®! 


2. EQUITABLE DEFENSES. 
A. The Defense of Laches. 


(a) Cancellation Proceedings. 


It has now become apparent that the much discussed decision 
by the Court of Customs and Patent Appeals in the Graphol case®? 
will not have the sweeping effect which its broad language may 
have initially invited. The decision seemed open to the interpreta- 
tion that no petition for cancellation should be sustained in cases 
in which the respondent’s mark had actually been registered under 
the act of 1905 or on the Principal Register of the new act for a 
number of years, so that mere delay in filing the petition, regard- 
less of any other element of estoppel or actual knowledge, would 
be considered sufficient to defeat a petition for cancellation. More- 
over, the Court did not limit the effect of constructive notice to 
the period commencing from the effective date of the new act, but 
held it applicable also with regard to delays which may have oc- 
curred prior to the date on which the new act and its Section 22 
became effective. No subsequent decision by the Court has modi- 
fied the Graphol rule in this latter respect but S. 2540, sponsored 
by the Trade-Mark Coordinating Committee,®* of which this As- 
sociation is a member, would expressly modify the act so as to limit 
the effect of constructive notice in point of time to the period after 
the effective date of the Act of 1946. 


With regard to the more immediate problem, however, whether 


91. Cf. more detailed discussion of this problem in the author’s ‘‘The Patent 
Office as Guardian of the Public Interest,’’ 14 Law & Contemporary Problems 288 
(Spring 1949). In this respect, attention may also be called to the Court of Customs 
and Patent Appeals’ decision of July 24, 1953, in which an application to register 
the words ‘‘Lucky Camel’’ for candy cigarettes was rejected on the ground that the 
mark was only a ‘‘literary parody’’ of the famous ‘‘Camel’’ cigarette package and 
mark, No reference to Section 2(a) of the act or to dilution was deemed necessary to 
reach this result. Ex parte Sylvan Sweets Co., 98 USPQ 220, (CCPA 1953) aff’g. 94 
USPQ 9 (PO ChEx. 1952), 42 TMR 796. 

92. Wilson v. Graphol Products Co., Inc., 89 USPQ 382, 188 F.2d 498 (CCPA 
1951), 41 TMR 591. Cf. ‘‘The Fifth Year,’’ note 12 supra, at pp. 6, 7, 17; see 
also Callmann, ‘‘Constructive Notice and Laches: A Study on the Nature of Legal 
Concepts,’’ 42 TMR 395 (May 1952). 

93. §S. 1957, 82d Cong., 1st Sess., as revised and amended in 8. 2540, supra, page 1. 
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mere delay without more may enable a registrant successfully to 
plead laches, the Patent Office tribunals —and to some extent 
the Court of Customs and Patent Appeals itself in a more recent 
decision—™ have read a modification into the rule of the Graphol 
case which has actually resulted in a rejection of the defense of 
laches in almost all recent cases in which a respondent sought to re- 
ly thereon. It is true that in the Lightnin’ case, *“*the Court reaf- 
firmed the Graphol rule in a case involving a delay of over 18 years 
as compared with 10 years delay in the Graphol case, but it called 
special attention in both cases to the fact that the respondent had 
built up its business and had developed considerable good will dur- 
ing that period. In the Graphol case, the court specifically noted 
that the petitioner had stood by until the respondent’s business 
had become larger than his own. These observations were inter- 
preted by the Patent Office tribunals to reaffirm the old established 
rule that mere delay is not sufficient to establish the laches defense 
unless the circumstances spell out an estoppel on the part of the 
petitioner. Thus, in the Golden Oak case,®* the Examiner-in-Chief 
held a delay of 19 years since the date of registration to be insuf- 
ficient in the absence of a showing that the registrant’s sales were 
not only substantial but had increased and that his position would 
be worse now than it would have been if cancellation proceedings 
had been earlier instituted. In other words, said the Examiner-in- 
Chief, there should be proof of increased sales, profits or invest- 
ment or enhancement of its trade-mark. Thé Lightnin’ case was 
referred to as authority for this proposition. Since the Golden 
Oak case, the laches defense, whenever based merely on construc- 
tive notice without such additional proof has been rejected by the 
Patent Office tribunals. Thus, the registered trade-mark parK 
LANE®® for hosiery was cancelled despite the fact that the mark had 
been registered over 21 years. The Examiner-in-Chief found no 
evidence in the record to establish that the registrant’s business 
was not only substantial but that ‘‘he would be in a worse position 


94. See note 99 infra. 
94a. The Lightnin Chemical Company v. Royal Home Products, Inc., 94 USPQ 
178, 197 F. 2d 531 (CCPA 1952), 42 TMR 743. 
95. Continental Distilling Corporation v. Bohemian Distributing Company, 95 
a 160 (PO ChEx. 1952), 42 TMR 923. 
6. Bond Stores, Incorporated v. The May Department Stores Company, 96 USPQ 
57 (PO ChEx. 1953), 43 TMR 224. 
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now than if cancellation proceedings were earlier instituted, i.e., 
by a showing of increased sales, profits, investments, etc.’’ In 
addition, the Examiner-in-Chief reaffirmed the rule first established 
in the Lowell Needle Co. case, which was extensively discussed 
in last year’s report,®’ that upon republication of a mark registered 
under the Act of 1905 or the Act of 1881, the statute provides for 
a five-year period within which cancellation proceedings may be 
instituted, so that under this interpretation there would be no 
room for a defense of laches during that period in any event.%® 
When the question of the sufficiency of a plea of laches based on 
mere delay was again raised before the Court of Customs and 
Patent Appeals in the Sprayo case,®® the Court now affirmatively 
approved the Examiner-in-Chief’s rejection of the defense of laches 
on the ground that there had been insufficient proof to show that 
the registrant’s sales were of such nature and extent that his trade- 
mark must have necessarily come to the attention of the petitioner 
in the course of its business.’ 


Again, in a case involving cancellation, '°! the defense of laches 
based on constructive notice of over 15 years was rejected in the 
absence of proof of change of position or other elements resulting 
in an estoppel on the part of petitioner. 


(b) Opposition Proceedings. 


There have been at least two recent decisions which have re- 
stated the rule first announced in General Motors Corporation v. 
United States Air Conditioning Corporation,’ that there can be 
no room for the defense of laches in the normal course of an oppo- 


97. Lowell Needle Co. Inc. v. H. & A. Selmer, Inc., 92 USPQ % (PO ChEx. 
1952), 42 TMR 435. See ‘‘The Fifth Year,’’ note 12, supra, pp. 6, 7, 

98. Bone Dry Shoe Mfg. Co. v. Janesville Clothing Company, 98 USPQ 281 (PO 

- ChEx. 1953). 

99. Sprayed Insulation, Inc. v. Sprayo-Flake Company, 96 USPQ 152 (CCPA 
1952), 43 TMR 220, aff’g. 99 USPQ 139 (C.P. 1951), 41 TMR 860. 

100. It is, of course, clear that the laches defense based on constructive notice can 
have no applicability whatsoever with regard to marks registered under the Act of 
1920 since Section 26 of the Act of 1946 expressly provides that Section 22 shall be 
inapplicable to registrations on the Supplemental Register or under the Act of 1920. 
It was expressly so held in Krantz Brewing Corporation v. Henry Kelly Importing ¢ 
Distributing Co. Inc., 96 USPQ 219 (PO ChEx. 1953), 43 TMR 312. 

101. Binney & Smith Company v. International Pulverizing Corp., et al., 96 USPQ 
245 (PO ChEx. 1954), 43 TMR 396. 

102. 92 USPQ 257 (PO ChEx. 1952), 42 TMR 326. See ‘‘The Fifth Year,’’ note 
12, supra, at pp. 17, 18. 
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sition proceeding. In the Northam Warren case,’ an opposition 
was filed against registration of the term cuti-ciip for manicuring 
implements based on opposer’s prior registration of the word 
cuTex for a similar product. The applicant sought to establish 
laches and estoppel as a result of an alleged letter of consent by 
the opposer which had been written subsequent to the filing of the 
notice of opposition. However, this letter was held to acquiesce 
in applicant’s wse of the mark only as distinguished from his right 
to register it. Moreover, it was stressed that there could be no 
laches in an opposition case inasmuch as a statutory right to op- 
pose was provided for within thirty days from the date of publi- 
cation of the mark. This principle was most clearly spelled out 
by Examiner-in-Chief Federico in the recent Locatelli case.’ 
Mr. Federico there said: 


‘*. . . since the opposer could take no action as to the appli- 


cant’s right to register the mark until after applicant had 
applied for registration and after the publication thereof, 
as provided by Section 13 of the Trade-Mark Act of 1946 
(and similar provisions in the prior act) the defenses of laches 
and acquiescence are deemed not to be applicable herein. 
Applicant waited over twenty years in seeking a Federal trade 
mark registration and can hardly be heard to complain that 
the opposer waited an equal period to object to such a trade 
mark registration. Moreover, if it be assumed that applicant 
could successfully raise the equitable defense of laches and 
acquiescence in a suit for trade mark infringement, it would 
not necessarily follow that applicant would be entitled to a 
Federal trade mark registration which is based on or recog- 
nizes the exclusive right to use the mark throughout the entire 
United States and the right to prevent others from register- 
ing or using the same or a similar mark on the same or related 
goods.’’ 


Under this reasoning, the defense of laches would appear to be 
for all practical purposes inapplicable in opposition proceedings. 


(c) Interference Proceedings. 


The same appears to be true with regard to interference 


103. Northam Warren Corporation v. Millers Forge Mfg. Corp., 92 USPQ 360 
(C.P. 1952), 42 TMR 441. 

104. Locatelli, Inc. v. Lucatelli Packing Company, 97 USPQ 305 (PO ChEx. 
1953). 
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proceedings, although only one case involving the defense of laches 
in such a proceeding has been reported so far. In B. A. Eckhart 
Muling Co. v. Burrus Mills, Inc., the senior party pleaded 
laches on the part of the junior party but the Examiner of Inter- 
ferences held that ‘‘laches is not pertinent to an interference pro- 
ceeding’’ and his decision was affirmed by the Examiner-in-Chief. 
Apart from the fact that the defense was not properly pleaded in 
that case, it was held that even in the Graphol case proof had 
been submitted showing the growth of respondent’s business, 
while in this interference proceeding the senior party had sub- 
mitted no proof whatsoever but had sought to rely solely upon 
the junior party’s delay. 


3. OPPOSER’S ‘“‘DAMAGE”’. 


There have been a few recent decisions presenting some rather 
interesting angles with regard to the prerequisite of damage on 
the opposer’s part. Thus, the question was raised in the pay- 
LOADER case’®® whether an opposition may be based on that part 
of Section 2(a) of the act which provides for an ex parte ground 
of rejection in cases in which a mark sought to be registered con- 
sists of or comprises matter which may “. . . falsely suggest a con- 
nection with persons, living or dead, institutions, beliefs, or na- 
tional symbols, or bring them into contempt or disrepute.’’ It 
was held that this ex parte ground may be relied upon by an 
opposer in a proper case but that it was inapplicable where neither 
opposer’s registration nor the mark sought to be registered were 
actual names of a ‘‘person’’ within the meaning of the act. 


In one of the recent minnesota cases,'*’ the Minnesota Mining 
& Manufacturing Company based its opposition to registration 
of the word minnesota under Section 2(f) for paints on the 
ground that its place of business always had been in Minnesota, 
that it was the owner of several registrations of the word for 
other products and that the word was generically descriptive with 
regard to applicant’s goods (paint). The Examiner of Inter- 


= 97 USPQ 233 (PO ChEx. es 43 TMR 772. 
The Frank G. Hough Co. v. Flight Equipment and Engineering Corp., 95 
USPQ "339 (PO ChEx. 1952), 43 TMR "115. 
107. Minnesota Mining & Mfg. Company v. Minnesota Linseed Oil Paint Co., 98 
USPQ 72 (PO ChEx. 1953); see note 50, supra. 
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ferences dismissed the opposition on the ground, inter alia, that 
opposer had no standing to file the opposition since it admittedly 
did not deal in the particular goods with regard to which the 
word MINNESOTA was alleged to be generically descriptive. He also 
held that opposer’s use of the word minnesota as part of its 
corporate name was an insufficient basis for the opposition despite 
the fact that the word minnesota was included in several composite 
trade-mark registrations as part of the opposer’s corporate name. 
The decision of the Examiner of Interferences was sustained by 
the Examiner-in-Chief on both these grounds. It was held to be 
‘‘well established’’ that the use of a corporate name on goods was 
not a trade-mark use of any part of such name. This appears to 
be an unusually narrow ruling particularly if it be considered that 
under Section 2(d) a previously used or registered trade name 
may be relied upon by the Trade-Mark Division for an ex parte 
rejection. While it is true that the former corporate name clause 
of Section 5 of the Act of 1905 has been eliminated from the Act 
of 1946, it should, in my opinion, still be possible for a well known 
corporation to base an opposition proceeding on the ground that 
registration of the applicant’s mark may lead to a likelihood of 
confusion with the opposer’s well established and well known 
corporate name even though the opposer may not be engaged in 
the manufacture of identical or closely-related products. 


Section 2(a) was also referred to by Judge O’Connell in the 
recent Sheffield case,’°* in which, contrary to the Patent Office 
tribunals, a unanimous court upheld the right of the famous 
British organization to oppose the registration of the word 
SHEFFIELD under Section 2(f) for stoves. While the Patent Office 
tribunals had held that the British organization had failed to 
present a record which would justify the sustaining of the opposi- 
tion solely on the basis of an old United States registration 
covering products other than stoves, or on the basis of a British 
registration which included stoves and ranges manufactured in 
Sheffield, England, the Court held that the oppeser had stated 
a good cause of action under Section 44(h) of the Lanham Act 

108. The Master, Wardens, Searchers, Assistants and Commonalty of Company of 


Cutlers in Hallamshire, York County v. Cribben § Sexton Co., 202 F.2d 779, 97 USPQ 
153 (CCPA 1953), 43 TMR 634 rev’g. 90 USPQ 380, 91 USPQ 247 (C.P. 1951). 
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and the corresponding section of the International Convention 
of March 20, 1883, as last revised at Brussels and ratified by 
the United States in 1938 (Section 44, Title IX). Said the Court: 


**It is impossible to escape the conclusion that appellee 
should be refused registration of its mark SHEFFIELD on the 
ground, among: other things, that basically it consists of 
matter which falsely suggests a connection with the renowned 
manufacturing industry of steel located at Sheffield, Eng- 
land.’’1°9 


4. THE RIGHT TO USE AND THE RIGHT TO REGISTER: 
THE ANOMALY REVIVED.'!° 


Most of us still have a vivid recollection of the extensive liti- 
gation and the conflicting decisions handed down during the regime 
of the Act of 1905 with regard to the trade-marks CHICKEN OF THE 
sEA on the one hand and BREAstT-0’-CHICKEN on the other.’"? Although 
the owner of CHICKEN OF THE SEA was unsuccessful in its various 
attempts to enjoin the use of BREAST-0’-CHICKEN on canned tuna fish, 
because the former trade-mark was held to be descriptive and be- 
cause the two marks were found to be ‘‘similar neither in appear- 
ance nor in sound,’’ the Court of Customs and Patent Appeals in 
its ruling of over 20 years ago,” ruled that, contrary to the equity 
court, the two marks were, in its opinion, confusingly similar 
and that, moreover, the trade-mark CHICKEN OF THE SEA was not 
descriptive. Subsequent equity court decisions, denying relief to 
the owner of CHICKEN OF THE SEA, again emphasized the descrip- 
tiveness of the mark rather than the absence of confusing 
similarity..12 When the new Trade-Mark Act became effective, 
Westgate renewed its efforts to register BREAST-0O’-CHICKEN under 


109. Since the Sheffield decision, the Examiner-in-Chief sustained two other oppo- 
sitions filed by the same opposer against registrations under Section 2(f) of the word 
‘‘Sheffield’’ for bale tires, wire fence, barb wire, and similar products (see note 57, 
supra). The opposition was sustained primarily on the ground that the opposer’s prior 
registration under the Act of 1905 included such items as pincers, pliers, wrenches, ham- 
mers, and other tools. The mere existence of this registration was held to be prima facie 
evidence of the opposer’s right to oppose the registration. 

110. Cf. Lunsford, Jr., ‘‘The Right to Use and the Right to Register: The 
Trade-Mark Anomaly,’’ 43 TMR 1 (Jan. 1953). 

111. The early litigation is referred to in some detail in the author’s text, 
‘‘Trade-Mark Protection and Unfair Trading,’’ (1936) at p. 693. 

112. Van Camp Sea Food Co. v. Westgate Sea Products Co., 48 F.2d 950, 9 USPQ 
417 (CCPA 1931), 21 TMR 261. 

113. Cf. Van Camp Sea Food Co. v. Cohn-Hopkins, 56 F.2d 797, 12 USPQ 487 
(9th Cir. 1932). 
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that statute. The Patent Office tribunals, however, considered them- 
selves bound by the early Court of Customs and Patent Appeals 
decision rather than by the decisions of the equity courts, and in- 
deed considered the former in effect res adjudicata on the issue 
of similarity.’"* The district court, in a R.S. 4915 proceeding, held 
likewise and its ruling has now been affirmed by the Court of 
Appeals of the District of Columbia in a two-to-one decision.™5 
Judge Clark in the majority opinion, although expressly realizing 
that the past decisions ‘‘ would create a somewhat anomalous situa- 
tion,’’ held the old Court of Customs and Patent Appeals decision 
in effect to be determinative of the issue of similarity. This 
language would hardly seem to suggest that the new Trade-Mark 
Act had been enacted in part for the purpose of trying to adjust 
the type of anomaly which resulted from the numerous past deci- 
sions involving the same parties. Judge Fahy, on the other hand, 
in a dissenting opinion, strongly urged that res adjudicata should 
not apply and that through continued use of BREAST-0-CHICKEN 
throughout another 20 years any question of likelihood of con- 
fusion may have been eliminated and that the issue should be 
redetermined in the light of such more recent experience. I sug- 
gest that there is much to be said for the viewpoint of the dissent- 
ing judge, particularly if,it be considered that in the very first in- 
fringement suit between these same parties, the Federal Court 
had already expressed the opinion that, in its judgment, these two 
marks were not similar in sound or appearance. Under the majority 
opinion, the applicant was denied even an opportunity to prove 
that, the Court of Customs and Patent Appeals decision of 1931 
notwithstanding, there was even less likelihood of confusion—if 
not a complete absence thereof—after over 20 years of additional 
simultaneous use than there had been found to be way back in 1929. 


PART III. TRADE-MARK INFRINGEMENT AND 
UNFAIR COMPETITION 


1. Trade-Mark Infringement. 


Apart from the United States Supreme Court’s decision in 


114. Ez parte Westgate Sea Products Co., 84 USPQ 368 (C.P. 1950), 40 TMR 266. 
115. Westgate-Sun Harbor Company v. Watson, 97 USPQ 523 (C.A.D.C. 1953). 
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the Bulova Watch case,'?* it cannot be said that the law of trade- 
mark infringement has taken a new direction during the current 
year. Certainly there is no indication that the infringement sec- 
tions of the Lanham Act may be resorted to with a greater likeli- 
hood of success than the corresponding sections of the predecessor 
Act of 1905. Most of the infringement actions which have recently 
been adjudicated do not treat the Act of 1946 as putting this 
branch of the law on a new footing, as Judge Learned Hand had 
remarked in the Johnson case.'!7 Thus, the Court of Appeals 
for the Tenth Circuit held the plaintiff’s unregistered trade-mark 
MOTHER’s BEST not to have been infringed by defendant’s MoTHER’s 
PRIDE on identical goods.4* The marks, labels and packages were 
considered sufficiently different to eliminate any confusion with 
regard to the common use of the word morHeR’s. The Court of 
Appeals for the Fifth Circuit, in a two-to-one decision, ruled that 
plaintiff’s registered trade-mark Bama for blackberry jams and 
related products was not infringed by defendant’s use of the same 
word for the same product on the ground that Bama was a con- 
traction of Alabama and therefore at best a weak mark.'!® How- 
ever, defendant’s counter claim for cancellation of plaintiff’s 
registration of BAMA was denied and defendant was enjoined 
from using the word BRAND in association with the word Bama. 
The dissenting judge thought that ‘‘a clear case of unfair compe- 
tition had been made out’’ and that the plaintiff should have been 
held entitled to more effective relief. 


In the previously mentioned pro-TEK-TIv case,’*° an action 
squarely based on the infringement of a trade-mark registered 
under Section 2(f) of the Act of 1946, the Court of Appeals for 
the 8th Circuit held plaintiff’s registration to be valid and to have 
acquired a secondary meaning but denied relief on the ground of 
the weakness of the trade-mark and on the further ground that 
the defendant’s toe protector was a product substantially dif- 
ferent from plaintiff’s shoes. Similarly, a New York District 


116. See page 827, and footnote 150, infra. 
8. C. Johnson and Son, Inc. v. Johnson, 81 USPQ 509, 175 F.2d 176 (3rd 


117. 
Cir. 1949), 39 TMR 557. 

118. Nebraska Consolidated Mills Co. v. Shawnee Milling Co., 94 USPQ 19, 198 
F.2d 36 (10th Cir. 1952), 42 TMR 620. 

119. Chappell et al. v. Ben R. Goltsman § Company, et al., 94 USPQ 40, 197 F.2d 
837 (5th Cir. 1952). 

120. See note 56, supra. 
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Judge recently held’*! that plaintiff, who had used the trade- 
mark COPPERTONE since 1944 on a suntan preparation, could not 
enjoin defendant from using the words copper TAN, and this de- 
spite the fact that plaintiff was held to have established a sec- 
ondary meaning in the name coprperRTONE. The only relief awarded 
the plaintiff was an adjudication (under Section 37 of the Trade- 
Mark Act) that defendant’s United States trade-mark registra- 
tion for copreR TAN was a cloud on plaintiff’s right in copPpERTONE 
and, therefore, subject to cancellation, but no permanent injunc- 
tion enjoining the defendant from using the word copPeR Tan was 
granted.}2? 


In Consolidated Cosmeties et al. v. Neilson Chemical Com- 
pany,'”* defendant sought registration of the trade-mark rustTaBoo 
for a detergent. The application had been opposed by the plain- 
tiff as owner of the trade-marks Tasu and rasoo for cosmetics. 
The Patent Office tribunals dismissed the opposition because of 
the cumulative differences in the marks and the goods.’** The 
unsuccessful opposer then sued in equity, seeking to compel the 
Commissioner to deny registration of defendant’s mark and at 
the same time for an injunction restraining defendant from 
further use of the rusraBoo mark and for damages and account- 
ing of profits. The district court, however, found itself in agree- 
ment with the Patent Office tribunals, did not consider their rul- 
ings clearly erroneous, and held that the goods showed radical 
dissimilarities eliminating any possible éonfusion as to their 
identity. No trade-mark infringement or unfair competition was 
accordingly found. 


Special mention must be made of the recent HypE PaRK case,’*® 


121. Douglas Laboratories Corp. v. Copper Tan, Inc., 95 USPQ 411, 108 F.Supp. 
837 (S.D. N.Y. 1952), 43 TMR 85. 

122. In the ‘‘Food Fair’’ trade name case (Food Fair Stores, Inc. v. Square Deal 
Market Co., Inc., 95 USPQ 409 (D.C.D.C. 1952), 43 TMR 166), the owner of the 
‘*Food Fair’’ chain was held not entitled to relief against a prior user of the same 
words within the District of Columbia. The Court of Appeals for the District of 
Columbia has just affirmed the lower court’s decision (Food Fair Stores, Inc. v. Square 
Deal Market Company, Inc., 98 USPQ 65 (1953) ). The case was distinguished from 
Food Fair Stores v. Food Fair, 83 F.Supp. 445, 79 USPQ 114 (D. Mass. 1948), 39 TMR 
894, on the ground that that case involved the Massachusetts anti-dilution statute. More- 
over, the plaintiff there had already qualified for doing business in the State of Massa- 
chusetts and contemplated the opening of a store there at the time the defendant 
started operations. 

123. 96 USPQ 320, 109 F.Supp. 300 (E.D. Mich. 8.D. 1952), 43 TMR 369. 

124. Consolidated Cosmetics v. Neilson Chemical Company, 79 USPQ 238 (C.P. 
1948), 38 TMR 1139. 

125. See Note 86 supra. Certiorari filed July 27, 1953, 98 USPQ No. II, p. II. 
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in which a divided Court of Appeals for the Second Cireuit de- 
nied all protection to the first user of the trade-mark HypE PARK on 
men’s wear as against a subsequent user of the identical mark on 
women’s wear. As previously noted, it was in this case that 
Judge Clark in his dissenting opinion expressed his sympathy 
with the misfortune of the plaintiff to have come before this par- 
ticular panel of the tribunal. Perhaps the most significant feature 
of this case, now pending on petition for certiorari before the 
United States Supreme Court, is the fact that the plaintiff, al- 
though the owner of a registered composite trade-mark including 
the word HypDE PaRK, took the position before the court that it was 
not seeking to enforce its registered mark under the Lanham Act 
but was asking the court, on the basis solely of diversity of citizen- 
ship, to apply the unfair competition law of the State of New 
York. In other words, plaintiff argued and will undoubtedly 
argue before the Supreme Court that a line of New York State 
cases, such as Long’s Hat Stores Corp. v. Long’s Clothes, Inc.,'*6 
John Forsythe Co. v. Forsythe Shoe Corp.,!*7 and others, has 
clearly established the rule that the men’s and women’s wear busi- 
ness are closely related and that use of the same trade-mark or 
name by different parties may tend to confuse the public. The 
Court, however, did not limit its decision to an examination of 
New York State law, but broadly announced that in its judgment 
there was no difference between the applicable federal and state 
court decisions and that the plaintiff was not entitled to relief 
regardless of which of these lines of cases would be applied. This 
result is all the more remarkable, as pointed out by Judge Clarke, 
in view of the fact that a different panel of the same court had 
previously decided that use of the word GrRopaLs was an infringe- 
ment of R. H. Macy & Co.’s ero sHoss,'?* and had likewise held 
the owner of the registered trade-mark spica entitled to injunctive 
relief against defendant’s use of s.p.1.4a.a.!2° No wonder, then, 
that Judge Clark suggests, in his dissenting opinion in the HYDE 
PARK case,!*° that in order to ameliorate this regrettable schism 


126. 224 App. Div. 497, 231 N.Y.S. 107 (1928). 

127. 234 App. Div. 355, 254 N.Y.S. 584, modified 259 N.Y. 248 (1932). 

128. See note 87, supra. 

129. Pastificio Spiga Societa Per Azioni v. The DeMartini Macaroni Co., Inc., 95 
USPQ 305, 200 F.2d 325 (2d Cir. 1952), 42 TMR 149. 

130. Note 86, supra. 
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in the decisions, a practice of sitting en banc on special occasions 
should be adopted. Moreover, we cannot but agree with Judge 
Clark’s observation that the law must have taken a strange turn 
when a plaintiff deems it desirable to forego the benefits of the 
Lanham Act for his registered trade-mark and instead urges the 
court to give relief not on the basis of that act but on that of a 
series of more liberal decisions by the New York State courts; 
and that despite the fact that it had been Judge Learned Hand 
more than any other judge who had established the modern prin- 
ciples of trade-mark protection and unfair competition in such 
famous cases as Yale Electric Corp. v. Robertson & The Yale & 
Towne Co.™ and L. E. Waterman Co. v. Benjamin Gordon.'*? 


Apart from the above-mentioned decisions in the Second 
Circuit in the Gropats and spica cases, effective relief against in- 
fringement was granted by that Court in the Admiral case,!** 
which involved infringement by the defendant of the apmrraL 
trade-mark on sewing machines. While no accounting of profits 
was awarded, the plaintiff was granted an extra allowance of 
$2,000 for attorney’s fee. 


Similarly, the Singer Manufacturing Company was given 
effective relief in California against defendant’s use of the words 
SINGER SEWING CENTER.!** Defendant was found guilty of an ‘‘out- 
and-out swindle’’ and plaintiff entitled to an accounting and to 
exemplary damages of $10,000. Defendant was enjoined from 
making any mention of the word stncer other than a carefully 
prepared reference to the fact that it was using a used sINGER 
head. The word stncer was held to be a valid common law trade- 
mark notwithstanding the case of Singer v. June,!*® on which the 
defendant had relied.*® 


131. 26 F.2d 972 (2d. Cir. 1928). 

132. 22 USPQ 268, 72 F.2d 272 (2d Cir. 1934), 24 TMR 347. 

133. Admiral Corporation v. Penco, Inc., 97 USPQ 24, 203 F.2d 517 (2d Cir. 
1953) 43 TMR 616 aff’g. 94 USPQ 228, 106 F.Supp. 1015 (W.D. N.Y. 1952), 42 TMR 
853. 

134. The Singer Manufacturing Company et al. v. Redlich et al., 96 USPQ 85 
(8.D. Cal. C.D. 1952), 43 TMR 198. 

135. 163 U.S. 169 (1896). 

136. The doctrine of the just-mentioned old Singer case (note 134, supra) was 
also invoked by the defendant in the Telechron case (Telechron, Inc. v. Telicon Corp., 
94 USPQ 363, 198 F.2d 903 (3d Cir. 1952), 42 TMR 832), in a desperate effort to avoid 
a charge of trade-mark infringement and unfair competition with regard to the word 
‘“Telechron’’. Defendant sought to justify the use of the word ‘‘Telicon’’ on radio 
tubes on the ground that ‘‘Telechron’’ had become a generic word when the patent ex- 
pired. Both the district court and the court of appeals rejected this contention. 
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A charge of infringement was also sustained both by the dis- 
trict court and the court of appeals in the Q-Tips case.'*7 It was 
there held that the notation JoHNSON’s COTTON-TIPS was an infringe- 
ment of plaintiff’s registered trade-mark q-tT1ps and that use of the 
word Tips was not, as alleged by defendant, a use of a descriptive 
term fairly and in good faith under Section 33(b)(4) of the Act 
of 1946. The Q-Tips case is the first case in which a court’s inter- 
pretation of this new section of the act was sought; a petition for 
certiorari will be filed by the defendant. 


Finally, the usually rather conservative Court of Appeals for 
the Seventh Circuit, on July 9, 1953, held the owner of the regis- 
tered trade-mark stronGHOLD, which formed part of a composite 
mark for nails, entitled to enjoin defendant from using the identical 
word in a different design for screw products.'** In reversing the 
district court, the appellate court held the word stronGHoLp to 
be merely suggestive but not descriptive. It found evidence of 
actual confusion and, consequently, trade-mark infringement as 
well as unfair competition. Particularly significant is the court’s 
express holding that even under the Illinois law unfair competition 
may now be found in the absence of proof of actual palming off 
and that the test (as first laid down in the Lady Esther case)1*° 
was likelihood of confusion (as it is under the federal trade-mark 
statute), rather than proof of passing-off. Other recent infringe- 
ment suits in which complete or partial relief has been granted are 
listed below.'*° 


137. @Q-Tips, Inc. v. Johnson §& Johnson, 98 USPQ 86 (3d Cir. 1953), aff’g. 108 
F.Supp. 845, 95 USPQ 264 (D.N.J. 1952), 43 TMR 64. 

138. The Independent Nail and Packing Company v. Stronghold Screw Prod- 
ucts, Inc. 98 USPQ 172 (7th Cir. 1953). 

139. Lady Esther, Ltd. v. Lady Esther Corset Shoppe, 317 Tll.App. 451 (1943). 

140. In Ste. Pierre Smirnoff, Fls., Inc. v. Hirsch et al., 96 USPQ 168, 109 F.Supp. 
10 (S.D. Cal. C.D. 1952), 43 TMR 94, colorable imitation of plaintiff’s mark ‘‘Smir- 
noff’’ for vodka by defendant’s ‘‘Smarkoff’’ for the same product, was enjoined; 
‘*Goblet’’ was held to unfairly compete with ‘‘Goebel’’ in Gobel Brewing Company v. 
Esslingers, Inc., 97 USPQ 491 (S. Penn. 1953); The Book-of-the-Month Club, Inc. 
secured an injunction against use of the words ‘‘Childrens Book and Record of the 
Month Club’’ in Book-of-the-Month Club, Inc. v. Childrens Book and Record of the 
Month Club, Inc., 97 USPQ 256 (S.D. N.Y. 1953); the restaurant and night club ‘‘El 
Chico of New York enjoined use of the identical name by the defendant in Texas for 
canned food, but was denied relief against use of the name by the same defendant in 
connection with a chain of restaurants in Dallas, Texas (El Chico, Inc. v. El Chico 
Cafe et al., 97 USPQ 270, 110 F.Supp. 640 (N.D. Texas, Dallas Div. 1953). The Radio 
Corporation of America was successful in enjoining the R.C.A. Rubber Company of 
Ohio from using the letters ‘‘R.C.A.’’ alone or as a symbol bounded by lines, but in 
view of its many years of use, defendant was held entitled to retain the letters ‘‘R.C.A.’’ 
as part of its corporate name provided the letters were used in the same size, type and 
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2. Cancellation by Court Decree (Section 37 
of the Lanham Act.) 


During the last year, the power of the equity courts to deter- 
mine the right to registration or to order cancellation of existing 
registrations in whole or in part under Section 37 has assumed 
increased importance although it is still rather seldom exercised. 
In my report of two years ago,'*! attention was called to the case 
of Dollcraft Co. et al. v. Nancy Ann Storybook Dolls, Inc.,4? in 
which a California District Court held in an infringement suit 
that an entire series of trade-marks relied upon by the plaintiff 
should be cancelled on the ground of descriptiveness. No petition 
for cancellation had ever been filed in the Patent Office and the 
issue was raised upon a counterclaim for declaratory judgment by 
the defendant in the infringement suit. The Court of Appeals for 
the Ninth Circuit affirmed the District Court’s decision.’** Plain- 
tiff’s argument that its registration should have been first attacked 
by a petition for cancellation in the Patent Office was rejected with 
the following observation: 


‘‘If sword, spear and battleax are in the legal armory and 
available to a party, he may fight with any of them he 
pleases.*“* 


Direct cancellation of a registered trade-mark was also ordered by 
the court in the copperTONE case which has been previously men- 
tioned in this report.’*®° Although not granting any injunctive 
relief to the plaintiff, the court there exercised the authority under 
Section 37 of the Lanham Act to order cancellation of defendant’s 
registered trade-mark copper TAN on the ground that it consti- 
tuted a cloud upon the plaintiff’s title. On the other hand, a coun- 
terclaim for cancellation of the plaintiff’s registration for Bama 
was dismissed in the previously mentioned case of Chappell et al. 


character as the rest of the name, and provided further that defendant would always 
add the words ‘‘An Ohio Corporation of Akron, Ohio.’’ (Radio Corp. of America v. 
R.C.A. Rubber Co., 97 USPQ 534 (D. N.D. Ohio 1953). 

141. ‘‘The Fourth Year of Administration of the Lanham Trade-Mark Act of 
1946,’’ 90 USPQ Part II (Sept. 1951), at pp. 19, 20. 

142. 94 F.Supp. 1, 88 USPQ 18 (N.D. Cal. 8.D. 1950). 

143. Nancy Ann Storybook Dolls, Inc. v. Dolleraft Co. et al., 94 USPQ 290, 197 
F.2d 293 (9th Cir. 1952), 42 TMR 845. 

144. Plaintiff’s petition for certiorari was denied by the Supreme Court, 344 U.S. 


877 (1952). 
145. See note 121, supra. 
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v. Ben R. Goltsman & Company et al.,'*® despite the fact that 
plaintiff’s mark was held to be primarily geographically descrip- 
tive,147 


Probably the most drastic illustration of the exercise of the 
cancellation power under Section 37 to date may be found in the 
decision of the Court of Appeals for the Second Circuit in Bascom 
Launder Corp. et al. v. Telecoin Corporation et al.'**® This was not 
a trade-mark infringement or unfair competition suit but an action 
for treble damages under the antitrust laws, charging the defend- 
ant with violation of those laws in connection with the issuance of 
franchises to laundry operators who desired to use defendant’s 
registered trade-mark LAUNDERETTE. The defendant alleged in 
justification of its conduct that LAUNDERETTE was its registered 
trade-mark and that the alleged violations of the antitrust laws 
were but ancillary to a lawful use of that mark. Plaintiff in turn 
sought cancellation of the mark on the ground that it had been 
fraudulently obtained. The District Court did not submit the issue 
of trade-mark cancellation to the jury but denied this request 
without giving any reasons therefor. Upon appeal, the appellate 
court in an opinion by Judge Frank held that this antitrust action 
was ‘‘an action ... involving a registered mark . . . within Sec- 
tion 37 of the Lanham <Act,’’ since the defendant had chosen to 
rely on the mark. He then came to the rather unexpected conclu- 
sion that the mark should be cancelled not because of fraud, as 
had been argued by the plaintiff, but because of the fact that it 
was ‘‘merely descriptive.’’ The case was remanded to the district 
court with directions, interalia, “to enter an order cancelling 
defendant’s trade-mark.’’ There is no indication in the court’s 
decision that the question of descriptiveness of the trade-mark had 
been discussed or even raised during the trial or oral argument 
so that the impression is gained from this opinion that the court 


146. See note 119, supra. 

147. In the recent case of American Chicle Company v. Topps Chewing Gum, Inc. 
et al., 97 USPQ 528 (E.D.N.Y. 1953), involving an alleged infringement of plaintiff’s 
trade-mark ‘‘Clorets’’ by defendant’s ‘‘Clor-aid’’, defendant’s counterclaim for can- 
cellation of plaintiff’s trade-mark was dismissed by Judge Galston on the ground that 
the registration was not in issue since ‘‘Clorets’’ was held not to have been infringed 
by ‘‘Clor-aid’’. Only a limited injunction was granted, based on unfair competition in 
connection with the simulation of plaintiff’s package. 

148. 97 USPQ 186 (2d Cir. 1953), 43 TMR 724; certiorari filed Apr. 28, 1953, 
97 USPQ p. II (May 11, 1953). 
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may exercise its power to order cancellation under Section 37 
solely on its own casual impression that the mark involved may 
not satisfy the standards of registrability under the registration 
statute.**° 


3. Trade-Mark Infringement Abroad: the Bulova Case. 


By far the most important decision on trade-mark law and 
thus far the only adjudication by the United States Supreme Court 
of a question involving an interpretation of the Lanham Act of 
1946 was, of course, the Bulova Watch case.'*° In a six-to-two deci- 
sion, with Justices Reed and Douglas dissenting and Justice Black 
not participating, the Court affirmed the two-to-one decision of 
the Court of Appeals for the Fifth Circuit of last year'®! in which 
it was held that an equity court could exercise its in personam 
jurisdiction over an American citizen located in Texas to enjoin 
him from infringing the suLova trade-mark in Mexico, even though 
under the local law of the latter country no tort may have been 
committed there. At the time the case was argued before the U. S. 
Supreme Court, the Supreme Court of Mexico had ruled that the 
defendant’s Mexican suLova registration had been fraudulently ob- 
tained and was subject to cancellation under Mexican law. This 
made it unnecessary for the Supreme Court directly to decide the 
question whether a person, subject to equity jurisdiction of an 
American court, could be ordered to cancel the registration of a 
trade-mark in a foreign country which had been obtained by him 
in accordances with the applicable local law. Justice Clark speci- 
fically observed that the question whether an American court could 

149. Section 37 is also involved in the unprecedented civil action filed by the 
Panatech Corporation vy. Carl Zeiss, Inc. et al., 96 USPQ 261 (S.D. N.Y. 1953), 43 
TMR 391, in which the Collector of Customs and the Attorney General were joined as 
defendants. The plaintiff in that case, which is still in its preliminary stages, seeks 
cancellation of the ‘‘Zeiss’’ trade-mark on the ground that it had become abandoned as 
the result of nonuse and that the Attorney General had acquired title thereto through 
an ineffective assignment in gross and could not, therefore, lawfully record the trade- 
mark registration with the Collector of Customs under Section 43 of the Lanham Act. 
The plaintiff is seeking cancellation of the ‘‘Zeiss’’ trade-mark in addition to treble 
damages for violation of the antitrust laws. The action, brought in the Southern 
District of New York, was dismissed on motion with regard to the Attorney General 
on the ground that he could not be sued in New York, but the motion to dismiss was 


denied with regard to the Collector of Customs and Carl Zeiss, Inc. 

150. Steele et al. v. Bulova Watch Co., Inc., 92 USPQ 266, 344 U.S. 280 (1952), 
43 TMR 57. 

151. 92 USPQ 266, 42 TMR 299, 194 F.2d 567 (5th Cir. 1952). The case is noted 
in ‘‘The Fifth Year,’’ note 12 supra, at pp. 21, 22, and in the author’s ‘‘ Federal 
Jurisdiction Over Trade-Mark Infringement and Unfair Competition Abroad,’’ 42 
T.M.R. 294 (1952). 
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enjoin the use of a valid foreign registration or order its cancella- 
tion was not before the court. It was held that the buying of com- 
ponent parts of watches and the infiltration of the American mar- 
ket via the Mexican border with spurious BuLova watches suffi- 
ciently affected plaintiff’s interstate business to come within the 
broad jurisdictional grant of the Lanham Act, and that despite the 
fact that the actual affixation of the trade-mark and the sale of 
the goods bearing the trade-mark occurred exclusively in a foreign 
country. Strangely enough, Mr. Justice Clark, in stating that 
United States courts had in the past awarded relief to the owners 
of registered trade-marks in cases of this kind even prior to the 
Lanham Act, refers to the decision of the Court of Appeals for the 
Second Circuit in George W. Luft v. Zande Cosmetic Company,' 
which would seem to be strong authority for the view expressed 
by the two dissenting justices rather than that taken by the 
majority. In the Zande case, Judge Swan, speaking for a unanimous 
court, had said: 
‘‘We do not see upon what ‘principles of equity’ a court can 
enjoin the initiation of acts in the United States which con- 
stitute no wrong to the plaintiff in the country where they 
are to be consummated. Nor can we perceive upon what theory 
a plaintiff can recover damages for acts in the United States 
resulting in a sale of merchandise in a foreign country under 
a mark to which the defendant has established, over the 
plaintiff ’s opposition, a legal right of use in that country.’’ 
If a case should again come before the United States Supreme 
Court in which the defendant’s foreign registration were held 
valid rather than invalid, the Court may then have to either take 
a view contrary to that expressed by Judge Swan in the Zande 
case, or adopt the reasoning of that case by limiting the scope of 
its decision in the Bulova case to situations in which the defendant 
cannot establish lawful use or a valid registration in the foreign 
country. 


4. The ‘‘Federal Law of Unfair Competition:’’ the Present 
Status of the Stauffer Doctrine.’ 
It has almost become a certainty now that the question whether 


152. 61 USPQ 424, 142 F.2d 536 (2d Cir. 1944), cert. den. 63 USPQ 358, 34 
TMR 190. 
153. Stauffer et al. v. Exley, 87 USPQ 40, 184 F.2d 962 (9th Cir. 1950), 42 TMR 
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under the doctrine of the Stauffer case, a new federal law of unfair 
competition may have been created under Section 44(i) of the 
Lanham Act will not be clarified until and unless the United States 
Supreme Court may decide to review this important question. In 
the Stauffer case, it was not so much the question of creating a 
new substantive law of unfair competition which was involved as 
it was the jurisdictional problem of access to the federal courts 
in cases not involving diversity of citizenship or a registered trade- 
mark but solely alleged infringment of unregistered trade names 
and other unfair activities on the part of a defendant whose busi- 
ness may be purely local but adversely affect the plaintiff’s inter- 
state commerce. The Court of Appeals for the Ninth Circuit in 
the subsequent case of Pagliero et al. v. Wallace China Company, 
Limited,'** was, however, confronted not only with this same juris- 
dictional question but, in addition, with the problem whether under 
the Lanham Act or under the international conventions slavish 
imitation of works of the applied arts which are not protected by 
design patent, copyright or trade-mark, may constitute a substan- 
tive tort of unfair competition which a federal court, having juris- 
diction under the Stauffer doctrine, may enjoin by relying upon 
the Lanham Act and the conventions rather than on applicable 
state court decisions under the rule of Erie v. Tompkins.’** The 
Court of Appeals took occasion in this case to reaffirm the Stauffer 
doctrine by holding that a ‘‘naked”’ claim of unfair competition as 
a result of slavish imitation constituted an independent ground of 
federal jurisdiction and was cognizable in the federal courts as 
long as the defendant’s intrastate activities had an adverse effect 
on plaintiff’s interstate commerce. But when the court then pro- 
ceeded to examine the substantive question whether the piracy of 
designs in the absence of passing-off constituted unfair competi- 
tion as a matter of federal law, it reached the conclusion that 
nothing in the Lanham Act or in the international conventions 
justified a finding that the substantive law of unfair competition 
had been enlarged in this respect. In other words, it was held that, 
while the Stauffer doctrine was applicable, the substantive law of 


960. See ‘‘The Fifth Year,’’ note 12 supra, at pp. 23, 24. Cf. also 66 Harvard Law 
Review 1094 (‘‘Some Unsettled Aspects of the Lanham Act’’). 

154. 95 USPQ 45, 198 F.2d 339 (9th Cir. 1952). 

155. 304 U.S. 64 (1938). 
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the case was governed by the rule of the old Cheney Bros. case,!°° 
which had condoned design copying in the absence of a special 
Congressional mandate for the protection of unpatented or un- 
copyrighted designs. The hotel china case thus becomes another 
link in the ever-growing series of cases in which the law of unfair 
competition has retrogressed to the point of denying protection in 
cases of this type as long as the defendant, by using his own name, 
avoids a direct charge of passing-off.1*7 


Nor have the federal courts in other circuits adopted the 
Stauffer doctrine even in its jurisdictional aspects. As mentioned 
in last year’s report,'®*® Judge Ryan of the Southern District of 
New York held in the Ross case that the Stauffer doctrine was in 
apparent conflict with Section 1338 of Title 28 of the U.S. Code, 
which had been enacted subsequent to the Lanham Act and which 
provides for federal jurisdiction in unfair competition cases not 
based on diversity of citizenship only in situations where these are 
‘‘nendant’’ to a cause of action under the patent, copyright, or 
trade-mark laws. Since Judge Ryan’s decision, two other judges 


156. Cheney Bros. v. Doris Silk Corp., 3 USPQ 162, 35 F.2d 279 (2d Cir. 1929), 
cert. den. 281 U.S. 728, 19 TMR 491. 

157. It is not within the scope of this report to discuss this retrogressive trend 
in detail. The trend has been described in the author’s ‘‘Copyright No-Man’s Land: 
Fringe Rights in Literary and Artistic Property,’’ which will be published in 1953 
Copyright Problems Analyzed by Commerce Clearing House, Inc. in late Summer 
1953. Some of the more drastic cases in which all relief was denied on the ground that 
either the design patent was invalid or the imitated features were considered ‘‘func- 
tional’’ or plaintiff’s designs were held to have acquired no sufficient secondary mean- 
ing are: Vaughan Novelty Mfg. Co. v. G. G. Greene Mfg. Corp., 96 USPQ 277 (3d Cir. 
1952), 43 TMR 386 cert. filed June 23, 1953, 98 USPQ p. II. Although defendant’s 
product was held to be a Chinese copy of plaintiff’s work, no protection was granted 
for the reason that the features of plaintiff’s can opener, which defendant had copied, 
were ‘‘functional’’ and that despite the fact that in this case plaintiff’s can opener was 
assumed to have acquired a special significance. Similarly, all protection was denied in 
Columbus Plastic Products, Inc. v. Rona Plastic Corporation et al., 97 USPQ 225 
(S.D.N.Y. 1953), both plaintiff’s design patent and mechanical patent being held 
invalid. To the same effect, American Merri-Lei Corp. v. Jet Party Favors, Inc., 97 
USPQ 484 (S.Ct.N.Y. 1953), where defendant had copied plaintiff’s Halloween hat; the 
court held that defendant had copied only the functional feature thereof. Plaintiff 
was offered the lame consolation by the court that ‘‘it might have protected itself by 
obtaining a patent or copyright’’. Equally unsuccessful was the defendant in a declara- 
tory judgment action in Burgess Vibrocrafters, Inc. v. Atkins Industries, Inc. et al., 
97 USPQ 366 (7th Cir. 1953), in which plaintiff sought a decree adjudging defendant’s 
design patent and trade-mark for a jig-saw to be invalid. Plaintiff used the notation 
‘¢3-in-1’’ for which defendant claimed trade-mark protection. The appellate court 
held the design patent invalid but also denied all protection against trade-mark in- 
fringement on the ground of descriptiveness. Therefore, in the absence of passing-off, 
no unfair competition was found and the defendant lost both his design patent and 
his trade-mark. Cf. also United Metal Goods Manufacturing Co., Inc. v. La Belle Silver, 
Inc., et al., 94 USPQ 99, 104 F.Supp. 790 (E.D. N. Y. 1952), (no protection against 
unfair competition in view of invalid design patent). 

158. Ross Products, Inc. et al. v. Newman et al., 87 USPQ 420, 94 F.Supp. 566 
(D.C.N.Y. 1950). Cf. ‘‘The Fifth Year’’, note 12 supra, at p. 23. 
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of the Southern District of New York have refused to follow the 
Stauffer doctrine. Judge Edelstein, in Ronson Art Metal Works, 
Inc. v. Gibson Lighter Mfg. Co., et al.,°® granted a motion to 
remand on the ground that in the absence of diversity of citizen- 
ship or a registered trade-mark, the federal court was without 
jurisdiction, since the Court of Appeals for the Second Circuit 
had not yet passed on this question. 


Again, Judge Foley granted a motion to remand to the state 
court in a case in which neither party had a registered trade-mark 
but trade-mark applications were pending.'® Here the novel posi- 
tion was taken that the Stauffer doctrine applied only to unregis- 
tered trade names as distinguished from cases involving infringe- 
ment of unregistered trade-marks. In thus holding the Stauffer 
doctrine inapplicable in cases involving unregistered trade-marks, 
Judge Foley found it unnecessary to decide the apparent conflict 
between the Stauffer doctrine and the Ross case. He too observed 
that the Court of Appeals for the Second Circuit had not yet 
passed upon the Stauffer doctrine. 


Only a few weeks ago, however, that court—rather unex- 
pectedly under the circumstances of the case involved—did take 
the opportunity to express an opinion on this very point. In 
American Automobile Association (Incorporated) et al. v. 
Spiegel’™ the Association had obtained a summary judgment en- 
joining a service station in Brooklyn from unauthorized display 
of its A. A. A. symbol. In answer to the complaint, defendant as- 
serted that the Association had been using the A. A. A. symbol in 
violation of the antitrust laws and in violation of the Administra- 
tive Code of the City of New York. In reserving any adjudica- 
tion of these issues until after trial, the Court of Appeals in an 
opinion by Judge Learned Hand came to the rather startling 
conclusion that the unauthorized display of the A. A. A. symbol 
was not an act of trade-mark infringement as it did not involve 


159. 96 USPQ 10 (8.D. N.Y. 1952), 43 TMR 190. However, in a case involving 
the same plaintiff, a district judge in California, in Ronson Art Metal Works, Inc. v. 
Hilton Lite Corporation et al., 97 USPQ 108 (N.D. Calif. 8.D. 1953), 43 TMR 713, 
refused to remand a similar case to the state court on the ground that the federal court 
had jurisdiction under the doctrine of the Stauffer case as reaffirmed in the Pagliero 
case (supra, note 154). 

160. Hosid Products, Inc. et al. v. Masbach, Inc., 96 USPQ 15 (N.D. N.Y. 1952). 

161. 98 USPQ 1 (2d Cir. 1953). 
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a misuse of plaintiff’s trade-mark in connection with the sale of 
merchandise. Therefore, the court ruled, plaintiff’s cause of action 
could be sustained only on a theory of unfair competition as be- 
tween citizens of the same state, provided the defendant’s activi- 
ties adversely affected the plaintiff’s interstate commerce. Thus 
the Court deemed itself confronted with the necessity of consid- 
ering the applicability and correctness of the Stauffer doctrine. 
Without offering any reason other than a recitation of the various 
subsections of Section 44 of the Act of 1946, the Court summarized 
its position as follows: 


‘‘We are forced to the conclusion that the Act does not give 
jurisdiction to the district courts over an action brought by 
any plaintiff with whose interstate commerce the defendant 
has unfairly competed.”’ 


In remanding the case to the district court for further proceed- 
ings during which the plaintiff might perhaps prove a ‘‘substan- 
tial * * * claim under the * * * trade-mark laws’’ to which plain- 
tiff’s claim for unfair competition may be ‘‘pendent,’’ the court 
thus squarely refused to adopt the Stauffer doctrine. In view 


of this clearly defined conflict of the decisions in the Ninth and the 
Second Circuits with regard to the jurisdictional aspect of the 
Stauffer doctrine, it would appear to have become almost manda- 
tory for the United States Supreme Court finally to review this 
question if it should come before it in an appropriate case. 
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NOTES FROM THE PATENT OFFICE 
Affidavits Under Sec. 8 of the Trade-Mark Act of 1946 


By Katharine |. Hancock* 


The provisions of Sec. 8 of the Trade-Mark Act of 1946 rela- 
tive to the filing of affidavit of continued use have now come into 
effect, and the Patent Office is receiving affidavits in increasing 
numbers. 


As the Trade-Mark Act is construed by the Patent Office, See. 8 
affidavits are required in connection with registrations (1) issued 
under the Trade-Mark Act of 1946, on either the Principal Register 
or the Supplemental Register thereof, and (2) issued under the 
Trade-Mark Acts of 1881 or 1905 and brought under the provi- 
sions of the Act of 1946 by republication under Sec. 12(c) of the 
Act of 1946. 


The Patent Office does not construe the Trade-Mark Act as 
requiring affidavits in connection with registrations under the Acts 
of 1881 or 1905 which have not been republished under Sec. 12(c) 
of the Act of 1946, nor in connection with registrations under the 
Act of 1920, even when these registrations are renewed under 
See. 9 of the Trade-Mark Act of 1946. 


The Patent Office is receiving numerous Sec. 8 affidavits which 
must be returned. The circumstances under which affidavits are 
to be accepted are set out in a Notice by the Commissioner in 655 
Official Gazette 298, February 12, 1952, superseded by a Notice at 
653 Official Gazette 9, August 4, 1953. The latter Notice reads as 
follows: 

The Patent Office has received a number of affidavits under 
section 8 of the Trade-Mark Act of 1946 before the time speci- 
fied in the statute. Such affidavits can be of no effect unless 
filed during the period specified in the statute, and prematurely 
filed affidavits will be returned. 


Section 8 of the Trade-Mark Act of 1946 provides that 
registrations issued under the provisions of the act of 1946, 
and registrations republished under section 12(c) of said act, 


ES 
* Trade-Mark Examiner, U. 8. Patent Office; Member of District of Columbia Bar. 
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will be canceled at the end of six years following the date of 
registration, or the date of republication, unless, within one 
year next preceding the expiration of such six years, the regis- 
trant files in the Patent Office an affidavit showing that the 
mark is still in use or showing that its nonuse is due to special 
circumstances which excuse such nonuse and is not due to any 
intention to abandon the mark. Attention is further called 
to Trade-Mark Rules 32.1 through 32.5 relating to such affi- 
davits. Since the registrant must show, during the sixth year, 
that the trade-mark is still in use, the affidavit must not be 
executed before the sixth year begins. 


The Patent Office has also received affidavits under sec- 
tion 8 in cases where they are not required. The affidavit is 
not required in the case of 1881 and 1905 act registrations 
which have not been republished under section 12(c), or 1920 
act registrations, even though such registrations have been 
renewed under the provisions of section 9. Such affidavits may 
be returned. 


Filing an affidavit under Sec. 8 is mandatory, if a registration 
which is subject to Sec. 8 is to remain in force. A registrant who 
wishes to maintain such a registration does not have the privilege 


of choosing whether to file or not to file an affidavit. If an affidavit 
is not filed, the registration is canceled. 


The time for executing and filing a See. 8 affidavit is vital. 
The affidavit must be both executed and filed during the sixth year 
after the date of registration or after the date of republication. 
For example, for a registration issued under the Act of 1946 on 
April 1, 1948, an affidavit must be filed on or after April 1, 1953, but 
not later than April 1, 1954. Or, for a registration issued under the 
Act of 1881 or 1905, republished under the Act of 1946 on May 15, 
1950, an affidavit must be filed on or after May 15, 1955, but not 
later than May 15, 1956. Sec. 8 affidavits will no doubt be ac- 
cepted on the anniversary date at the end of the sixth year. This 
practice has been customary in connection with renewals under the 
Act of 1905, and there appears to be no reason for the practice to 
be different in connection with Sec. 8 of the Act of 1946. 


An affidavit cannot be accepted if it is executed or filed before 
the beginning of the sixth year. A full five-year period must have 
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passed. The registrant must show during the sixth year that the 
mark is still in use, which cannot be done by an affidavit executed 
or filed prior to the sixth year. If an affidavit is submitted to the 
Patent Office prior to the beginning of the sixth year, or although 
submitted at the proper time the affidavit is executed before the 
sixth year, it is returned to the registrant by the Patent Office 
because it does not conform to the requirement set out in Sec. 8 
and has been prematurely filed. 


Nor can an affidavit be accepted if it is filed after the end of 
the sixth year, for Sec. 8 requires that the registration be can- 
celed at the end of the sixth year if the affidavit has not been filed 
by that time. No grace period after the end of the sixth year is 
provided. 


The Patent Office notifies each registrant who files an affidavit 
of its acceptance or refusal, and if refused, of the reasons. The 
registrant may request reconsideration of the refusal within six 
months thereafter, but an acceptable supplemental or substitute 
affidavit must be received in the Patent Office within the sixth 
year prescribed by Sec. 8. 


If an affidavit is filed for a registration which the Patent Office 
does not consider is covered by Sec. 8, the Office will return the 
affidavit. However, if the registrant wishes the affidavit placed 
in the file nevertheless, for whatever it may be worth, the Patent 
Office will do so on request. 


It is not sufficient in a Sec. 8 affidavit merely to state that the 
mark is still in use. The statute sets a higher standard of cer- 
tainty by requiring the affidavit to show that the mark is still in 
use. ‘‘Show’’ implies proof, and the use of the word ‘‘show’’ has 
been interpreted to mean that some objective evidence of the use 
of the mark is necessary to corroborate the statement of the owner. 
This evidence must reasonably satisfy the Examiner as to the 
present continued use of the mark. See Ex parte The Globe- 
Wernicke Co. and Ex parte Magnolia Metal Co., 96 U.S. P. Q. 189, 
43 T. M. R. 302. 


As a practical matter, the type of evidence submitted with the 
Sec. 8 affidavit is ordinarily the same as would be submitted as 
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specimens when filing an original trade-mark application. The 
evidence may be a tag or a label or any other object which is, or 
which clearly shows, the actual method used to attach the mark 
to the goods in trade. The kinds of evidence which may be sub- 
mitted are bounded only by registrants’ ingenuity in devising ways 
of affixing trade-marks to goods as they move in commerce. 


The mark shown in the evidence supporting the Sec. 8 affi- 
davit of continued use should be essentially the same mark as 
appears in the registration. The affidavit under Sec. 8 is intended 
to prove present use of a specific mark. It follows that there 
should be no material variation between the original mark and 
the mark shown in the evidence accompanying the See. 8 affidavit, 
although on the other hand, the marks need not be absolutely iden- 
tical in form. Over periods of use, marks are often modified in 
form of presentation, and although the question has not yet been 
adjudicated, the procedure being used by the Patent Office to deter- 
mine whether a difference in the form of the marks under See. 
8 is material, is the same as is followed in determining whether 
a registration may be amended under Sec. 7(d) of the Trade-Mark 
Act of 1946. If the change in form is such as would permit the 
issue of an amendment to the registration under Sec. 7(d), on the 
ground that the character of the mark has not been altered mate- 
rially, then the modified form will probably be accepted to support 
the See. 8 affidavit. It is not necessary to amend the mark under 
See. 7(d) before submitting an affidavit under Sec. 8 based on a 
modified mark; it is merely that the same standard is suitable in 
both situations to determine what constitutes an acceptable change 
in the mark. 


The sufiiciency of the showing in each Sec. 8 affidavit, both 
as to the type of evidence submitted and the form of the mark 
shown in the evidence, will be judged by the Examiner in the light 
of all the facts presented in each case. 


cc 
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NOTES FROM OTHER NATIONS 


Edited by Marcel Deschamps 
Germany 


According to the Fifth Transitional Law of July 18, 1953, 
foreign parties may now file applications for registration of orna- 
mental designs (Geschmacksmuster) with the Copyright Division 
of the German Patent Office in Munich. Prior to the promulga- 
tion of this law, foreign applicants were unable to obtain regis- 
tration of their Geschmacksmuster due to the fact that under the 
old law such applications had to be filed with the District Court 
of Leipzig, and they could not make use of this possibility be- 
cause Leipzig is located in the Russian occupied zone. 


Italy 


Trade-Marks in Former Italian Colonies 


Under the Italian Peace Treaty, Italy lost control over its 
former African colonies, Libya, Somaliland and Eritrea. 


Under Articles 68 and 72 of the Italian Trade-Mark Law of 
1942, the Italian trade-mark legislation applied in all three col- 
onies. 

Eritrea became a new state on September 15, 1952, when it 
was federated with Ethiopia. As to domestic matters, however, 
Eritrea has, under its new constitution full control. Regarding 
the status of industrial property rights acquired under the Italian 
Law, it has been stipulated under Art. 9 No. 2 of the Economic 
and Financial Resolution for Eritrea, as approved by the General 
Assembly of the United Nations under date of January 29, 1952, 
that the rights acquired under the Italian Law remain valid until 
new legislation is adopted. 


Italian Somaliland remains under Italian’ administration, ac- 
cording to an agreement with Italy that has been approved by the 
United Nations Trusteeship Council in 1950. No special legisla- 
tion has been issued after 1950 with respect to trade-mark pro- 
tection in that territory so that the pre-war Italian legislation 
remains in force. 


Libya became an independent state and adopted a constitu- 
tion under date of October 7, 1951. Art. 210 of the constitution 
provides that all legislation in force in Libya prior to the coming 
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into effect of the constitution remains effective until abrogated, 
modified or replaced by new legislation. As regards rights of in- 
dustrial property, it has been confirmed by Art. 8 of Resolution 
388, passed by the General Assembly of the United Nations on 
December 8, 1950, that these rights, which were granted under the 
old Italian Law, shall remain in effect for the period for which 
they have been granted. 


Union of South Africa 
German-Owned Trade-Marks 


The following announcement appeared in the Patent Journal 
for the 3rd June, 1953 :— 


DisPposAL oF GERMAN-OwNED TrapE-MarkKs VESTED IN THE 
CusTopDIAN oF ENEMy PROPERTY 


Notice is hereby given that the Custodian of Enemy 
Property has, with effect from the date of this notice, re- 
linquished all rights to and interest in trade marks registered 
in the names of or owned by German Nationals (with the 
exception of such trade marks as are the subject of a Reg- 
istered User Agreement to which the Custodian is a party) 
which have hitherto vested in the Custodian in terms of 
Government Notices No. 2064 dated 24th October, 1945, and 
No. 1010 dated 27th May, 1949, respectively. 


Trade marks still upon the register in the names of 
German Nationals and not subject to a Registered User 
Agreement will, with effect from the date of this notice, 
automatically revert to the former owners. 

Trade marks formerly upon the register in the names of 
German Nationals which have lapsed may, subject to any 
rights that may have been acquired by third parties, be re- 
applied for by the former owners or their successors in title. 


International Convention 


The American group of the International Association for the 
Protection of Industrial Property (A. I. P. P. I.) met at Boston 
jointly with the American Bar Association and approved the 
recommendations made at Locarno as reported by Mr. John 
Dashiell Myers at 43 TMR 557. 
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EL CHICO, INC. v. EL CHICO CAFE et al. 
No. 4848—D. C. N. D. Texas, Dallas Div.—March 13, 1953 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 


Where plaintiff’s trade name EL CHICO for a Spanish restaurant in New 
York City had acquired secondary meaning, and defendant used EL CHICO for 
Mexican restaurants in Texas and as a trade-mark for canned foods with full 
knowledge of plaintiff’s business but without fraud or deceit held complaint 
dismissed as to use of EL CHICO for restaurant business and defendants en- 
joined from using EL CHICO on canned food. 


Action for unfair competition by El Chico, Inc. v. El Chico Cafe et al. 
Judgment for plaintiff in part; judgment for defendants in part. 


Clarence P. Greer and Clarence G. Campbell of New York, N. Y. and 
William P. Fonville, Dallas, Texas, for plaintiff. 


Francis C. Browne, Washington, D. C. and Gene Lary, John A. Erhard, 
and Coke & Coke, of Dallas, Texas, for defendants. 


ATWELL, Chief Judge. 


The plaintiff seeks a permanent injunction and damages. 


I find as facts: 


That the plaintiff’s name, EL CHICO, for his restaurant and place 
of entertainment at Greenwich Village, New York, was chosen and pub- 
licized extensively over radio, newspaper advertising, and through recom- 
mendations made by patrons who came from time to time for more than ten 
years prior to the time that the defendants chose the name, EL CHICO, 
for their restaurants and canned goods, which restaurants and canning 
place were situated in Dallas, Texas. 


That there is no testimony of any confusion occasioned by customers 
of the plaintiff by reason of the later establishment of the defendants’ 
business. Nor that there has been any pecuniary damage suffered by the 
plaintiff by reason of the establishment of the defendants’ businesses. 


That at the time of the establishment of the defendants’ businesses, 
they had knowledge of the plaintiff’s business in New York. They also 
knew that the phrase, EL CHICO, was used on many other products. 


That each continued to operate successfully and to considerable gain. 
That each expended large sums of money in advertising, the larger of which 
were those made by the plaintiff. 
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That when defendants established their businesses they knew of the 
prior establishment of the plaintiff’s business, but I find that there was no 
fraud, nor deceit by the defendants in the continuation of their businesses, 
nor in their original establishment. 


I find that the plaintiff’s business is confined to a high-class Spanish 
restaurant with accompanying entertainment, and bar. 


That the defendants’ places of business are restaurants without enter- 
tainment, but where drinks may be had at some of those places, outside of 
the State of Texas where it is against the law to serve alcoholic or spiritu- 
ous beverages. 


That the defendants have filed a certificate with the authorities of the 
states of Louisiana, California, and Arizona. 


I find that there is the necessary diversity of citizenship, and the 
statutory amount involved in this litigation. Also, that the defendant, 
El Chico Canning Company engaged in interstate commerce, but that 
neither of the other defendants, save as partners, so engaged, nor did the 
plaintiff so engage. 


I find that the plaintiff’s place of business was Spanish in character, 
and atmosphere, and decorations, and food. That the defendants’ place 
of business in Dallas and Fort Worth, Texas, were Mexican in food, fur- 
nishings, and decorations. 


I find that the character of entertainment, and the food served by the 
plaintiff, were of the highest sort and kind. That distinguished citizens 
from different portions of the United States, and from many other nations, 
were visitors at the plaintiff’s place, and entertained therein. 


That many books, by newspaper writers, and by authors and by news- 
paper columnists, were published. That such publications, and news- 
papers, were circulated in many of the states of the union, and through 
and by twenty-eight newspapers. 


I find that the two words, EL CHICO, were arbitrary trade names, 
insofar as they related to both plaintiff and the defendants. But that the 
phrase, EL CHICO, is without subject, and is merely the beginning of a 
sentence, and is, and was, and has been used for a long time upon many 
sorts of articles, and as a part of persons’ names. 


I find that the territory in which each operated was exclusively in 
New York, as to the plaintiff, and in Texas, as to the defendants, except as 
to the defendants’ canning company which sold its food products in cans 
labeled, EL CHICO, in thirty-two states. 


CONCLUSIONS oF LAW 


From the above facts, it is evident that the law of unfair competition 
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must rule this case. The common law of trade marks is but a part of the 
broader law of unfair competition. Elgin Nat. Watch Co. v. Illinois Watch 
Case Co., 179 U.S. 665; Trade Marks and Trade Names, and Unfair Com- 
petition, by William C. Linton, and Armstrong Paint & Varnish Works v. 
Nu-Enamel Corp., 305 U.S. 315 [29 TMR 3]. 


Voluminous decisions may be of interest to the student, and they have 
been sought out and presented to the court by the diligent counsel of record 
in this case. Such as Fidelity Bond & Mortgage Co. v. Fidelity Bond & 
Mortgage Co. of Texas, 33 F.2d 580, affirmed 37 F.2d 99; Plaza Co. v. 
White, 160 S.W.2d 312; Suniland Furniture Co. v. Sunnyland Wholesale 
Furniture Co., 235 S.W.2d 674; Henke & Pillot, Inc. v. Hanovice, 77 S.W.2d 
303; A. B. C. Stores, Inc. v. T. S. Richey & Co., 266 S.W. 551; Goidl v. 
Advance Neckware Co., 132 Tex. 308; United Drug Co. v. Theodore Rec- 
tanus Co., 248 U.S. 90; American Steel Foundries v. Robertson, Commis- 
sioner, 269 U.S. 372; Lucien Lelong, Inc. v. Lenel, Inc., 181 F.2d 3 [40 
TMR 304]; Pulitzer Pub. Co. v. Houston Printing Co., 4 F.2d 924; Buck- 
span Vv. Hudson Bay Co., 22 F.2d 721; Churchill’s Terminal Restaurant v. 
Churchill Chemists Corp., 112 N.Y.S.2d 215 [42 TMR 431]; Beech-Nut 
Packing Co. v. P. Lorillard Co., 7 F.2d 967; Stork Restaurant v. Sahati, 
166 F.2d 348, 357 [38 TMR 431] ; Fox Fur Co., Inc. v. Fox Fur Co., Inc., 59 
F.Supp. 12 [35 TMR 52]; Brooks Bros. v. Brooks Clothing of California, 
Ltd., 60 F.Supp. 442, 450 [35 TMR 99]; Menendez v. Holt, 128 U.S. 514; 
Yale Electric Corp. v. Robertson, 26 F.2d 972. 


It follows from what I have found as the facts, and as conclusions of 
law, that the bill must be dismissed as to all defendants except the El] Chico 
Canning Company, and its owners, who are enjoined from further use of 
the name, EL CHICO, on its canned food. 


> 


WILBERT W. HAASE CO. v. SULTZ et al., doing business as 
BUFFALO WILBERT VAULT WORKS 


No. 4372—D. C. W. D. N. Y.—March 28, 1953 


ComMON LAW TRADE-MarKsS-—NATURE OF RIGHTS 

Where defendant made and sold burial vaults under a patent license and 
used plaintiff’s trade-mark WILBERT for burial vaults under a trade-mark 
licensing agreement under which plaintiff controlled the quality of the goods, 
held defendant acquired no rights to plaintiff’s trade-mark and is enjoined from 
using it after trade-mark license expired. 

Trade-mark rights are not affected where patent on trade-marked goods 
expired; there was no general adoption of the trade-mark into the public domain 
and trade-mark had acquired secondary meaning prior to expiration of patent. 


ANTITRUST 
Requirement in license that defendants purchase from plaintiff unpatented 
materials required in manufacture of trade-marked goods does not violate 
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antitrust laws because it is a reasonable requirement for protection of plaintiff’s 
trade-mark. 


TRADE-MarRK AcT OF 1946—REGISTRABILITY—IN GENERAL 
WILBERT is not generic or descriptive of burial vaults. 


Action for trade-mark infringement and unfair competition by 
Wilbert W. Haase Co. v. William Sultz and Marabelle C. Sultz, copartners 
doing business as Buffalo Wilbert Vault Works. Judgment for plaintiff. 


Wallace & Cannon of Chicago, Ill. and Kenefick, Cooke, Mitchell, Bass & 
Letchworth, Buffalo, N. Y. (Charles B. Cannon, Daniel V. O’Keefe 
and Harold C. Osburn of Chicago, Ill. of counsel) for plaintiff. 


Bean, Brooks, Buckley & Bean (Malcolm K. Buckley and Conrad Christel 
of counsel) of Buffalo, N. Y., for defendants. 


BuRKE, District Judge. 
FINDINGS OF Fact 


1. Plaintiff, Wilbert W. Haase Co., is an Illinois corporation having 
its principal office and place of business in Broadview, Cook County, 
Illinois, and formerly in Forest Park, Illinois. 


2. Defendants are citizens of New York and reside at Buffalo, N. Y. 
They are co-partners doing business as Buffalo Wilbert Vault Works, and 
have their place of business located at Buffalo, N. Y. They are successors 
to Buffalo Wilbert Vault Works, Inc., formerly a New York corporation. 


3. This action arises under the trade mark laws of the United States 
for infringement of plaintiff’s registered trade marks and for unfair com- 
petition. 


4. The plaintiff corporation was organized on or about December 14, 
1933, at which time it took over the business of Wilbert W. Haase in the 
manufacture and sale, through licensees, of burial vaults bearing the trade 
mark WILBERT, together with the good will connected therewith. 


5. Wilbert W. Haase, plaintiff’s predecessor, first distributed, through 
authorized licensees, burial vaults bearing the trade mark WILBERT in 
the latter part of 1929 or in the early part of 1930. 


6. Since that time plaintiff or its predecessor, has, through authorized 
licensees, manufactured and sold burial vaults bearing the trade mark 
WILBERT in various sections of the United States, including Buffalo and 
adjoining territory. 


7. Plaintiff has for many years advertised burial vaults under its 
trade mark WILBERT in trade publications circulating nationally among 
funeral directors. These publications include ‘‘Casket and Sunnyside’’, 
‘American Funeral Director’’, and others. Plaintiff has advertised burial 
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vaults under its trade mark WILBERT through various other advertising 
media including booklets, souvenirs, pad matches, and other similar novelty 
advertising distributed at conventions of funeral directors and similar gath- 
erings. 


8. Plaintiff owns the following United States trade mark registrations 
of the trade mark WILBERT: 


Registration Number 
311,626 March 27, 1934 
360,041 September 6, 1938 
394,182 March 24, 1942 
413,056 April 3, 1945 
417,669 November 6, 1945 
502,902 October 12, 1948 
533,495 November 14, 1950 


9. In 1930 the sale of burial vaults bearing the trade mark WIL- 
BERT by plaintiff’s predecessor, or its licensees, totaled about 150 units. 
Since that time the sales of burial vaults have increased until the num- 
ber of burial vaults sold by plaintiff’s licensees bearing the trade mark 
WILBERT during the year 1949, was about 69,800 units. 


10. Between November 30, 1933 and September 30, 1949 the plain- 


tiff expended in advertising burial vaults offered for sale under the trade 
mark WILBERT, $220,329.26. 


11. The defendants’ predecessor in business was Buffalo Wilbert 
Vault Works, Inc., a New York corporation. It was organized in 1934, 
all the stock being then owned by the defendants. 


12. On or about May 5, 1934 the plaintiff and Buffalo Wilbert Vault 
Works, Ine. entered into a written license agreement under which the 
plaintiff granted to the said corporation a license for the manufacture of 
burial vaults under Letters Patent to Wilbert W. Haase, No. 1,839,149, 
dated December 29, 1931. This license by its terms expired at the expira- 
tion of the patent, December 29, 1948. Among other things the license 
agreement granted the said corporation the right to-manufacture and sell 
WILBERT burial vaults under the supervision, direction and control of 
the plaintiff in the counties of Erie and Niagara in New York State. This 
territory was subsequently enlarged by amendments to the license agree- 
ment to include the counties of Orleans, Genesee, Wyoming and Cattarau- 
gus in the State of New York and the county of McKean in the State of 
Pennsylvania, and that territory in Chattauqua county, New York, lying 
within the area bounded on the west by the city limits of the city of 
Jamestown, and between the north and south boundaries of said city as 
extended to the county line of the east. 
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13. The defendant’s predecessor, and later the defendants, operated 
their business as a licensee of the plaintiff under the license agreement of 
May 5, 1934, and amendments thereto increasing the territory, until the 
expiration of the license agreement on December 29, 1948. 


14. During that time the defendant’s predecessor, and later the 
defendants, advertised, by means of newspaper advertisements inserted 
in local Buffalo newspapers and by means of sales promotion literature 
including blotters and pad matches distributed to funeral directors, to 
the effect that WILBERT burial vaults were a ‘‘nationally known product 
manufactured locally,’’ that WILBERT burial vaults were available in 
871 cities from coast to coast, that burial vaults bearing the name WIL- 
BERT were the purchasers ‘‘Seal of Security’’ and ‘‘Mark of Security,’’ 
and at times during the later years of the license agreement that the 
name WILBERT was the trade mark of the plaintiff. 


15. Since May 5, 1934 defendants and their predecessor have con- 
tinuously used the name WILBERT in their business name. 


16. The defendants and their predecessor, while operating under 
the license agreement of May 5, 1934, made changes in accordance with 
instructions received from the plaintiff in manufacturing procedures in- 
volved in making burial vaults which they sold under the trade mark 
WILBERT, and in the form of trade mark plates which they used to 
impress the trade mark WILBERT in the concrete of burial vaults which 
they manufactured under the license agreement. They called upon the 
plaintiff from time to time for advice as to various problems arising in 
connection with the manufacture and sale of burial vaults under the 
license agreement. They marked burial vaults which they sold under the 
trade mark WILBERT with trade mark notices supplied by the plaintiff, 
including a trade mark notice embodying the word WILBERT written 
in the distinctive style of script shown in plaintiff’s trade mark Regis- 
tration No. 502,902 and 533,495, and some of the vaults manufactured 
after 1945 bear the aforesaid WILBERT script trade mark with the fol- 
lowing legend immediately below viz., ‘‘Trade mark of the Wilbert W. 
Haase Co.”’ 


17. Asphalt lined concrete vaults weigh upwards of 2000 pounds and 
are generally not shipped great distances from their place of manufac- 
ture, generally not over 60 miles from the point of manufacture. 


18. During the time that the defendants and their predecessor oper- 
ated as a licensee of the plaintiff under the license agreement of May 5, 
1934, the defendants and their predecessor conducted their business in 
a manner to show that they considered, and they so advised the public 
and the trade by advertising, that the name WILBERT was the trade 
mark of the plaintiff, that they were doing business as a licensee of the 
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plaintiff, that burial vaults were sold in various parts of the United 
States by other licensees of the plaintiff under the same trade mark, and 
that burial vaults could be purchased by funeral directors or by families 
or relatives of deceased persons throughout the United States with assur- 
ance that they would be of the same quality of materials and workman- 
ship, because of the fact that all of such burial vaults were manufactured 
and sold under the supervision and direction of the plaintiff. 


19. The plaintiff and its predecessor have always controlled the 
quality of burial vaults sold by their licensees under the trade mark 
WILBERT. This control of quality has been and is essential to and nee- 
essary for the protection of the reputation and good will of the plaintiff’s 
trade mark WILBERT. 


20. The plaintiff and its licensees have been and are engaged in 
interstate commerce. The defendants and their predecessor purchased 
from the plaintiff burial vaults bearing the trade mark WILBERT which 
were shipped in interstate commerce from Forest Park, Illinois to Buf- 
falo, New York. 


21. The license agreement of May 5, 1934 came about as the result 
of an advertisement placed by the plaintiff in a trade magazine to the 
effect that territorial rights were available for the manufacture of burial 
vaults under the plaintiff’s patent. William Sultz, one of the defendants, 


on April 13, 1934 communicated with the plaintiff and after negotiations 
the license agreement of May 5, 1934 resulted. The license agreement 
required among other things the payment of a unit royalty on all vaults 
manufactured under the license agreement. 


22. The defendants and their predecessar have advertised the name 
of Buffalo Wilbert Vault Works in and around Buffalo through the me- 
dium of local newspaper advertising, including foreign language news- 
papers, and through the media of matches, blotters and other novelty 
advertising, continuously since 1934. From May 5, 1934 until December 
31, 1948 defendants and their predecessor have expended in local adver- 
tising $29,441.36. 


23. Beginning in January, 1937 defendants cantributed to plaintiff’s 
national advertising at the rate of 25¢ per vault and contributed the total 
amount of $3,688.75 for such national advertising. 


24. The defendants, with full knowledge of the plaintiff, offered for 
sale and sold concrete burial vaults not lined with asphalt and not made 
under the licensed patent, under names other than WILBERT and 
offered other items for rent such as tents, awnings, mattings and the like, 
to funeral directors. 


25. Defendants billed its customer funeral directors for all goods 
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and services sold by it under the heading Buffalo Wilbert Vault Works, or 
under the heading of its predecessor Buffalo Wilbert Vault Works, Ince. 


26. There was no requirement in the license agreement to mark the 
manufactured vaults with any trade mark marking nor did the license 
agreement grant to the defendants’ predecessor, or to the defendants, 
any right with respect to the use of the trade mark WILBERT. The 
defendants, however, did impress the name WILBERT in the vaults 
manufactured by them under the license agreement and used the trade 
mark WILBERT in its trade name. This was done with the consent of 
the plaintiff. By such use of the trade mark WILBERT the defendants 
obtained the benefit of plaintiff’s national advertising of the trade mark 
WILBERT amounting to a recognition by the defendants that the plain- 
tiff had rights in the trade mark co-extensive with its national advertising 
of the mark, including rights to the mark in the Buffalo area. Such use 
by the defendants of the mark was not in competition with the plaintiff’s 
use of the mark in the Buffalo area, but was consonant with the plain- 
tiff’s simultaneous use of the mark in the same area to identify burial 
vaults manufactured under license agreements granted by the plaintiff 
conforming to universal standards and requirements as to quality imposed 
by the plaintiff. Such simultaneous use by the plaintiff of the mark in 
the Buffalo area, and plaintiff’s prior use of the mark on a national scale, 
was fully known to the defendants’ predecessor when it began its use of 
the mark. 


27. No use of the trade mark WILBERT in advertising or on vaults 
was accompanied by the phrase ‘‘trade mark of Wilbert W. Haase Co.”’ 
until 1945, but as early as July, 1939, in the publication ‘‘Casket and 
Sunnyside’’ the plaintiff advertised its WILBERT burial vaults with the 
designation ‘‘The Wilbert Vault’’ and directly thereunder there appeared 
the following: ‘‘Trade Mark Reg.”’ 


28. Plaintiff submitted to the defendants proposed renewal contracts 
in 1946 and 1948, neither of which the defendants executed. Both pro- 
posed renewal contracts required the defendants to relinquish any rights 
they might have to the trade mark WILBERT and purported to grant 
to defendants a trade mark license based on a unit royalty payment. 


29. Plaintiff, by the terms of the license agreement of May 5, 1934, 
required its licensees to purchase from the plaintiff various unpatented 
materials including asphalt required in the manufacture of the vaults. 
Plaintiff does not now, nor did it for some time prior to the commence- 
ment of this action, require its licensees to purchase from the plaintiff 
unpatented materials required in the manufacture of vaults. 


30. Since the expiration of the license agreement in December 239, 
1948 the defendants have sold burial vaults bearing the name WILBERT 
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thereon in different forms, including the distinctive style of script shown 
on Registration Nos. 502,902 and 533,495. 


31. Since the expiration of the license agreement, the defendants 
have advertised burial vaults for sale under the trade mark WILBERT 
through local Buffalo newspapers and local trade publications. In such 
advertisements the trade mark WILBERT was a dominant feature and 
appears in the text of the advertisements and is inscribed upon the 
replicas of burial vaults appearing in the advertisements. Since the 
expiration of the license agreement the defendants have published adver- 
tisements in local Buffalo newspapers and local trade journals wherein 
the defendants held themselves out as ‘‘distributors for western New 
York of Wilbert burial vaults.’’ 


32. Since the expiration of the license agreement the defendants 
have sold burial vaults bearing the words ‘‘Original Buffalo Wilbert 
Vaults.’’ 


33. During the time that the defendants’ predecessor and the de- 
fendants were licensees of the plaintiff the defendants and their predeces- 
sor issued guarantees to purchasers of WILBERT burial vaults. Such 
guarantees were provided by the plaintiff and carried the name and signa- 
ture of the plaintiff as one of the guarantors. Since the expiration of the 


license agreement of May 5, 1934 the aforesaid guarantee bearing the 
plaintiff’s name and signature as one of the guarantors have not been 
available to the defendants. 


34. Since the expiration of the license agreement of May 5, 1934 the 
defendants have sent out sales promotion literature such as blotters and 
other novelty advertising stating that they*were furnishing with such 
burial vaults ‘‘the same guarantee,’’ thereby implying that they were 
furnishing with such burial vaults the same guarantee as the defendants 
or their predecessor had furnished to customers when the defendants 
and their predecessors were licensees of the plaintiff. This statement is 
misleading. 


35. Since the expiration of the license agreement of May 5, 1934 the 
defendants have sent out sales promotion literafure relative to burial 
vaults which they have offered for sale under the trade mark WILBERT 
stating that ‘‘Buffalo Wilbert Vault Works’’ represents ‘‘the same Wilbert 
men.’’ This statement is misleading. 


36. Since the expiration of the license agreement of May 5, 1934 the 
defendants have sent out sales promotion literature relative to burial vaults 
which they have offered for sale under the trade mark WILBERT stating 
that ‘‘Buffalo Wilbert Vault Works represents the same Wilbert vault.’’ 
This statement is misleading. 
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37. Since the expiration of the license agreement of May 5, 1934 the 
defendants in the month of August, 1949 sent out a letter to funeral direc- 
tors in the Buffalo area relative to burial vaults which they offered for 
sale under the name WILBERT stating, ‘‘We have been sole distributors 
and will continue to be for the Wilbert asphalt-lined concrete burial 
vault.’’ This statement is misleading in that it implies that the defend- 
ants will continue to manufacture WILBERT vaults under the same con- 
ditions which obtained during the life of the license agreement. 


38. Through advertising by the plaintiff of WILBERT burial vaults 
in leading trade magazines including ‘‘Casket and Sunnyside,’’ ‘‘ Ameri- 
can Funeral Director,’’ and others, plaintiff has informed the trade gen- 
erally that such advertisements were those of a central company which 
stood behind the licensee who manufactured and sold WILBERT burial 
vaults. Funeral directors have come to realize as a result of such national 
advertising that WILBERT burial vaults are a nationally available 
product and may be obtained in various sections of the country. This 
advertising has resulted in a feeling of assurance on the part of funeral 
directors that WILBERT burial vaults may be purchased throughout the 
United States of the same quality as burial vaults purchased by funeral 
directors in their own localities under the name WILBERT, this because 
funeral directors have come to understand that specifications and manu- 
facturing standards of such burial vaults have been and are controlled 
by the central company, and that a burial vault is not a WILBERT 
burial vault unless it is backed by the central company. 


39. As far as the proof shows, other than the defendants, there is 
no manufacturer of burial vaults selling burial vaults under the trade 
mark WILBERT anywhere in the United States which is not a licensee 
of the plaintiff. 


40. Where a person dies in one part of the country and is to be bur- 
ied at another place, it is common practice for a funeral director at the 
place of death to make a request, by telephone, to a funeral director at 
the place of burial, to arrange for a burial vault for use in the burial. 
Such requests are frequently made for WILBERT burial vaults by funeral 
directors who recognize WILBERT burial vaults as the only burial vaults 
backed by the plaintiff. 


41. The practice of defendants of selling burial vaults bearing the 
name WILBERT is likely to cause confusion and mistake and to deceive 
funeral directors located in other parts of the United States other than 
the Buffalo area who arrange for burials in the Buffalo area, as to the 
source of origin of the vaults. 


42. The practice of the defendants of selling burial vaults bearing 
the name WILBERT makes available to funeral directors in the Buffalo 
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area means by which unscrupulous or careless funeral directors might 
perpetrate a fraud upon persons or funeral directors located in other 
sections of the country who request a WILBERT burial vault for use 
in a burial, expecting to receive a burial vault which has been manufac- 
tured by one of the plaintiff’s licensees and one which is backed by the 
plaintiff. 


43. Since the expiration of the license agreement of May 5, 1934 the 
defendants have continued to use the name WILBERT in their firm name 
and they advertise their name in trade journals having a national cir- 
culation. 


44. Since the expiration of the license agreement of May 5, 1934 
the plaintiff has represented to funeral directors in the Buffalo area that 
defendants are no longer authorized to advertise and sell WILBERT 
concrete lined burial vaults under the trade mark WILBERT. 


45. Since the expiration of the license agreement of May 5, 1934 
plaintiff has granted a license to Herald Vault Works which purports to 
grant it the exclusive right to use the trade mark WILBERT on burial 
vaults in the Buffalo area. 


46. The requirement imposed by the plaintiff on the defendants and 
their predecessor to purchase from the plaintiff unpatented materials re- 
quired in the manufacture of burial vaults bearing the name WILBERT 
was a reasonable requirement for the protection of plaintiff’s trade mark 
and did not constitute a violation of the anti-trust laws. 


47. The price charged by the plaintiff for asphalt sold to its licensees, 
including the defendants, was substantially higher than the price that was 
charged for commercial asphalt in some respects closely comparable to 
that sold by the plaintiff. The plaintiff however maintained at its own 
expense a service for testing and inspecting all asphalt furnished to its 
licensees for use in vaults manufactured under the trade mark WILBERT. 
This was a reasonable precaution for the control of quality imposed as a 
protection for plaintiff’s trade mark, and was not a violation of the anti- 
trust laws. 

ConcLusions or Law 


1. This Court has jurisdiction of subject matter and of the parties 
to this action. 


2. Jurisdiction for trade mark infringement is based upon the Fed- 
eral Trade Mark Act of July 5, 1946, 15 U.S.C.A., Section 1114 et seq. 
Jurisdiction for unfair competition arises from the fact that the action 
for unfair competition arises out of the same cause of action as that for 
trade mark infringement and upon the further fact that the plaintiff 
and defendants are citizens of different states, and that the amount in 
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controversy, as to the charge of unfair competition, exceed $3,000, exclu- 
sive of interest and costs. 


3. Plaintiff’s trade mark WILBERT is valid and all rights therein 
are vested in and are the property of the plaintiff. 










4. The following trade mark registrations of plaintiff are valid, 
subsisting, uneanceled and unrevoked: 


Registration Numbers: 311,626; 417,669; 360,041; 502,902; 
394,182; 533,495 ; 413,056. 











5. The rights of the plaintiff in and to its trade mark WILBERT 
were not affected by the expiration of the patent referred to and described 
in the license agreement of May 5, 1934, and there has been no general 
adoption of the word WILBERT into the public domain since the ex- 
piration of the patent. The name WILBERT is not generic or descrip- 
tive of any burial vault manufactured by the plaintiff’s licensees. 


6. Plaintiff’s trade mark WILBERT, as a result of extensive usage 
and advertising, has acquired a secondary meaning indicating that burial 
vaults sold under the trade mark WILBERT are manufactured and sold 
by plaintiff’s licensees under license agreement with the plaintiff and that 
the quality of such burial vaults is controlled by the plaintiff. 


















7. The use of the trade mark WILBERT by defendants in reference 
to burial vaults manufactured and sold by the defendants, and the use of 
the word WILBERT in defendants’ firm name constitute an infringement 
of the rights of the plaintiff in and to its trade mark WILBERT, and in 
and to its trade mark registrations herein set forth. 













8. The defendants have competed and are competing unfairly with 
the plaintiff by the use of plaintiff’s trade mark WILBERT in adver- 
tisements in newspapers and trade journals and in sales promotion liter- 
ature, and by the use of the name WILBERT on burial vaults manufac- 
tured and sold by them and by the use of the name WILBERT in their 


firm name. 










9. Plaintiff’s motion to amend the pleadings to conform to the evi- 
dence should be granted. The supplemental complaint should be amended 
by adding plaintiff’s trade mark Registration No. 502,902, with attached 
certificate of correction dated February 19, 1952. 








10. The plaintiff has not been guilty of any misuse of its trade 
mark WILBERT, by itself or through its licensees. 






11. The defendants have not established their counterclaims. The 
counterclaims as asserted are invalid and should be dismissed on the 


merits. 
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12. Plaintiff is entitled to judgment providing for injunctive relief 
against further acts of infringement and unfair competition, together 
with costs. 


13. On equitable principles plaintiff is not entitled to a recovery of 
profits and damages. 


Submit judgment on notice. 


DELANCEY KOSHER RESTAURANT & CATERERS CORPORATION 
v. GLUCKSTERN et al. 


C. A. N. Y.—April 6, 1953 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 


Where contract between plaintiff and defendant defines permissible use of 
trade name, court is bound by parties’ definitions, and common law principles of 
unfair competition do not apply. 


Action for unfair competition by Delancey Kosher Restaurant & 
Caterers Corporation v. Phil Gluckstern et al. Defendants appeal from 
judgment for plaintiff. Modified and affirmed without costs. 


Case below reported at 42 TMR 671. 


Abraham L. Pomerantz and William E. Haudek of New York, N.Y. for 
defendants-appellants. 


Irving Schneider and Kalman I. Nulman of New York, N. Y. for plaintiff- 
respondent. 


FROESSEL, Judge. . 


In or about the year 1900, Simon Gluckstern opened a restaurant 
which presently has entrances on Delancey and Norfolk Streets in New 
York City. In due time it achieved a widespread reputation as a Rumanian 
kosher restaurant. In or about 1916 or 1917, Simon’s twin brother, Louis, 
became associated with him in the business. In 1928 they formed a 
corporation known as ‘‘Gluckstern’s, Ine.’’, each owning half of its 
stock, and to which they transferred this business. In 1940 differences 
arose between them resulting in litigation which was subsequently settled. 
With the advice and under guidance of counsel, the settlement was em- 
bodied in a written agreement executed by Simon and Louis, and their 
respective sons, Samuel and Philip, who were employees and directors 
of the corporation. 


The agreement provided, among other things, for the sale by Louis 
of his stock to Simon, and for the resignations by Louis and Philip of 
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their positions in the corporation. The agreement also contained a covenant 
on the part of Louis and Philip that ‘‘they will not at any time during 
the period of five years * * * directly or indirectly engage in or become 
interested * * * in the restaurant * * * business’’ in an area bounded by 
23rd Street, the East River, the Battery, the Bowery and Third Avenue. 
Louis and Philip also agreed that during said five-year period they would 
not give to any person the right to use the ‘‘Gluckstern’’ name. The 
agreement then continued: ‘‘ All of the above restrictions shall cease and 
terminate at the expiration of five years or prior thereto in the event 
of a default’’. 


In the succeeding twelfth paragraph the agreement provides that, 
except as to the aforesaid area, Louis and Philip ‘‘have the right at any 
and all times to engage in any business whatsoever including a restaurant 
* * * in their own names or otherwise, and that ‘Louis’ and ‘Philip’ have 
the right in connection with any business in which they chose to engage to 
use the name ‘Gluckstern’ or ‘Gluckstern’s’ in the title of or in connection 
with the business. In the event that ‘Philip’ or ‘Louis’ or either of them 
shall engage in the restaurant business, and in connection therewith 
use the name ‘Gluckstern’ or ‘Gluckstern’s’, the said ‘Louis’ and ‘Philip’ 
covenant and agree that they will not represent that their said business 
is a part of or that they are interested in the business of Gluckstern’s, Inc. 
or that Gluckstern’s, Inc. has removed its business from its present address, 
135 Delancey Street, or that Gluckstern’s, Inc., is no longer engaged in 
business at its present address, 135 Delancey Street.’’ At or about the 
same time, the corporate directors adopted a resolution authorizing 
Louis and Philip ‘‘to use the name ‘Gluckstern’ or ‘Glucksterns’ in con- 
junction with any other words * * * but said name must be one that will 
not conflict with the name Gluckstern’s, Inc. in the opinion of the Secretary 
of State.’’ 


Thereafter, Louis and Philip opened two kosher restaurants in mid- 
town Manhattan, one at 157 West 49th Street in the name of the corporate 
defendant Gluckstern’s Restaurant, Inc., and the other at 209 West 48th 
Street in the name of the corporate defendant Phil Gluckstern’s Restaurant, 
Ine. No question whatever is raised as to the right of defendants to conduct 
such businesses in the names of these corporations, and they were in 
operation at the time of the trial. 


By an agreement dated December 21, 1951, and a bill of sale dated 
March 10, 1952, plaintiff purchased from Gluckstern’s, Inc., the physical 
assets of its business and the ‘‘good-will’’ thereof, but, as ‘‘to the use of 
the name ‘‘Gluckstern’s’’, plaintiff was given only a ‘‘non-exclusive 
license’’ on certain specified terms and conditions, one of which was a 
‘‘license to the use of said name only so long as the Buyer shall remain 
the owner of said restaurant business, as hereinafter provided.’’ 
















Vol. 43 T. M. R. DELANCEY RESTAURANT v. GLUCKSTERN 853 


After the bill of sale had been delivered and preparations for ren- 
ovation were under way, Philip, Louis’ son, having leased a site across 
the way from the Norfolk Street entrance of Gluckstern’s, Inc., posted a 
sign outside his premises announcing: ‘‘Opening for Passover’’, ‘‘The 
Original Gluckstern’s Restaurant’’, and containing the following legends: 
‘Two Generations of Service’’, ‘‘ Mid-Town Branch 157 W. 49th St., N.Y.’’. 


Plaintiff thereupon instituted this action for injunctive relief. De- 
fendants by way of counterclaim demanded that plaintiff be restrained 
from conducting a kosher restaurant in New York City under the name 
‘‘Gluckstern’s’’, and for related relief. After a trial before a special 
referee, a sweeping injunction was granted to plaintiff prohibiting de- 
fendants, among other things, ‘‘from continuing the use of the name 
‘Gluckstern’s,’ or any derivative of such name, in connection with the 
restaurant business within twelve city blocks in every direction from plain- 
tiff’s present restaurant business’’. Defendants’ counterclaim was dis- 
missed upon the merits. 


The Appellate Division modified the judgment to the extent of re- 
ducing the geographical limitation from twelve to ‘‘three city blocks in 
every direction from plaintiff’s present restaurant business’’ and affirmed 
in all other respects. Defendants appeal from the judgment of modification 
and affirmance. 


We think the courts below were clearly right in dismissing defend- 
ants’ counterclaim. As to the affirmative relief granted to plaintiff, de- 
fendants acquiesce in the restraint placed upon them as to the use of 
the words ‘‘Original Gluckstern’s’’ and ‘‘Two Generations of Service’’. 
Their primary contention here is that, by reason of their ‘‘contract rights’’ 
following the expiration of the five-year limitation period, the judgment 
should be modified by authorizing them to operate their Norfolk Street 
restaurant under the name ‘‘Phil Gluckstern’s’’, and they are willing to 
add thereto ‘‘such legends as will preclude any possible claim that the 
regulation of competition covenant is breached’’. 


In the final analysis, then, the question presented is whether, in the 
light of the 1940 agreement and resolution, the Appellate Division had 
the right to impose the ‘‘three city blocks’’ limitation. At the outset, it 
should be kept in mind that we are dealing with an express contract be- 
tween parties, which by its terms defines what conduct is to be deemed 
fair or unfair, and such contract, rather than general principles relating 
to unfair competition in the absence of agreement, must govern. In this 
view, while the courts below were warranted in their determinations in 
all other respects, they were not authorized to erect boundaries never 
agreed upon by the parties, whether at a distance of three or twelve 
city blocks from plaintiff’s premises. Such total restraint in the area of 
plaintiff’s business would be in conflict with the agreement. 
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Under the settlement agreement, Louis and Philip had the right 
after five years ‘‘to engage in any business whatsoever including a 
restaurant * * * in their own names or otherwise, and * * * to use the 
name ‘Gluckstern’ or ‘Gluckstern’s’ in the title of or in connection with 
the business’’, without any territorial restriction. The intention of the 
parties was clearly and unambiguously set forth, and, when so expressed, 
‘‘effect must be given to the intent as indicated by the language employed’’ 
Matter of Western Union Tel. Co., 299 N.Y. 177, 184. We have no right, 
under the guise of construction, to excise from the settlement agreement 
the rights and obligations of the parties as defined by them, nor may we 
add thereto Freidman v. Handelman, 300 N.Y. 188, 194. 


The only limitation on that right after the five-year period, so far as 
here pertinent, was that Louis and Philip ‘‘will not represent that their 
said business is a part of or that they are interested in the business of 
Gluckstern’s, Ine.’’. The question remains, then, whether defendants 
made such representation with respect to their Norfolk Street premises. 
The evidence in that connection is the use of the words ‘‘Original Gluck- 
stern’s’’ and ‘‘Two Generations of Service’’, as to which they have been 
properly restrained. So long as defendants do not make the representations 
forbidden in paragraph twelfth, they have a contractual right to conduct 
a restaurant business anywhere in the city, for no territorial restrictions 
were imposed after the first five years, and no public policy was thereby 
violated. That was their contract, and the courts have no right to 
abrogate it. Consent does not give rise to Liability (Restatement, Torts, 
§ 754). It cannot therefore be said that merely locating across the way 
from plaintiff’s business is a violation of the so-called regulation of 
competition covenant. 


The right to sue for unfair competition depends on the violation of 
private rights rather than the public interest. Federal Trade Comm. v. 
Klesner, 280 U.S. 19, 27; Borden Ice Cream Co. v. Borden’s Condensed 
Milk Co., 201 F. 510, 513; Weener v. Brayton, 152 Mass. 101, 103; Nims, 
Unfair Competition and Trade Marks [4th ed.] § 416, p. 1306. In any 
event, where the parties or their predecessors have regulated the methods 
and extent of competition between them by agreement, such agreement 
controls. Manhattan Shirt Co. v. Sarnoff-Irving Hat Stores, 19 Del. Ch. 
151, 163-165, aff’d. 20 Del. Ch. 455; Jergens Co. v. Woodbury, Inc., 273 
F. 952, 966-967, aff’d. 279 F. 1016, certiorari denied 260 U.S. 728; Tode 
v. Gross, 127 N.Y. 480; Am. Jur., Trade Marks, Trade Names, etc., § 38, 
p. 520. 


In view of defendants’ use of the words which the courts below have 
properly restrained, they might reasonably have been required to employ 
some designation showing clearly that they did ‘‘not represent that their 
said business is a part of or that they are interested in’’ plaintiff’s business, 
and this they are willing to do (see Herring-Hall Marvin Safe Co. v. Hall’s 
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Safe Co., 208 U.S. 55). Inasmuch as Special Term has provided in its 
judgment that plaintiff may ‘‘apply on notice at any time at the foot of 
this judgment for such further or other injunctive relief against the 
defendants * * * as the exigency of the case may warrant or require’’, 
plaintiff may avail itself of such right if and when it be so advised. 


The judgment entered upon the order of the Appellate Division and 
that of Special Term should be modified in accordance with the opinion 
herein, and, as so modified, affirmed, without costs. 


LouGHrRAN, Chief Judge, Lewis, Conway, DesmMonp, Dyer and Fu Lp, 
Judges, concur. 


ROLLEY, INC. v. YOUNGHUSBAND et al., doing business as 
CONSOLIDATED COSMETICS, et al. 


No. 13389—C. A. 9—April 29, 1953 


EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—EVIDENCE 
Registration creates a rebuttable presumption of validity which must be 
overcome by party who challenges it; after registration, date of first use by 
registrant presumptively relates back to filing date of application. 


Action for trade-mark infringement and unfair competition by James 
L. Younghusband and Howard Younghusband co-partners doing business as 
Consolidated Cosmetics, and Les Perfums de Dana, Inc. v. Rolley, Inc. De- 
fendant appeals from judgment for plaintiff. Affirmed. 


Harry Gottesfeld, Joseph A. Brown, J. Albert Hutchinson, and Hutchinson 
& Quattrin of San Francisco, Calif., for defendant-appellant. 


James R. McKnight and McKnight and Comstock of Chicago, Ill., and 
William G. MacKay of San Francisco, Calif., for plaintiff-appellees. 


Before STEPHENS and Orr, Circuit Judges, and Byrne, District Judge. 
Orr, Circuit Judge. 


Appellant is appealing from a judgment of the District Court enjoin- 
ing its use of the trade mark VOODOO in connection with perfumes, 
colognes and similar cosmetic products. The trial court found that appel- 
lees are the lawful owners of the trade mark VOODOO; that appellees’ 
products bearing said trade mark have been and are now extensively 
advertised and sold in interstate commerce so that such products are under- 
stood by the public to be appellees’ products; that appellant has used the 
trade mark VOODOO without appellees’ consent on and in connection 
with the sale of products which were not those of appellees; and that said 
use of appellees’ trade mark by appellant is likely to cause confusion in 
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the minds of the purchasing public and has caused injury to appellees. 
The trial court concluded that appellant had both infringed appellees’ 
trade mark and engaged in unfair competition. 


The primary contention of appellant is that appropriation of the trade 
mark in question by its predecessor in interest was prior to that of appel- 
lees’ predecessor, and, accordingly, appellant is the lawful owner of the 
mark. It is urged that the findings of the District Court are deficient in 
that there is no reference to the respective dates of appropriation of 
VOODOO by predecessors in interest of appellant and appellees. Although 
the trial court made no specific finding on the issue of prior appropriation, 
it is apparent from the finding of ownership of the trade mark by appellees 
and the finding of use of the trade mark by appellant at dates later than 
the first use of the same mark by appellees that the District Court rejected 
appellant’s claim of prior appropriation. 


Appellees’ rights in the trade mark are based upon registration No. 
363,746 issued therefor to appellees’ predecessor on January 3, 1939 by 
the United States Patent Office under the Act of February 20, 1905, 33 
Stat. 724. This registration was published on August 9, 1949 under the 
provisions of the Lanham Trade Mark Act of 1946, 15 U.S.C.A. § 1051 et 
seq. See 15 U.S.C.A. § 1062(c). The statute provides that registration 
shall be prima facie evidence of the registrant’s exclusive right to use the 
mark in commerce. 15 U.S.C.A. §§ 1057(b) and 1115(a). While the right 
to a trade mark exists independently of the statute, and is not created by 
it, the courts have recognized that registration creates a rebuttable pre- 
sumption of validity which must be overcome by a party who challenges it. 
For example, McCane v. Mims, 187 F.2d 163 [41 TMR 320] (C.C.P.A. 
1951) ; Barbasol Co. v. Jacobs, 160 F.2d 336 (7th Cir. 1947). Upon regis- 
tration of the presumption as to date of first use by the registrant has 
been held to extend back to the filing date, in this case, September 10, 1938. 
Charles of the Ritz, Inc. v. Elizabeth Arden Sales Corp., 161 F.2d 234 
[87 TMR 457] (C.C.P.A. 1947) ; Wells Lamont Corp. v. Blue Ridge Over- 
alls Co., 77 USPQ 542 [38 TMR 806] (Com. Dec. 1948). 


Appellees’ perfumes and colognes are widely sold in the principal 


1. ‘Findings of fact. 

+ * - 

‘*3. Plaintiff Les Parfums de Dana, Inc., has adopted and used, is now using and 
is the sole and lawful owner of the trade mark VOODOO for perfumes, colognes and 
other cosmetics and registration No. 363,746 of January 3, 1939, therefor issued by the 
United States Patent Office on said date, and is the successor to plaintiffs James 
L. Younghusband and Howard Younghusband doing business as Consolidated Cos- 
metics, who were the owners of the said trade mark VOODOO at the time of the filing 
of the complaint herein. 

om * * 

‘*5. Said defendant Rolley, Inc., has at dates later than the first use of the trade 
mark VOODOO by plaintiffs and without plaintiffs’ consent used the trade mark 
VOODOO on and in connection with the sale of perfume and toilet water, which were 
not products of plaintiffs.’’ 
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stores in cities throughout the United States, and these products are adver- 
tised in high grade magazines of national distribution. Sales of VOODOO 
products had reached a quarter of a million dollars at the times of the 
trial. No invoices covering sales of VOODOO products prior to 1944 were 
produced by appellees, testimony being to the effect that such records were 
only kept five years, but appellees’ manager testified by deposition that at 
the time he was first employed by appellees’ predecessor in November 1940 
he saw invoices of the sale of VOODOO products on the premises at 
that time. 


Mr. Rolley, president and controlling stockholder of appellant, and its 
predecessor as an individual, was originally in the business of dyeing shoes 
and other leather goods. His compounding of perfumes commenced in 
1933 on an experimental basis and subsequently continued as a modest 
sideline to his principal business, which was not fully abandoned until 
1943. Sale of Rolley’s perfumes was admittedly confined to retail sales in 
his own store in San Francisco until 1943. Present sales of appellant’s 
VOODOO perfume and cologne are limited to six or seven stores, most of 
them on the Pacifie Coast. 


Appellant asserts that its individual predecessor, Mr. Rolley, appro- 
priated the trade mark VOODOO as early as 1934 and has used this mark 
on cosmetics consistently thereafter. No documentary proof of sales of 
VOODOO perfume or cologne by appellant at a date earlier than the date 
of registration of the trade mark by appellees’ predecessor was offered. 
The earliest date of use of the name VOODOO alleged in appellant’s 
answer and cross-complaint® was April 15, 1940. Mr. Rolley stated orally 
at the time of his discovery deposition that he had first used the name 
VOODOO in 1938. His answer was again changed to 1934 or 1935 at the 
time he signed the deposition. These changes were explained by Mr. Rolley 
on the ground that he had obtained new information. It was for the trial 
court to give such weight as he saw fit to this type of evidence. 


Mrs. Rolley testified to having seen a VOODOO label on one of Mr. 
Rolley’s products earlier than appellees’ registration or filing date. How- 
ever, the testimony of the various witnesses indicated that for many years 
there were no names but only numbers used on the labeling of Rolley’s 
perfumes, these numbers being keyed to names appearing only on a price- 
list. No evidence of a purchase of VOODOO perfume from Rolley at a 
time prior to appellees’ registration of the trade mark was introduced. 


Witness Alma Homilius testified that Rolley had used the name 


2. Appellant filed a cross-complaint alleging ownership of the trade name 
VOODOO and infringement of said name by appellees and 21 prominent retail stores 
who were appellees’ customers. The District Court granted appellees’ motion for 
temporary injunction to restrain appellant from proceeding with its suit against these 
21 stores or other customers of appellees. The final judgment dismissed the cross- 
complaint and made the injunction permanent. 
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VOODOO prior to 1938 in referring to a particular perfume. This witness, 
however, was unable to say that the name had actually appeared upon the 
perfume bottles. A second witness, Walter Moreland, testified merely that 
Rolley had said that he was using the name in years prior to 1938. The 
evidence produced by appellant does not require a finding, as a matter of 
law, of a prior appropriation of the mark by appellant’s predecessor, Mr. 
Rolley. On the contrary, we think the trial court’s finding that appellees 
are the owners of the trade mark in question finds ample support in the 
evidence. In evaluating appellant’s evidence the trial court could particu- 
larly note the absence of sustaining testimony as to a trade mark use of 
VOODOO during the years prior to 1938. He who first affixes a trade mark 
upon his goods is its owner, not the person who first conceives the idea. 
See Columbia Mill Co. v. Alcorn, 150 U.S. 460, 463-464 (1893). Thus, 
mere discussion of the name VOODOO would not create trade mark rights. 


Appellant also contends that the District Court improperly allowed 
the introduction of certain evidence not relevant to the questions in issue. 
In considering this contention we must keep in mind that the case was tried 
before the Court sitting without a jury. This evidence was of two types: 
(1) evidence concerning trade marks TABU, TABOO, and FORBIDDEN, 
which appellees claimed in their complaint to own and alleged that appel- 
lant had infringed by use of the name FORBIDDEN FLAME; and (2) 
evidence concerning alleged wrongdoing of appellant’s predecessor with 
respect to the trade marks of third persons not involved in the present 
action. To the extent that admission of the above mentioned evidence was 
error its reception by the Court did not affect the substantial rights of 
appellant. See 28 U.S.C.A. § 2111; Fed. R. Civ. P. 61. Error in admis- 
sion of evidence is harmless, where a case is tried to a court without a jury, 
if there is sufficient competent evidence to support the court’s findings. 
Eagleston v. Rowley, 172 F.2d 202 (9th Cir. 1949) ; West v. Schwartz, 182 
F.2d 721 (7th Cir. 1950), cert. den., 340 U.S. 830; Rokey v. Day & Zimmer- 
mann, Inc., 157 F.2d 734 (8th Cir. 1946), cert. den., 330 U.S. 842. This 
rule is grounded upon the presumption that a judge sitting without a jury 
will not be influenced by irrelevant evidence. The reason for applying the 
rule is therefore especially strong where it is clear from the record that the 
court gave no weight to the irrelevant evidence. Dept. of Water & Power 
of the City of Los Angeles v. Okonite-Callender Cable Co., 181 F.2d 375 
(9th Cir. 1950) ; McComb v. McCormack, 159 F.2d 219 (5th Cir. 1947). In 
the instant case the record discloses that the court was not influenced by 
extraneous material concerning other trade marks as appellant contends, 
but, rather, decided the case on the evidence concerning VOODOO. 


Judgment affirmed. 
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BOOK-OF-THE-MONTH CLUB, INC. v. CHILDRENS BOOK AND 
RECORD OF THE MONTH CLUB, INC. 


No. 82-351—D. C. S. D. N. Y.—May 4, 1953 


CoURTS—PRELIMINARY INJUNCTION 
Preliminary injunction granted where plaintiff’s trade-mark and trade name 

BOOK-OF-THE-MONTH CLUB acquired secondary meaning and defendant 
recently began to use CHILDRENS BOOK AND RECORD OF THE MONTH 
CLUB; depriving defendant of a name chosen in its business’ infancy is an 
insubstantial detriment compared with prejudice to plaintiff’s good will by 
defendant’s conduct. 

REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—FALSE DESIGNATION OF ORIGIN 


Defendant’s use of CHILDRENS BOOK AND RECORD OF THE MONTH 
CLUB for books and records for children is unfair competition with plaintiff’s 
prior use of BOOK-OF-THE-MONTH CLUB for identical goods. 


Action for trade-mark infringement and unfair competition by Book- 
of-the-Month Club, Ine. against Childrens Book and Record of the Month 
Club., Ine. Plaintiff moves for a preliminary injunction. Granted. 


Nims, Martin, Halliday, Whitman & Williamson of New York, N. Y. for 
plaintiff. 


Joseph Dean Edwards of New York, N. Y. for defendant. 
EDELSTEIN, District Judge. 


The Book-of-the-Month Club, Inc., has brought an action against the 
Childrens Book and Record of the Month Club, Inc., alleging trade mark 
infringement, unlawful use of a trade or commercial name and acts of 
unfair competition by defendant. The complaint seeks, in addition to an 
accounting and damages, injunctive relief against the defendant’s use of its 
corporate and club name or of any other name confusingly similar to the 
corporate and club name of the plaintiff. At issue now, by way of an 
order to show cause, is whether an injunction pendente lite should be 
granted. 


Plaintiff, a ‘‘book club’’ established in 1926, does a large mail order 
book selling business in intrastate, interstate and foreign commerce. Its 
trade mark BOOK-OF-THE-MONTH CLUB is registered ‘under § 2(f) 
of the Lanham Act, 15 U.S.C. § 1052(f). Since 1950, the plaintiff has 
continuously distributed children’s phonograph records under agreement 
with the Children’s Record Guild, and its corporate name has been ex- 
tensively advertised in the sale of children’s records. It also distributes 
children’s books under the title ‘‘ Young Readers of America, A Book Club 
for Boys & Girls, Sponsored by Book-of-the-Month Club.’’ The defendant 
was incorporated in October of 1952, and in December of that year began 
advertising the sale of children’s books and records, concentrating exclu- 
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sively on the 2 to 5 year old age group. Its publicized manner of operation 
closely parallels that of the plaintiff, in the use of a newsletter, a panel of 
judges, monthly selections, ete. In January of 1953 defendant commenced 
distribution of its monthly selections of records and books. The plaintiff 
had, in November of 1952, demanded that the defendant discontinue the 
use of its corporate name and of the expressions ‘‘Childrens Book and 
Record of the Month Club”’ and ‘‘a book and record of the month elub.”’ 


The basic issue presented is one of unfair competition.* The plaintiff 
may acquire the right to the protection of its designation, BOOK-OF-THE- 
MONTH CLUB, against unfair competition ‘‘if, through usage, the term 
has acquired a secondary meaning, that it has come to indicate that the 
goods in connection with which it is used come from a single source, manu- 
facturer or producer. If one can show that his mark is endowed with this 
quality, that the public identifies his mark with the goods manufactured 
by him, then he is entitled to protection in its use. The crux of a secondary 
meaning is the origin of the goods from a single source. As stated by Judge 
L. Hand, in Bayer Co. v. United Drug Co., D.C. 272 F. 505, 509, the public 
must understand by the term ‘That it came from the same single, though 
* * * anonymous, source from which they had got it before.’’’ National 
Nu Grape Co. v. Guest, 10 Cir., 16 F.2d 874, 877 [87 TMR 848]. 


By this standard, I feel that the plaintiff has established the secondary 
meaning of its mark. For a number of years the plaintiff has expended 
annually in excess of $1,000,000 for its cireularizing and advertising mate- 
rial. The members of the ‘‘club’’ are presently in excess of 525,000, and 
for many years the subscription list of the plaintiff has been numbered in 
the hundreds of thousands. For each of the past three years, gross sales, 
less returns and allowances, have amounted to more than $14,000,000. Affi- 
davits of three book club and publishing executives, submitted by the plain- 
tiff, indicate the success of the advertising and sales policies in establishing 
the secondary meaning of its name and mark. So long, so extensively and so 
consistently has the plaintiff used the designations BOOK-OF-THE- 
MONTH and BOOK-OF-THE-MONTH CLUB in connection with the 
books selected and sold by it that these designations have come to identify 
that company as the selector and seller of the books. The defendant does 
not controvert these affidavits except to indicate that business relations 
exist between two of the three affiants and the plaintiff. I am, nevertheless, 
eonvineed of the truth of their allegations, which seem wholly reasonable 
in view of the undisputed factual data concerning the duration, size, 
promotion and success of the plaintiff’s business. 





* Defendant disputes the charge of trade mark infringement on the ground that 
the mark BOOK-OF-THE-MONTH CLUB is merely descriptive and incapable of ex- 
clusive appropriation. But the registration provided under § 2(f) of the Lanham Act 
embraces ‘‘a mark used by the applicant which has become distinctive of the applicant’s 
goods in commerce.’’ Thus, the charges of infringement and of unfair competition, in 
this case, are essentially twin aspects of the same underlying problem. 
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Once the secondary meaning of the designation BOOK-OF-THE- 
MONTH CLUB is established, it becomes readily apparent that unfair 
competition results from the defendant’s use in its business of the designa- 
tion CHILDRENS BOOK AND RECORD OF THE MONTH CLUB. The 
wrong, in unfair competition, is the sale of the goods of one manufacturer 
or vendor for those of another. Elgin National Watch Co. v. Illinois 
Watch-Case Co., 179 U.S. 665, 674; Warner & Co. v. Lilly & Co., 265 U.S. 
526, 531. The name adopted by the defendant, after many years of suc- 
cessful business operation by the plaintiff, and with the availability of an 
inexhaustible supply of language, is on its face confusingly similar to 
plaintiff’s name. And in view of its engaging in a business similar to that 
of the plaintiff, with near identical methods of advertising, salesmanship 
and operation, the defendant’s use of the name and designation in issue 
renders practically inevitable the likelihood of confusion of origin in the 
minds of the purchasing public, and is therefore unfairly competitive. 
Some evidence of actual confusion has been presented, after less than two 
months of operation by the defendant. But without regard to this evi- 
dence, which is not quantitatively significant, and without regard to a 
survey conducted by the plaintiff, which is qualitatively insignificant, I 
nevertheless encounter no difficulty in reaching the conclusion that the 
defendant, by the use of the name it has chosen, would almost certainly 
reap some benefit of the plaintiff’s good will in the sale of books and 
records. 


The achievement of such a result would clearly work irreparable injury 
to the plaintiff. Since I am convinced with reasonable certainty that the 
complaint must succeed at final hearing, and since the balance of conven- 
ience dictates that depriving the defendant of the advantage of a name it 
has chosen in the infancy of its business life is an insubstantial detriment 
compared with the prejudice to the plaintiff’s good will if the defendant 
were permitted to continue its charted course, the preliminary injunctive 
relief sought will be granted. 


BEECH-NUT PACKING COMPANY v. WESTERN FOOD 
PRODUCTS COMPANY, INC. 


No. 29729—Commissioner of Patents—April 28, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


RICH-NUT is confusingly similar in sound, appearance and meaning to 
BEECH-NUT for food. 


Opposition proceeding by Beech-Nut Packing Company v. Western 
Food Products Company, Inc., Serial No. 532,892 filed August 29, 1947. 
Applicant appeals from decision sustaining opposition. Affirmed. 
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Lucius B. Weymouth of New York, N. Y. for opposer-appellee. 


Miner L. Hartmann of Los Angeles, Calif. and Arthur E. Dowell of 
Washington, D. C. for applicant-appellant. 


McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
sustaining the opposition filed by the Beech-Nut Packing Company to 
registration of the notation RICH-NUT, under section 2(f) of the Princi- 
pal Register, by Western Food Products Company, Inc. as a trade mark 
for dill pickles, salad dressing, barbecue sauce, mustard, vinegar, and 
peanut butter.’’ 


The opposition is based upon the ownership and use of registrations: 


No. 36,444, May 21, 1901; 

No. 89,613, December 31, 1912; 
No. 334,925, May 19, 1936; and 
No. 382,238, October 22, 1940, 


all involving the notation BEECH-NUT for use on a wide variety of 
canned vegetables, juices, peanut butter and other food products. 


The statutory basis for opposition is that clause of section 2(d) which 
relates to the likelihood of confusion or mistake of purchasers as to the 
origin of the goods. 


The Examiner of Interferences points out that opposer’s priority of 
use and the general similarity of the goods of the parties is conceded by 
applicant, thus leaving only the question of whether the use by the 
applicant of its mark on its goods would be likely to cause confusion as to 
the origin thereof. The Examiner of Interferences noted that the two 
marks were not identical and that there were dissimilarities as well as 
similarities between them. He pointed out that the general make-up of 
the two marks is similar in that each is a compound word made up of 
two single syllable words separated by a hyphen, and in which the 
terminal words are identical, i.e., ‘‘Nut’’. The Examiner of Interferences 
pointed out that the first words of each mark end in ‘‘ch’’ and held that 
the initial letters ‘‘B’’ and ‘‘R’’ are not wholly dissimilar in appearance, 
and it was his opinion that the marks when considered in their entireties 
are so nearly alike in sound and appearance as to be confusingly similar, 
and that there would be a likelihood of confusion if they were applied 
contemporaneously to the stated goods. 


In his appeal brief applicant states that the issue appears to be solely 
whether the use by applicant of its mark RICH-NUT and the use by op- 
poser of its mark BEECH-NUT on goods in the same general class would 
be likely to cause confusion or mistake or deception of customers as to 
the source of origin of the applicant’s goods. Applicant contends that 
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the mark RICH-NUT does not so resemble the trade mark BEECH-NUT 
as to be likely to cause confusion or deceive purchasers. Applicant also 
contends that the word ‘‘nut’’ is a common word which has been used 
in many registered trade marks and cannot be appropriated exclusively 
by any registrant and calls attention to a long list of registrations which 
include the word ‘‘nut”’ as a suffix. Applicant also contends that ‘‘nut’’ 
is a well-known descriptive word, and that the word, ‘‘beechnut’’ is the 
common name for only the fruit of the beech tree whereas RICH-NUT is 
merely suggestive, since all nuts are relatively rich in oils, fats, ete., and 
therefore does not describe any particular kind of nut. 


Opposer points out that the third party registrations were not pleaded 
in applicant’s answer, or heretofore referred to, and submits that they 
should either be stricken or ignored. 


In Standard Oil Co. (N.J.) v. Epley, 17 C.C.P.A. 1224, 40 F.2d 997, 
5 USPQ 142, 20 TMR 324, it was held that the fact that third party 
registrations were official records ought not to render them available for 
the purpose for which they were used, except when offered as the rules 
provide, since opposer may have desired to present proof that some or 
all of the marks had been abandoned or cancelled, or that something 
had occurred which rendered them improper. See also Langendorf United 
Bakeries, Inc. v. General Foods Corporation, 29 C.C.P.A. 831, 125 F.2d 
159, 52 USPQ 323, 32 TMR 137. 


It is well settled that marks must be viewed as a whole, regardless of 
descriptive or generic portions, in determining whether or not the use 
of the whole mark in the same field in which the mark of another is used 
would be likely to cause confusion. Beckwith v. Commissioner of Patents, 
252 U.S. 538, 1920 C.D. 471; Franco-Italian Packing Corp. v. Van Camp 
Sea Food Co., Inc., 31 C.C.P.A. 1029, 142 F.2d 274, °61 USPQ 369. In 
the instant case applicant’s use of the word ‘‘nut’’ establishes a certain 
identity between the marks and in such cases it is the duty of the new- 
comer to use such word or words for the remainder of his mark as to 
clearly distinguish from any thought springing from the commonly-used 
word ‘‘nut’’. The Firestone Tire & Rubber Co. v. Montgomery, Ward & 
Co., Inc., 32 C.C.P.A. 1074, 150 F.2d 439, 66 USPQ 111, 35 TMR 13. This 
applicant has not done since it is thought that the marks RICH-NUT and 
BEECH-NUT when considered in their entireties resemble each other in 
sound and appearance to such an extent that there would be a likelihood 
of confusion if they were contemporaneously applied to the goods. The 
facts in this case are such that I am not without doubt. However, in such 
eases the doubt must be resolved against the new comer. Skelly Oil Co. v. 
Powerine Co., 24 C.C.P.A. 790, 86 F.2d 752, 32 USPQ 51; 27 TMR 78; 
California Packing Corporation v. Tillman & Bendel, Inc., 17 C.C.P.A. 
1048, 40 F.2d 108, 5 USPQ 59; 20 TMR 238; McKesson & Robbins, Inc. 
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v. First Texas Chemical Manufacturing Co., 34 C.C.P.A. 877, 159 F.2d 
770, 72 USPQ 494, 37 TMR 160. 


The decision of the Examiner of Interferences is affirmed. 


BEN-HUR PRODUCTS, INC. v. GOLDEN STATE 
COMPANY, LTD. 


No. 28864—Commissioner of Patents—April 28, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
FIESTA for ice cream is confusingly similar to FIESTA for coffee. 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Applicant is not precluded from proving date of first use prior to date stated 
in application, but such proof should be particularly clear and convincing. 


Opposition proceeding by Ben-Hur Products, Inc. v. Golden State 
Company, Ltd., Serial No. 554,894 filed April 17, 1948. Applicant appeals 
from decision sustaining opposition. Affirmed. 


Theodore W. Miller of Chicago, Ill. for opposer-appellee. 


Francis R. Kirkham of San Francisco, Calif., and Pillsbury, Madison & 
Surtro of Washington, D. C. for applicant-appellant. 


Frperico, Examiner in Chief. 


This is an appeal by the applicant from a decision of the Examiner 
of Interferences sustaining an opposition to the registration of its mark. 


The application involved seeks to register the word FIESTA as a 
trade mark for ice cream. The application was filed on April 17, 1948 
and alleges that the mark was first used in interstate commerce on April 
18, 1948, and that it was first used on a much earlier date which will be 
referred to later. 


The opposition is based upon prior use by the opposer of the word 
FIESTA as a trade mark for coffee, tea, spices, and food flavoring extracts, 
and ownership of registration 287,643, issued January 5, 1926 (application 
filed June 22, 1925), disclosing this mark and reciting these goods, is 
also asserted. 


The examiner held that the most pertinent of opposer’s goods, and the 
only one which needed to be considered, was coffee. In so far as there 
is any question of there being any likelihood of confusion in the use of 
the same trade mark on coffee and on ice cream, this has been determined 
by the Court of Customs and Patent Appeals in Dwinell-Wright Co. v. 
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Gundlach, 50 USPQ 141; 36 TMR 272. In this case registration of a 
trade mark for ice cream was refused in view of the prior use of the 
identical mark for coffee, the court holding, in the language of the prior 
statute, that these were goods of the same descriptive properties. This is 
considered equivalent to holding, in the language of the present statute, 
that the use of the mark by the applicant on its goods would be likely to 
cause confusion or mistake or deceive purchasers, and the difference in 
effect, if there be any, between the language of the new statute and the 
old is not believed to have any bearing on the holding, see The Greyhound 
Corporation v. The Robinson Houchin Corporation, 89 USPQ 621. 


Applicant argues that there would be no likelihood of confusion since 
the opposer is using the trade mark in only two states, while applicant 
for some time has not been using the mark in those states but, through 
licenses (related companies), is using the mark only in other states. The 
use in different territories is not relevant since the matter in issue is 
whether applicant can have a registration covering the entire country, 
and any right applicant might have to use the mark in a particular section 
of the country cannot be determined or considered in this proceeding. 


Both the applicant and the opposer attempted to prove use of the 
mark (by predecessors) at early dates, the applicant in 1917 and the 
opposer in 1914, but the examiner found that the testimony of both parties 
as to the earliest years was not persuasive. The examiner held that the 
opposer had established use of the mark since at least as early as the 
year 1919 and that the applicant was not entitled to any date of use 
prior to the year 1920, and accordingly sustained the opposition. 


Applicant’s proofs are based upon the testimony of a single witness 
and the examiner stated that the testimony was no mgre than mere asser- 
tion, based entirely upon uncorroborated recollection of events which 
occurred more than thirty years before, and that the single circumstance 
relied upon by the witness to refresh his memory was not of such a nature 
as would enable him to recall with any degree of certainty that the mark 
was being used, and held, citing cases, that the applicant was not entitled 
to any date prior to 1920. I am in agreement with the examiner’s con- 
clusion, particularly since the date attempted to be established is not 
asserted in the application as the earliest date of use. : 


The statute requires an applicant for registration to state under oath, 
among other things, the date of the first use of the mark (Section 1 of the 
Trade Mark Act of 1946). The earliest date alleged in the application as 
filed was 1924 and by amendment, supported by an affidavit, it was stated 
that the trade mark was first used (by a predecessor in title) in 1921. 
Applicant is now, after the present controversy arose, asserting that the 
first date of use was in 1917. While an applicant or registrant is not 
precluded from proving and relying on a date of use earlier than that 
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alleged in the application or registration, the burden in such case should 
be greater than it would ordinarily be, and the testimony should be 
particularly clear and convincing, see Elder Mfg. Co. v. International 
Shoe Co., 86 USPQ 269, affirmed 92 USPQ 330; 42 TMR 306. 


The decision of the Examiner of Interferences is affirmed. 


HENRI-BENDEL INC. v. TEEN TIMERS, INC. 
No. 27449—Commissioner of Patents—April 28, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


TWEEN TIMER with female figure for girls’ dresses is confusingly 
similar to YOUNG TIMERS with female figure for same goods. 


Opposition proceeding by Henri-Bendel Inc. v. Teen Timers, Inc., 
Serial No. 526,522, filed July 5, 1947. From the decision sustaining the 
opposition, applicant appeals. Affirmed. 


Theodore W. Miller of Chicago, Ill., for opposer-appellee. 
Schaines & Liberman of New York, N. Y. for applicant-appellant. 
McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
sustaining the opposition brought by Henri Bendel, Inc., to the registra- 
tion of a composite mark including the words TWEEN TIMER by Teen- 
Timers, Inc., on the Principal Register of the Act of 1946 as applied to 
dresses for girls in the size range 7 to 14. 


The opposition is predicated upon opposer’s use of the mark YOUNG- 
TIMERS accompanied by a female figure in a dancing costume as applied 
to young girls’ wearing apparel, including dresses. 


The statutory basis for opposition is that clause of section 2(d) of the 
Act which relates to the likelihood of confusion or mistake or the 
deception of purchasers. The opposer has filed depositions and applicant 
has given notice under rule 282 of its reliance on certain printed publica- 
tions. Both parties have filed briefs. 


Applicant’s mark TEENTIMER is involved in Opposition No. 27,450 
and the Examiner of Interferences points out that in the brief at final 
hearing applicant states: 


‘*Applicant’s mark TEENTIMER and TWEEN TIMER are so 
nearly alike as to raise no separate issues in respect thereof, and 
they will be hereinafter considered jointly.’’ 
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In his appeal brief applicant also points out that its mark TEEN- 
TIMER is involved in opposition No. 27,450, and states the points raised 
in the brief in opposition No. 27,450 are relied upon here. 


While there are some differences between applicant’s composite marks 
TEENTIMER are TWEEN TIMER it is agreed that the marks TEEN- 
TIMER and TWEEN TIMER are so nearly alike as to raise no separate 
issue. 

Therefore, for the reasons stated in the decision in opposition No. 
27,450, decided of even date herewith, the decision of the Examiner of 
Interferences in this case is affirmed. 


HENRI-BENDEL INC. v. TEEN TIMERS, INC. 
No. 27450—Commissioner of Patents—April 28, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Composite mark consisting of TEENTIMER and female figure for girls’ 
dresses is confusingly similar to YOUNGTIMERS and female figure for girls’ 
wearing apparel. 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Where there had been a judicial finding that applicant’s mark was confusingly 
similar to third party’s prior registration, withdrawal of third party’s registration 
as a reference by Examiner merely on third party’s consent is questionable. 


Opposition proceeding by Henri-Bendel Inc. v. Teen Timers, Inc. 
Serial No. 526,521, filed July 5, 1947. Applicant appeals from decision 
sustaining opposition. Affirmed. 


Theodore W. Miller of Chicago, Ill. for opposer-appellee. 
Schaines & Liberman, of New York, N. Y. for applicant-appellant. 
McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
sustaining the opposition brought by Henri Bendel Inc., to the registration 
of the mark TEENTIMER accompanied by a female figure, by Teen- 
Timers, Inc., on the Principal Register of the Act of 1946, as applied to 
dresses for girls in the size range 8 to 16. 


The opposition is predicated upon opposer’s use of the mark YOUNG- 
TIMERS accompanied by a female figure in a dancing costume as applied 
to young girls’ wearing apparel, including dresses. 


The statutory basis for opposition in that clause of section 2(d) of the 
Act which relates to the likelihood of confusion or mistake or the deception 
of purchasers. The opposer has filed depositions and applicant has given 
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notice under rule 282 of its reliance on certain printed publications. Both 
parties have filed briefs and applicant was represented at the oral hearing. 

In his decision the Examiner of Interferences says it is conceded by 
applicant that opposer’s use of its mark is prior to applicant’s earliest use. 
It is the opinion of the Examiner of Interferences that the marks YOUNG- 
TIMERS and TEENTIMERS are confusingly similar. The Examiner of 
Interferences points out that there is no substantial difference between 
TIMERS and TIMER, and while YOUNG and TEEN do not look or sound 
alike, they both have very similar meanings when considered with the goods 
to which they are applied. 


In his brief applicant states that the Examiner of Interferences erred 
in failing to give decisive effect to the registrations showing that the 
TIMER portions of the involved marks cannot be monopolized by any one 
trade, since the same is so commonly used as to have no particular signifi- 
cance in relation to the goods of any one entity. 


In his decision the Examiner of Interferences pointed out that appli- 
cant had introduced a number of registrations for various clothing items 
involving the word TIMER in an effort to establish a common use of this 
term in the trade. The Examiner of Interferences held that it is well 
established that prior registrations of others may not be considered in an 
opposition proceeding but if they were considered and it were held that 
TIMER no longer has any trade mark significance in the class of goods 


under consideration, the marks would still be confusingly similar because 
of the similarity in meaning of the words YOUNG and TEEN. 


Assuming that the use of the other marks by the third parties can be 
considered and assuming that registrations of others can be accepted as 
evidence of use of the marks in a proceeding not involving the registra- 
tions, the registrations prove nothing concerning the extent of use of the 
marks disclosed. The purpose of relying on these registrations is to show 
that the public is so familiar with trade marks containing the suffix TIMER 
that little or no consideration would be given to that syllable. Therefore, 
the extent of familiarity by the public with the suffix TIMER is material 
and since applicant has offered no evidence to show the extent of use of the 
suffix in question he has not proven his point. The Upjohn Company v. 
Nance, 661 O.G. 882, 94 USPQ 198 [42 TMR 790]. Furthermore, even if it 
were proven that TIMER had been extensively used its presence as an 
integral part of the mark could not be ignored, and I agree with the exami- 
ner that the marks would still be confusingly similar because of the simi- 
larity in meaning between the words YOUNG and TEEN. 


Applicant also contends that the Examiner of Interferences failed to 
give decisive effect to the absence of actual conflict or confusion during 
more than eight years of conjoint use of the marks in the same trade area. 

As pointed out by the Examiner of Interferences, it is not necessary 
under the Act of 1946 that actual confusion be established and it is suffi- 
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cient if the examiner is of the opinion that there would be a reasonable 
likelihood of confusion. Cohn-Hall-Marzx Co. v. American Silk Mills, Inc., 
646 O.G. 1415, 89 USPQ 215 [41 TMR 616]. 


The Examiner of Interferences also points out in his decision that the 
present opposer’s mark YOUNG TIMERS was held confusingly similar to 
the mark TWO TIMER in C. B. Shane Corporation v. Henri Bendel, Inc., 
557 O.G. 592, 59 USPQ 308 [34 TMR 65]; that the present applicant’s 
marks TEENTIMER and WEE TIMER were held confusingly similar 
to the mark TWO TIMER in C. B. Shane Corporation v. Teen-Timers Inc., 
589 O.G. 514, 67 USPQ 140 and 593 O0.G. 592, 71 USPQ 209, respectively, 
and it is the examiner’s opinion that there is more likelihood of confusion 
between the marks YOUNG TIMERS and TEENTIMER than there is 
between TWO TIMER and the various marks YOUNG TIMERS, TEEN- 
TIMER and WEE TIMER. The Examiner of Interferences also points out 
that during the prosecution of the application involved herein, the TWO 
TIMER registration was cited as a reference but was withdrawn when a 
consent was filed by the C. B. Shane Corporation, the owner thereof. It is 
the opinion of the Examiner of Interferences that this consent cannot wipe 
away previous judicial findings of the likelihood of confusion, nor does it 
establish that there could be no likelihood of confusion between the marks 
involved in this case. 


Inasmuch as there had been a judicial finding that the present appli- 
cant’s mark TEENTIMER was confusingly smiliar to the registration 
TWO TIMER the examiner’s withdrawal of the TWO TIMER registra- 
tion as a reference against TEENTIMER merely on the consent filed 
by the C. B. Shane Corporation” was questionable, since as stated by the 
United States Court of Customs and Patent Appeals in Jn re Laskin 
Brothers, Inc., 32 C.C.P.A. 820, 146 F.2d 308, 64 USPQ 225, 226; 35 
TMR 51. 

‘‘# # * Tn refusing to register a prohibited mark, the Commissioner 
of Patents acts as the guardian of the public interests and the parties 


by their deeds or agreement cannot confer upon him the power to do 
that which he is prohibited from doing under the statute.’’ 


The decision of the Examiner of Interferences is affirmed. 


JOHN WALKER & SONS, LIMITED v. 
MODERN SHOE COMPANY 


No. 29394—Commissioner of Patents—April 28, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


JOHNNIE WALKER for shoes is not confusingly similar to JOHNNIE 
WALKER for Scotch whisky. Shoes and whisky are not related goods; they 
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are not made by same manufacturers, or sold to same class of dealers nor are 
they inexpensive over-the-counter merchandise. 


Opposition proceeding by John Walker & Sons, Limited v. Modern 
Shoe Company, Serial No. 548,982 filed February 16, 1948. Opposer 
appeals from decision dismissing opposition. Affirmed. 


Watson, Johnson, Leavenworth & Blair of New York, N. Y. for opposer- 
appellant. 


Lawrence H. Cohn of St. Louis, Mo. for applicant-appellee. 
McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
dismissing the notice of opposition brought by John Walker & Sons, 
Limited, to the registration on the Principal Register of the Act of 1946, 
of JOHNNIE WALKER within an oval, by Modern Shoe Company, as 
a trade mark for men’s and boys’ shoes made of leather, fabric, rubber 
and combinations of said material. 


Only the opposer has filed testimony and both parties have filed 
briefs and were represented at the hearing. 


The opposition is based upon prior use of the trade mark JOHNNIE 
WALKER alone and JOHNNIE WALKER in connection with a fanciful 
representation of a man in full stride wearing boots and a high hat and 
carrying a cane, both as applied to whisky. The opposition is also based 
on ownership of the following trade mark registrations for JOHNNIE 
WALKER all for whisky: 


No. 78,556, registered June 21, 1910, and twice renewed; 
No. 307,393, registered October 24, 1933; 

No. 320,563, registered January 1, 1935; 

No. 329,524, registered November 5, 1935; 

No. 329,525, registered November 6, 1935. 


The statutory basis of the opposition is that clause of section 2(d) of 
the Act which relates to the likelihood of confusion or mistake or decep- 
tion of purchasers. 


The examiner points out that applicant concedes the only issue to be 
determined is whether or not the contemporaneous use by the parties of 
the identical notation JOHNNIE WALKER for their respective goods 
would be likely to cause confusion or mistake or to deceive purchasers. 
The examiner also points out that opposer stresses the fact that since 
1933, more than three million eight hundred thousand cases of whisky 
bearing the mark JOHNNIE WALKER have been sold in the United 
States and that advertising expenditures have amounted to more than 
$6,000,000.00; and that the opposer has in fact taken the position, by 
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reason of such extensive sales and advertising, that its mark JOHNNIE 
WALKER has attained such celebrity that the opposer is entitled to an 
unlimited scope of protection against the subsequent use thereof by an- 
other regardless of the nature of the goods with which it may be used. 
The examiner held this position of the opposer to be untenable on the 
grounds that a trade mark right is not a right in gross. The examiner 
stated that it was manifest that shoes on the one hand and whisky on the 
other, have nothing whatever in common as to their essential charac- 
teristics and that the opposer had introduced no evidence that they are 
otherwise related in any particular. It was the examiner’s position that 
the differences in the goods were so great as to obviate any reasonable 
likelihood of confusion by reason of their contemporaneous sale under the 
identical notation. 


In response to a contention by opposer that applicant in adopting the 
notation JOHNNIE WALKER as a trade mark for its goods was moti- 
vated solely by a desire to capitalize upon the opposer’s established good 
will, the examiner pointed out that the opposer had presented no testi- 
mony from which this could be inferred, and the mere statements con- 
tained in opposer’s brief relative thereto were without probative force. 


Part of opposer’s brief is devoted to the notoriety of the JOHNNIE 
WALKER name and striding picture which opposer states has become 
famous as a trade mark. Inasmuch as applicant’s trade mark has no 
figure of any kind connected therewith the popularity of opposer’s trade 
mark JOHNNIE WALKER which includes the striding figure is not 
in issue. ° 


Opposer also contends that applicant appropriated the name JOHN- 
NIE WALKER for the purpose of deriving benefit from its reputation 
and that this raises a presumption that confusion will occur. 


Applicant points out that if the opposer’s trade mark had been the 
name JOHNNIE DRINKER which had been popularized as a brand of 
whisky and a merchant had adopted the same name for shoes, then there 
might be a reasonable basis for questioning his motives. Applicant ad- 
mits that if he had adopted the striding figure of opposer’s trade mark 
along with the name JOHNNIE WALKER even on unrelated goods, the 
question of intent might be more serious. Applicant states that with 
respect to the matter of intent, the law is clear that in cases where there is 
no reasonable likelihood of confusion or mistake the motive or intent 
of the later adopter cannot affect its right to register and cites the case 
of Lever Bros. Co. v. Riodela Chemical Co., 17 C.C.P.A. 1272, 41 F.2d 408, 
5 USPQ 152, 20 TMR 311, on this point. 


As stated by the examiner there was no testimony in the record by 
opposer which even remotely suggests that this was applicant’s intent in 
adopting the mark JOHNNIE WALKER as a trade mark for its shoes. 
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In this connection applicant points out in his brief that its sole reason 
for adopting the trade mark was because it has a natural connotation for 
men’s shoes and hence may easily be remembered as a trade mark for 
applicant’s shoes. 


Opposer contends that the JOHNNIE WALKER name and picture 
convey a suggestion applicable to shoes and that this increases the likeli- 
hood of confusion. As stated above opposer’s mark which includes the 
striding figure is not in issue. Opposer also contends that applicant’s use 
of the trade mark JOHNNIE WALKER is likely to cause confusion 
within the meaning of the statute by creating the impression that 
applicant’s shoes are sponsored or approved by the manufacturer of the 
famous JOHNNIE WALKER whisky and in this connection applicant 
states that the decision of Bulova Watch Co., Inc. v. Stolzberg, 69 F. 
Supp. 543, 72 USPQ 72, 37 TMR 41, is particularly pertinent. 


In the Bulova Watch Co. case the goods of the parties were watches 
and shoes, respectively, and the court said, among other things [37 TMR 
41], 


‘‘Tf the relationship in the products is not too remote, under the 
Waterman rule protection should be given.’’ 


The court then found that: 


‘* ‘Bulova’ is a unique family name and the defendant claims no 
association with anyone named Bulova.’’ 


In the instant case the name JOHNNIE WALKER of opposer’s 
registration is not so unique. Applicant points out that in the city of St. 
Louis, alone, the telephone directory lists over six hundred ‘‘ Walkers’’, 
including seventeen ‘‘John Walkers’’ and two ‘‘Johnnie Walkers’’. An 
inspection of the Washington Telephone Directory reveals that at least 
the same condition exists in Washington. In L. E. Waterman & Co. v. 
Gordon, doing business as Bengor Products Co., and Waterman Blade Co., 
72 F.2d 272, 22 USPQ 268, 24 TMR 347 Judge Learned Hand stated in 
part: 

‘*TIt is now well settled in this country that a trade mark protects 
the owner against not only its use upon the articles to which he has 


applied it, but upon such other goods as might naturally be supposed 
to come from him.’’ 


In the same decision, however, he stated [24 TMR 347]: 


‘‘There is indeed a limit; the goods on which the supposed in- 
fringer puts the mark may be too remote from any that the owner 
would be likely to make or sell. It would be hard, for example, for 
the seller of a steam shovel to find ground for complaint in the use 
of his trade mark on a lipstick.’’ 
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In that particular case the court encountered no difficulty in finding that 
razor blades might well be added to the repertory of a pen maker. From 
this it appears that unless there is some reasonable basis for thinking 
that shoes might be added to the repertory of a whisky maker, opposer’s 
argument must fail. That this is so is clear from the pronouncement of 
the Supreme Court in American Steel Foundries v. Robertson, 269 U.S. 372, 
1926 C.D. 289: 


‘‘The mere fact that one person has adopted and used a trade 
mark on his goods does not prevent the adoption and use of the same 
trade mark by others on articles of a different description.’’ 


In the instant case applicant’s shoes are clearly not competitive or 
used for the same purpose as opposer’s whisky. They are not made by 
the same manufacturers nor sold by the same class of dealers. They are 
clearly not used conjointly nor associated in the public mind and neither 
are inexpensive over-the-counter merchandise. I am unable to see even the 
remotest connection between the goods. 


After careful consideration of opposer’s argument, I am of the 
opinion that the examiner’s decision was correct in all respects and is 
accordingly affirmed. 


HEARST MAGAZINES, INC. v. 
JOS. S. COHEN & SONS CO., INC. 


No. 5404—Commissioner of Patents—May 12, 1953 


CANCELLATION—CONFUSING SIMILARITY . 

GOOD HOUSEKEEPER for women’s, misses’ and children’s clothing is con- 
fusingly similar to GOOD HOUSEKEEPING for a magazine which advertises 
identical goods with a money-back warranty if the goods are not as advertised 
therein. 

In order to establish confusing similarity under the Act of 1946, it is not 
necessary that the goods be of the same descriptive properties; the test is the 
likelihood of confusion, mistake or deception of purchasers. 


CANCELLATION—DEFENSES 
Mere delay in asserting trade-mark rights cannot in and of itself sustain 
the defense of laches. 


Cancellation proceeding by Hearst Magazines, Inc. v. Jos. S. Cohen & 
Sons Co., Inc., Registration No. 360,852 issued September 27, 1938. Regis- 
trant appeals from decision sustaining petition. Affirmed. 


Isaac W. Diggest, of New York, N. Y., for petitioner-appellee. 
Frederick Breitenfeld, of New York, N. Y., for respondent-appellant. 
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McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
sustaining the petition brought by Hearst Magazines, Inc., to cancel the 
registration of Jos. S. Cohen & Sons Co., Inc., No. 360,852, for GOOD 
HOUSEKEEPER in script, as a trade mark for ‘‘women’s, misses’, and 
children’s dresses, frocks, pajamas, smocks, aprons, hostess coats.’’ The 
registration was issued September 27, 1938, under the Act of 1905, and re- 
published February 22, 1949, in accordance with the provisions of section 
12(c) of the Act of 1946. 


Petitioner’s right of action is based upon allegations that prior to re- 
spondent’s earliest claimed use of the notation Good Housekeeper it has 
continuously employed the mark GOOD HOUSEKEEPING both as a trade 
mark for a magazine, and as a distinguishing feature of a guarantee con- 
sisting of a legend ‘‘Replacement or Refund of money guaranteed by Good 
Housekeeping if not as advertised therein’’ used by petitioner in sponsoring 
the sale of products advertised in its magazine including products identical 
in kind with those of respondent. Petitioner’s right of action is also based 
upon its prior registration No. 46,028, issued September 5, 1905, and re- 
newed for GOOD HOUSEKEEPING as a trade mark for publications. 


Both parties have filed briefs and were represented at the oral hearing. 
Only petitioner has taken testimony. 


The statutory basis for the opposition is that clause of section 2(d) of 
the Act of 1946, which relates to the likelihood of confusion or mistake, or 
deception of purchasers. 


In his decision the Examiner of Interferences stated that 


‘** * * the record shows that the petitioner, since many years prior 
to any use claimed by the respondent, has been engaged in the publica- 
cation and sale under the mark GOOD HOUSEKEEPING of a home 
service magazine having a circulation of more than three million copies 
per month; that said magazine, which is designed primarily to appeal 
to women, features editorials covering such subjects as fashions, child 
care, home decoration and design, food preparation, and the like; that 
advertising space in the petitioner’s GOOD HOUSEKEEPING maga- 
zine is much in demand, and that before any product is accepted for 
advertising therein it must first undergo and pass laboratory tests con- 
ducted by the petitioner to determine the relative merits thereof; that 
the petitioner for more than forty years has featured in the initial por- 
tion of its magazine a warranty that the products advertised therein are 
of good quality, and are as advertised ; and that, should the contrary be 
shown, GOOD HOUSEKEEPING magazine will replace them or 
refund the purchase price thereof. This warranty, which is referred 
to as the GOOD HOUSEKEEPING Guarantee Seal, is widely pub- 
licized not only by the petitioner but also by its customers who make 
use thereof in connection with the advertising of their products in com- 
petitive magazines, and in newspapers, and the like. The record further 
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shows that among the products advertised in the petitioner’s magazine, 
and in connection with which the petitioner’s guarantee seal is used, are 
articles of apparel identical in kind with those of the respondent ; that 
the petitioner cooperates with its customers and the retailers of such 
goods in promoting the sale thereof by permitting and encouraging 
their use of its GOOD HOUSEKEEPING guarantee seal in connection 
with the advertising and display thereof, and by furnishing them, upon 
request, hang tags bearing said seal for use thereon; and that the as- 
sociation of the petitioner’s GOOD HOUSEKEEPING guarantee seal 
with such goods greatly enhances the sales appeal thereof.’’ 


The examiner further states that respondent-appellant, hereinafter 
called respondent, does not dispute the fact that petitioner is here the prior 
user of the notation GOOD HOUSEKEEPING in the manner stated above 
but has apparently taken the position, in view of the fact that petitioner 
sells only a magazine, that the controlling factor in determining the likeli- 
hood of confusion is whether or not petitioner’s magazine and respondent’s 
articles of apparel possess the same descriptive properties. The examiner 
pointed out that the cases cited by respondent were governed by the provi- 
sions of the Act of 1905; whereas, the instant proceedings is governed by 
the provisions of the Act of 1946 and it is not invariably essential in order 
to establish a likelihood of confusion within the meaning of the later Act 
that it be made to appear that the goods possess the same descriptive 
properties. 


The examiner stated that in view of the position he was taking in the 
case, it was immaterial whether or not petitioner was entitled to prevail 
herein upon its prior use of the notation GOOD HOUSEKEEPING for 
magazines. The examiner then held it was clear from the allegations con- 
tained in the petition and the record adduced in its behalf that petitioner was 
relying primarily upon its prior use of the notation GOOD HOUSEKEEP- 
ING as a certification mark for articles of apparel within the meaning of 
section 45 of the Act, and it was the opinion of the examiner that the con- 
temporaneous use by the respondent of a substantially identical notation 
GOOD HOUSEKEEPER as a trade mark for identical goods inevitably 
would lead purchasers to suppose that such goods were sponsored by the 
petitioner. 


Respondent contends the record shows that petitioner.did not adopt its 
guarantee seal until well after 1938 when respondent adopted and registered 
its mark. Respondent also contends that the seal is conspicuously absent 
from all of the dated exhibits attached to the petition itself and all of the 
exhibits introduced in evidence in which the seal is shown are either not 
dated at all or are dated subsequent to 1938. Respondent also contends that 
the hang tags of Exhibits 12, each of which bears the seal are all undated and 
that the only witness for petitioner who testified about the hang tags did not 
state when they were first used. Respondent also contends nothing appears 
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prior to the examiner’s decision that the existence of a certification mark 
was in issue and that this issue and finding was invented by the examiner 
and since it had not been raised by petitioner in his pleadings respondent 
had no indication that it would be called upon to meet any such issue. 


In his brief petitioner states that whether the examiner was correct in 
classifying petitioner’s mark as a certification mark is not of great moment, 
since all that section 2(d) of the Act of 1946 requires is that it be a mark 
and for the purposes of this proceeding it does not matter whether it be a 
trade mark, service mark or a certification mark since in any event peti- 
tioner must prevail if there is a likelihood of confusion. 


Assuming that petitioner’s guarantee seal and hang tags can be con- 
sidered as a certification mark, it does not appear from the record that the 
seal and hang tags were used prior to April 29, 1938. As noted above re- 
spondent pointed this out in his brief and petitioner has failed to answer 
this point or call attention to any testimony which would rebut respondent’s 
contention. 


As pointed out by the examiner it is not essential in order to establish 
the likelihood of confusion within the meaning of the Act of 1946 that it be 
made to appear that the goods possess the same descriptive properties, since 
section 2(d) of the Act prohibits registration of a mark which so resembles 
a mark registered in the Patent Office as to be likely when applied to the 
goods to cause confusion or mistake or deception of purchasers. The As- 
sistant Commissioner in Ex parte Quaker Hair Goods Co., 627 O.G. 927, 82 
USPQ 445 (39 TMR 872), stated that the elimination of the words of the 
same descriptive properties provides a more flexible test and will require 
refusal of registration in those cases where there is a likelihood of confusion, 
mistake, or deception even though the goods fall in different categories. In 
Hanson (doing business as Seventeen for the Junior Teens et al.) v. 
Triangle Publications, Inc., 163 F.2d 74, 74 USPQ 280 (37 TMR 645), the 
Circuit Court of Appeals, Eighth Circuit, stated that magazines and dresses 
are not normally regarded as goods of substantially the same descriptive 
properties, but that the plaintiff there had made the name of its magazine 
(‘‘Seventeen’’) a commercial blesser and oblique brander of goods for iden- 
tifying products of its advertisers in the market, and while such use of the 
name on dresses was not directly within the scope of registration of the 
mark as applied to magazines, it was an extension of the mark into a field 
of secondary meaning. The court held that defendant’s use of the maga- 
zine’s name as a vehicle for identifying and selling dresses was competitive 
with the magazine’s (plaintiff’s) use thereof for the same purpose through 
the lending of its name to the goods of its advertisers. Substantially the 
same holding was made by the Court of Appeals, Second Circuit, in Tri- 
angle Publications, Inc. v. Rohrlich et al., 167 F.2d 969, 77 USPQ 196 (38 
TMR 516), and it seems to me that the decisions in the above cases holding 
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that there would be a likelihood of confusion applies with greater force in 
the instant case because of the positive replacement or money-back war- 
ranty which the record shows petitioner has been publishing on page 6 of 
each issue of its magazine in connection with the products advertised 
therein, long prior to respondent’s first use of its mark, as distinguished 
from the mere inference of editorial approval mentioned in the Triangle 
Publications, Inc. v. Rohrlich et al., decision, supra, or the ‘‘commercial 
blesser’’ mentioned in the Hanson et al. v. Triangle Publications case, supra. 
There is no doubt that the notations GOOD HOUSEKEEPING and GOOD 
HOUSEKEEPER are confusingly similar. 


As an affirmative defense respondent pointed out that its registration 
had been a matter of publie record since September 27, 1938, and it is its 
contention that petitioner’s delay of more than eleven years in seeking can- 
cellation thereof constitutes such laches as to preclude the petitioner from 
maintaining its asserted cause of action. The examiner pointed out it is well 
settled that mere delay in asserting trade mark rights cannot, in and of 
itself, sustain the defense of laches and since respondent failed to take 
testimony it has not been made to appear that there is any basis for the ap- 
plication of the equitable principle of laches. 


In his reply brief respondent contends that the instant case is on all 
fours with the facts in Lightnin Chemical Co. v. Royal Home Products, Inc., 
39 C.C.P.A. 1031, 197 F.2d 668, 94 USPQ 178 (42 TMR 743), and that 
decision should be controlling herein. 


In the Lightnin Chemical Co. case the Court of Customs and Patent 
Appeals pointed out that the appellee there, having stood idly by for over 
eighteen years during which time the appellant innocently conducted and 
built up its business and developed considerable good will in its trade mark, 
was precluded by laches from obtaining cancellation of appellant’s mark. 
In other words, there was evidence in the case showing that the appellant’s 
business had been built up and developed during the period that the ap- 
pellee stood by. Willson v. Graphol Products Co., 38 C.C.P.A. 1030, 188 
F.2d 498, 89 USPQ 382 (41 TMR 591); West Disinfecting Company v. 
Owen, 35 C.C.P.A. 843, 165 F.2d 450, 76 USPQ 315 (38 TMR 318). As 
pointed out by the Examiner of Interferences there is no such showing in 
the record of this case. 


Accordingly, the holding of the Examiner of Interferences that it does 
not appear from the record that there is any basis for the application of 
equitable principle of laches in respondent’s favor was proper. After ecare- 
ful consideration of respondent’s briefs, I am of the opinion that the deci- 
sion of the Examiner of Interferences sustaining the petition for can- 
cellation was proper. 


The decision of the Examiner of Interferences is affirmed. 
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JEAN PATOU, INC. v. HYLO COMPANY, INCORPORATED 
No. 5553—Commissioner of Patents—May 12, 1953 









CANCELLATION—CONFUSING SIMILARITY 


JOY SUDS for bath water softener is confusingly similar to LA JOIE DE 
JEAN PATOU for toilet preparations including bath salts even though respondent’s 
product is a bubble bath preparation sold for 34¢ or less and sold only in 
grocery stores while petitioner’s preparations sell for $45 an ounce in exclusive 
shops and department stores because respondent’s registration per se does not 
limit respondent’s selling price or distribution arrangements and petitioner may 
enter respondent’s field and market similar products. 















CANCELLATION— DEFENSE 

Laches in the sense of mere delay is insufficient in itself as an equitable 
defense in trade-mark proceedings; it must appear that the delay was accom- 
panied by circumstances giving rise to an estoppel. 







CANCELLATION—EVIDENCE 

To prove laches, there should be a showing of increased sales, profits, invest- 

ments etc. up to the time of the cancellation proceeding to establish that respondent 

would be in a worse position now if its registration were cancelled than respondent 
would have been if the cancellation proceedings were instituted earlier. 

Constructive notice of registration by itself is not sufficient to support laches. 














CANCELLATION—PLEADING AND PRACTICE 
Where one gives notice of introducing documentary evidence at final hearing 

after time set for taking testimony has expired, such evidence is not admitted 

as part of the record. 











Cancellation proceedings filed by Jean Patou, Inc. v. Hylo Company, 
Incorporated, Registration No. 387,283 issued May 13, 1941. Petitioner 
appeals from decision dismissing petition. Reversed. 






Lewis G. Bernstein and 8S. Stephen Baker, of New York, N. Y. for petitioner- 
appellant. 


James F. Weiler, of Houston, Texas and Milton K. Eckert, of Washington, 
D. C. for respondent-appellee. 







McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
dismissing the petition brought by Jean Patou, Inc., to cancel registration 
No. 387,283, issued May 13, 1940 to Hylo Company, Incorporated for JOY 
SUDS as applied to ‘‘a preparation used in the bath having water soften- 
ing and skin beautifying properties.’’ Both parties have filed testimony 
and briefs and were represented at the oral hearing. 









; Petitioner’s right of action is based upon its ownership of registration 
No. 282,355, for the mark LA JOIE DE JEAN PATOU as applied to ‘‘per- 
fumes, toilet waters, face powder, taleum powder, sachet, brilliantine, bath 

salts, face cream, face lotions and lip rouges,’’ and upon the allegations of 
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prior use and ownership by petitioner of the mark JOY as applied to per- 
fumes. The statutory basis for the cancellation proceedings is that clause of 
section 2(d) of the Act which relates to the likelihood of confusion, mistake 
or deception of purchasers, and it is petitioner’s position that respondent’s 
mark bears such near resemblance to the previously adopted marks of the 
petitioner as to be likely when applied to respondent’s goods to cause con- 
fusion or mistake or deception of purchasers. 


The examiner pointed out that there are substantial differences between 
the marks JOY SUDS and LA JOIE DE JEAN PATOU and between the 
toilet preparations to which the marks JOY SUDS and JOY are respec- 
tively applied, and it was the examiner’s opinion that these differences be- 
tween the marks and the goods involved were controlling on the question of 
likelihood of confusion in this ease when considered in connection with re- 
spondent’s defense of laches. 


I agree with the examiner that there is little or no likelihood of con- 
fusion between petitioner’s registration LA JOIE DE JEAN PATOU and 
JOY SUDS. However, it seems to me that petitioner’s mark JOY as ap- 
plied to perfumes, and respondent’s registration for JOY SUDS as applied 
to a preparation for use in the bath, are closely similar and would be very 
likely to cause confusion if manufacturers of perfumes also make and dis- 
tribute bath preparation under the same name as their perfumes. It is 


believed that the record clearly establishes this to be so. For example, peti- 
tioner’s own mark LA JOIE DE JEAN PATOU is applied to goods that 
are described as ‘‘perfumes, toilet water, bath salts, etc.’’ (italies added). 
The testimony of petitioner’s witness, Mr. Fiske, also establishes that it is 
common for producers of well-known perfumes to sell toilet products like 
soap or bubble bath which are perfumed with, and designated by, the same 
name as the particular perfume. Patou’s record pages 72, 73 and 74. 


Respondent contends that there are substantial differences between the 
goods since petitioner’s perfume and other products are the most expensive 
and costliest of their kind on the market, selling for as high as $45 an ounce 
and limited in distribution to exclusive shops and department stores; 
whereas, respondent’s product being a detergent and water softener is sold 
as a bubble bath for 34¢, or less, a pound only in grocery stores. Respond- 
ent also contends that the products of petitioner and respondent are sold in 
distinctive containers that are readily distinguishable in scent, are different 
in size, physical appearance and are used for different purposes. 


There is nothing in respondent’s registration which limits either the 
retail price or the mode of distribution. In other words, insofar as the regis- 
tration per se is concerned the selling price of respondent’s preparation 
could be raised and distribution limited to exclusive shops and to better de- 
partment stores if either respondent or a successor of respondent’s business 
should so elect. In such event JOY perfume and JOY SUDS toilet prepara- 
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tion in the form of bubble bath might well be sold in the same stores over 
the same counters to the same people in competition with other well-known 
perfumes and toilet preparations or bubble baths made by other perfume 
manufacturers. In such a ease the likelihood of confusion would appear 
to be almost inescapable. Furthermore, in view of the fact that other per- 
fume manufacturers sell toilet products including soap and bubble baths 
which are perfumed and designated by the same name as their particular 
perfume it would be a perfectly legitimate extension of petitioner’s business 
to also enter that field and market similar products. In view of what has 
been said above it is my opinion that there is a distinct likelihood of con- 
fusion between petitioner’s mark JOY and respondent’s mark JOY SUDS 
when applied to the goods. 


The examiner also pointed out that respondent in its answer as an af- 
firmative defense averred that the petitioner, by reason of laches, is estopped 
to contest respondent’s right of registration. The examiner noted that re- 
spondent’s sales of JOY SUDS since the year 1939, have amounted to ap- 
proximately $250,000.00, and its advertising expenditures in connection 
therewith, to approximately $120,000.00. The examiner admitted that the 
petitioner did not have actual notice of respondent’s use of the mark JOY 
SUDS until shortly prior to the institution of this proceeding on February 
11, 1950, but held that inasmuch as respondent’s registration No. 387,283 
under the Act of 1905 has been a matter of public record since May 13, 
1941, petitioner has been charged with constructive notice thereof, under 
Willson v. Graphol Products Co., 38 C.C.P.A. 1030, 188 F.2d 498, 89 USPQ 
382 (51 TMR 591), since that date. The examiner stated that he concurs in 
respondent’s contention that petitioner’s delay of more than eight years in 
bringing this proceeding during which time respondent has built up a valu- 
able goodwill in connection with its mark constitutes such laches as to estop 
the petitioner from now asserting that it would be injured by the continued 
existence of the registration in question. 


It is well established that laches in the sense of mere delay is insufficient 
in itself as an equitable defense in trade mark proceedings and it must ap- 
pear that the delay was accompanied by circumstances compelling enough 
to give rise to an estoppel. West Disinfecting Company v. Owen, 35 
C.C.P.A. 843, 165 F.2d 450, 76 USPQ 315 (38 TMR 318) ; Menendez et al. 
v. Holt et al., 128 U.S. 514, 1889 C.D. 344. 


In the Willson v. Graphol decision, supra, relied upon by the examiner 
in charging petitioner with constructive notice of respondent’s registration 
since May 13, 1941, it is noted that in arriving at its decision the court 
pointed out the appellee there stood idly by for some ten years during which 
time the appellant innocently conducted and built up its business until it 
was larger than that of the appellee. In other words, the evidence estab- 
lished that the appellee’s business was not only substantial but was increas- 
ing and the appellee would have been in a worse position if his mark were 
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then cancelled than if the cancellation proceedings were earlier instituted. 
I find no such showing here. Respondent’s testimony discloses that its dollar 
volume of business of JOY SUDS products was in excess of $25,000.00 a 
year, and that its advertising on JOY SUDS was in excess of $12,000.00 a 
year. Hylo’s record pages 14 and 36. This testimony, however, does not 
establish that the dollar volume of JOY SUDS business was not only sub- 
stantial but was also increasing. Respondent’s business may have actually 
been decreasing since 1941, or a few years thereafter, and still be in excess 
of $25,000.00 per year. There should be a showing of increased sales, profits, 
investment, etc., up to the present in order to establish that respondent 
would be in a worse position now, if the registration were cancelled, than 
he would have been if the cancellation proceedings were earlier instituted. 
Willson v. Graphol Products Co., supra; The Lightnin Chemical Company 
v. Royal Home Products, Inc., 39 C.C.P.A. 1031, 197 F. 2d 668, 94 USPQ 
178 (42 TMR 743) ; Continental Distilling Corporation v. Bohemian Dis- 
tributing Company, 95 USPQ 160 (42 TMR 923) ; Krantz Brewing Corpo- 
ration v. Henry Kelly Importing & Distributing Co., Inc., 96 USPQ 219 (42 
TMR 335). The burden of proof is on the party who urges laches as an 
equitable defense and respondent has not discharged that burden. It is not 
thought that the doctrine of laches, based upon constructive notice, should 
be applied unless the showing made is of the order of that pointed out by 
the court in the Willson v. Graphol Products Company case, supra. 


Petitioner also points out that the original Hylo Company, Inc., to 
whom the registration JOY SUDS was issued, was dissolved on May 31, 
1943, and that there is no assignment of record from that corporation to the 
present Hylo Company, Ine. or to anyone else and petitioner contends that 
the present Hylo Company, Inc., which was incorporated in 1946, has no 
standing to defend against the cancellation of the registration JOY SUDS. 


The examiner states the testimony discloses that after the registrant 
corporation was dissolved the business was immediately taken over by a part- 
nership composed of J. Virgil Scott and his son J. Virgil Scott, Jr., who 
owned all of the stock of the dissolved corporation, and that the partnership 
continued using the mark JOY SUDS in connection with the goods until 
1946 when it was succeeded by a new Hylo Co., Inc., the present respondent. 


The examiner held the record establishes beyond question that the 
present Hylo Company, Ince. is the successor to the business and good-will 
associated therewith formerly conducted by the original registrant and 
therefore it must be regarded as the owner of the mark JOY SUDS. The 
examiner also held that the present Hylo Company, Ine. was entitled to be 
substituted for the registrant Hylo Company, Inc. as the respondent herein. 


Respondent points out that the issue of title and abandonment by re- 
spondent of trade mark registration No. 387,283 for JOY SUDS was not 
originally pleaded by petitioner, and since it is obviously prejudicial to its 
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defense of the petition for cancellation upon the merits, it should not be 
entertained under rule 15(b) of the Federal Rules of Civil Procedure. 


After the time set for taking testimony had expired petitioner filed a 
notice on February 16, 1951, before the Examiner of Interferences stating 
that at final hearing it would use as evidence a certified copy of the cer- 
tificate of dissolution of the registrant-respondent, Hylo Company, Inc., 
which certificate would show that the registrant is no longer in existence, its 
corporate status having been dissolved and the registration in issue aban- 
doned. As this notice was filed after the time set for taking testimony had 
expired it is not in accordance with the provisions of Rule 282 and is not 
admitted as a part of the record. 














I cannot agree with the examiner that the record establishes beyond 
question that the present Hylo Company, Inc., is the successor to the busi- 
ness and good-will associated therewith formerly conducted by the original 
Hylo Company insofar as it applies to the registration of JOY SUDS. How- 
ever, it seems to me that petitioner has not established that respondent is not 
entitled to defend the proceeding, and in view of the result reached above 
petitioner’s objections to respondent’s defending the case are of secondary 
importance. 











The decision of the Examiner of Interferences is reversed. 








EX PARTE B. F. GOODRICH CO. 
Commissioner of Patents—April 29, 1953 









TRADE-MARK AcT OF 1946—REGISTRABILITY—IN GENERAL 


Gray-colored outer vamp of shoes is not registrable because it is an integral, 
functional component of shoes. 









REGISTRATION PROCEDURE—EX PARTE REJECTION 
Where application is not brought under Section 2(f) of Lanham Act, affidavits 

of six retailers that public identifies applicant’s shoes by gray-colored vamp which 

is functional part of shoes do not prove that gray-colored vamp functions as a 
trade-mark. 










Application Serial No. 560,015 filed June 23, 1948 by B. F. Goodrich 
Co. Applicant appeals from decision refusing registration. Affirmed. 






Harold 8. Meyer of Akron, Ohio for applicant-appellant. 


McCann, Examiner in Chief. 






This is an appeal from the final refusal by the examiner to register 
on the Principal Register of the Act of 1946 an alleged trade mark for 
rubber overshoes and rubbers. In the statement applicant describes its 
mark as follows: 
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‘‘The mark consists of a gray-colored outer vamp which contrasts 
with the coloring of the contiguous portions of the upper and which 
has a configuration as shown in the accompanying drawing.”’ 


The drawing illustrates how the gray-colored vamp is positioned on 
the shoe with the shoe being shown in broken line configuration. 


Registration was refused on the ground that the alleged mark is 
believed to be incapable of identifying and distinguishing applicant’s 
goods in commerce. 


Applicant states that he agrees that merely painting or coloring the 
whole article or some unitary element of the article which has a conven- 
tional nondistinctive shape would not constitute a trade mark. He con- 
tends, however, that the mark involved in this case goes considerably 
beyond this point because in addition to the color feature applicant has 
shaped structural elements which display the color in a definite, arbitrary 
and distinctive pattern. Applicant also contends that this pattern has 
no functional significance as far as the utility or the value of the goods is 
concerned, and that the pattern is an uncommon one, which as far as 
applicant knows is unique. Applicant points out that his vamp is in the 
form of a relatively wide stripe that extends across the overshoe from 
the sole welt on one side to the sole welt on the opposite side, and that 
the sinuous appearance is obtained by the reversely-curved patterns in 
which the margins of the stripe are formed, and that the dominant 
characteristics of this pattern are the two cusps formed opposite each 
other in the margins. Applicant also points out that the lower margin of 
the stripe is formed by the toe ply whose margin is cut into a wavy 
pattern complimentary to the wavy margin of the gray ply and is made 
of a rubber contrasting in color with the gray vamp ply. 


From the above description it is seen that applicant ’s specimens are 
not in agreement with the showing of the vamp on the drawing, since it 
is the outline of the toe ply which determines the lower configuration of 
the vamp. Applicant states that as an alternative he could paint or stencil 
the mark on the overshoe or it could be applied with labels. However, as 
illustrated in the specimens the vamp becomes an integral part of the 
overshoe and as such has a utilitarian function in that it necessarily rein- 
forces the part of the overshoe which it covers. In Ex parte Chadbourn 
Hosiery Mills, Incorporated, 653 O.G. 895, 91 USPQ 297, 42 TMR 81, 
the Assistant Commissioner held that the V-shaped pattern in the vamp 
of a stocking ‘‘was nothing more than a design which is an integral part 
of the structure of the goods’’ and was incapable of distinguishing the 
goods so as to indicate origin. In re National Stone-Tile Corporation, 19 
C.C.P.A. 1101, 57 F.2d 382, 18 USPQ 11, 12, 22 TMR 217, the court said: 


‘‘We also agree with the Commissioner that it is probable that 
the purchasing public would not look upon appellant’s grooves in its 
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tile as constituting a trade mark; that is to say, we do not think the 
purchasing public would look upon tile containing such grooves as 
indicating origin of the tile, but would be likely to conclude that they 
were formed as a convenient process of manufacture, or to serve a 
useful function.’’ 









In re Dennison Manufacturing Co., 17 C.C.P.A. 987, 39 F.2d 720, 5 
USPQ 316, 317, 20 TMR 172, the court said: 


‘‘Tt is well settled that the configuration of an article having 
utility is not the subject of trade mark protection.’’ 









And in that decision the Court pointed out the appellant there conceded 
the correctness of this doctrine as applied to articles, but apparently con- 
tended that it did not apply to a part of an article (as in the instant case) 
even though such part performs a useful function. The court said, how- 
ever, that they could see no distinction in principle and if one could secure 
a valid trade mark in the shape of a configuration of an essential part of an 
article, it would permit monopolies never intended to be protected by the 
common law relating to trade marks or by statutes governing their registra- 
tion. In Ex parte Woolson Spice Company, 129 Ms.D. 278, the Commis- 
sioner said in part: 














‘‘# * * Nothing can be a trade mark which does not on its face 
show that it is intended to be such; for its very function is to indicate, 
to point out, to challenge attention, with a single and obvious mean- 
ing. It is a sign; not an ornament. If, as in this case, the device is 
not distinctive, and moreover has obviously a function entirely apart 
from indicating origin, then it is not a trade mark at all.”’ 













In James Heddon’s Sons v. Coe, 146 F.2d 865, 64 USPQ 108, 35 TMR 29, 
the Court pointed out that the markings stamped or painted on the 
artificial bait served a useful function and was therefore not entitled to 
registration as a trade mark. In In re Vertex Hosiery Mills, Inc., 18 
C.C.P.A. 725, 45 F.2d 249, 7 USPQ 252, 253, 21 TMR 36, the Court 
quoted with approval the decision of the Commissioner of Patents therein, 
which said in part as follows: 









‘<# # * To grant applicant the registration sought would be, since 
registration may be renewed any number of times, equivalent to 
granting applicant a perpetual patent upon a run-stopping ridge 
knit into a stocking,”’ 







and the Court held that: 


‘‘The rejection of appellant’s application upon the ground that 
the proposed trade mark is an integral part of the goods and as such 
performs a function and is descriptive within the prohibition of 
the Statute, is amply supported by numerous authorities * * *.’’ 






In the instant case applicant’s vamp, as shown in the specimen, does 
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not assume the configuration shown on the accompanying drawing until 
it has been integrally united with the overshoe and the toe ply applied, at 
which time it inherently functions to reinforce the underlying portion 
of the overshoe. Applicant’s contention that the pattern of its vamp 
is unique with respect to rubber shoes and overshoes, does not appear 
to be strictly accurate since the vamp ‘‘c’’ shown in the design patent 
to Bourn, D-5,066, July 4, 1871, for rubber overshoes, has essentially the 
same outline except for the traverse ribs ‘‘d’’. The vamp disclosed in 
Design Patent to Ferrettie, No. 79,289, issued on August 27, 1929, also 
for rubber overshoes, differs only slightly from applicant’s vamp. 


Applicant’s remarks concerning the use of color in Ex parte Nuodex 
Products Co., 92 USPQ 362, 42 TMR 458, have been noted, and while this 
mark was published in 659 O.G. 926, it was subsequently withdrawn from 
publication and the registration refused. 


Applicant also calls attention to affidavits of record by six dealers 
engaged in handling overshoes and rubbers in different parts of the 
country, and points out that each of the affiants state that applicant’s 
gray-colored vamp of the particular design shown in this application 
is recognized in the trade as being the identifying symbol of applicant’s 
goods and that customers inquire for applicant’s goods by referring to 
the symbol of this application. 


Aside from the fact that this is not an application under section 2(f) 
it is obvious that the various affiants cannot be considered as representa- 
tive of the purchasing public and there is nothing in these affidavits 
which show that the public in, general has come to regard applicant’s vamp 
as indicating the source or origin of a particular overshoe or rubber. 
Ex parte Boott Mills, 614 O.G. 821, 78 USPQ 338; Ex parte Oshkosh 
Trunks and Luggage, 637 O.G. 1293, 86 USPQ 3241, 40 TMR 884 Ez parte 
Chicago Rawhide Manufacturing Company, 647 O.G. 1022, 89 USPQ 
507; 41 TMR 756; Ex parte Hollywood Brands, Inc., 94 USPQ 418, 
42 TMR 871. 


The decision of the Examiner of Trade Marks is affirmed. 
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LIST OF OTHER TRADE-MARK ARTICLES 
AND LEGAL NOTES* 


Articles 


The Impact of the Anti-Trust Laws on Patents and Trade-Marks in Foreign 
Commerce. (George Washington Law Review, v. 21, no. 6, June 1953, pp. 663-709). 


Reports of round-table discussion by: W. J. Derenberg, B. A. Diggins and 
S. Timberg. 


Merchandise Marks Law in Hashemite Jordan; effective as of February 17th, 
1953. Translated from Arabic original by Saba & Co. Mimeographed. 6 pages. 


Revista de la Propiedad Industrial. Manuel Diaz Velasco, editor. Madrid, vol. 
1, no. 1—, 1953—. 


Digests in English and French of all articles and case reports are added to 
each issue, starting with no. 4. 


Legal Notes 


Steele et al. v. Bulova Watch Company, Inc. 


International Law—Trademarks—Lanham Act Construed as Applicable to 
Watches Manufactured and Sold in a Foreign State. (University of Detroit 
Law Journal, v. 16, no. 3, March 1953, pp. 136-142). 


* Copies of these articles and legal notes are available in the Association’s library. 








